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ABSTRACT

This research aims to examine the impact of TRIPs on remedial measures in Thai law.

Remedial measures, particularly provisional measures, are selected for the study

because they relate directly to law enforcement. Regarding the TRIPs' aim of protecting

intellectual property rights, a hypothesis of this research is that intellectual property

rights' owners will be appropriately protected when provisional measures are enforced.

A review of literature and an empirical survey are undertaken throughout the study.

Although provisional measures were introduced into Thai law for a decade, a few

cases involving provisional measures have been reported. At the same time, the

situation of intellectual property rights infringement, according to the statistics, has not

dramatically changed. Therefore, it is difficult to accept that intellectual properly rights'

owners are protected appropriately since provisional measures came into force.

Nevertheless, it does not imply that provisional measures are ineffective either.

From the study, it seems that the major obstacle of the enforcement of provisional

measures is the attitude of persons who closely deal with these measures, not the law as

such. At present, Thai society does not consider the situation of intellectual property

rights infringement as a serious issue. Thus, a mere amendment of the law, particularly

an increase of punishment, is not an ideal resolution. Society should be educated about

the concept of intellectual property law. If society accept the global change, it can be

expected that the situation of intellectual property rights infringement in Thailand will be

effectively solved in a long term.

Judges will play a significant role in strengthening the enforcement of provisional

measures since they can indicate how the enforcement of these measures should be,

and encourage lawyers' confidence on the said measures. It is believed that if the

judicial role is well performed, provisional measures will be enforced efficiently. As a

result, the TRIPs' aim of providing effective and adequate protection for intellectual

property rights' owners Will be achieved.
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t1APTER 1: INTRODUCTION

1 .t SIGNIFICANCE OF THE STUDY

The protection of intellectual property rights has been a major topic of discussion in

international fore for a long time. It seems that, nowadays, intellectual property rights are

infringed in every part of the world. These infringements occur in both western and

eastern countries, both developed and developing ones. Many countries have been

repeatedly criticized for not providing adequate and appropriate protection for

intellectual property rights' owners. Thailand is one such country. It has faced trade

sanctions from western countries, the United States of America in particular, from time to

time.1

This issue has been long debated between developed and developing countries. It

seems that they hold different points of view when discussing the issue of intellectual

property rights protection. While developed countries appear to regard intellectual

property as private property, developing countries still insist that intellectual property

should be considered from the public perspective. Nevertheless, intellectual property

rights protection has in recent times been treated as a trade-related issue. As a result,

this issue was also discussed in the trade forum, i.e. General Agreement on Tariffs and

Trade (GAIT), instead of merely the specific forum under the auspices of the World

Intellectual Property Organization (WIPO).

1 
Thailand has been complained for providing inadequate and ineffective protection to intellectual property. As a

result, Thailand has been placed on the Pnonty Watch List and Priority List since 1994. Even today, it is claimed that

1PR piracy continues to be one of the leading trade issues between the United States (of America) and Thailand. See

USTR. National Trade Estimate Report on Foreign Trade Barriers. Report on Thailand. This report is available in

intemel
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An agreement involving the protection of intellectual property rights was reached and

became binding for members of the World Trade Organization (WTO). It is the

Agreements on Trade-Related Aspects of Intellectual Property Rights (TRIPs). This

agreement contains several measures for protecting intellectual property rights. As a

result, it is believed that this agreement will be the cornerstone for changes in intellectual

property rights protection.

It is unlikely that any country, especially a developing one, could oppose this change

since intellectual property, nowadays, is significant and regarded as a valuable asset.

The idea of giving strict protection to intellectual property rights' owners seems like

flowing water, i.e. it flows naturally from an upper level to a lower one. So, there is little

chance for developing countries to question why it flows in this direction or to obstruct

this global current. Developing countries have to accept that every country, including

their own, will benefit from the said protection. If they oppose this concept., they may

face retaliation until appropriate protection is finally provided. Furthermore, any country

which decides to ignore TRIPs will probably be isolated from the international trade

scheme under the WTO.

Thailand, as a member of the WTO, has to implement TRIPs. 2 This implementation is

expected to bring Thai law to an international standard of the intellectual property rights

protection. However, Thailand, as a developing country, is still sceptical about this

improvement. A prime concern, at present, of the Royal Thai Government, therefore, is

whether its obligation to comply with TRIPs have already been achieved. Concern has

been expressed that Thailand may face retaliation unless the situation regarding

2 AccocJing to TRIPs Article 65(2), Thailand. as a developing country. is Obliged to implement TRIPS by the year

2000.
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intellectual property rights' infringements is improved. For a developing country like

Thailand, a long period of trade sanctions would be unbearable.

To examine whether TRIPs has already been implemented, remedial measures are

chosen for this study. These measures have been selected primarily because of their

importance in protecting intellectual property rights' owners. 3 in practice. it may be too

naive to assume that absolute protection is achievable since it is almost impossible to

deter a person from committing intellectual property rights' infringements. The practical

way should be to accept that intellectual property may be infringed, but to permit as few

such infringements as possible. It is expected that, according to TRIPs, intellectual

property rights' owners will be appropriately remedied under these measures.

Furthermore, these measures are chosen because they relate closely to enforcement

on the law.4 It is believed that the aim of TRIPs is to provide intellectual property

rights' owners effective protection. Therefore, TRIPs does not merely require members of

the WTO to provide the said remedial measures in their domestic laws, enforcement on

the law should also be strengthened.

Enforcement must be strengthened in both civil and criminal cases. In Thailand,

remedial measures per se have from time to time been criticized mostly about its

The first paragraph of TRIPs states that "Desinng to reduce distortions and impediments to international trade, and

taking into account the need to promote effective and adequate protection of intellectual property tights, and to

ensure that measures and procedures to enforce intellectual property tights do not themselves become bamers to

legitimate trade:"

This is also a major aim of TRIPs. Article 411 states clearty that Menibers shall ensure that enforcement

procedures as specified in this Part are available under thew law so as to permit effective action against any act of

irifnngement of intellectual property nghts covered by this Agreement, including expeditious remedies to prevent

infringements and remedies which constitute a deterrent to further infringements."

13



inefficient law enforcement. 5 Regarding remedial measures, criminal sanctions, for

instance, have been claimed as too lenient and unable to deter anyone from committing

infringements. Thailand may, perhaps, face trade sanctions unless it provides protection

for intellectual property rights at an 'acceptable' level.

It should be remembered that an intellectual property rights' owner can proceed both

civil and criminal liligations to seek remedies. In cMl case, an intellectual property rights'

owner who his right has been infringed can submit his claim by filing a plaint in writing

with the Court of First Instance. 6 A summons to answer, with a copy of the plaint, will be

issued and served on the defendant 7 Subsequently, the defendant will file an answer in

writing with the court8 He may, in his answer, make a counter-claim, regarding that the

counter-claim must have reasonable connection with the original plaint. 9 In that case, the

plaintiff has to file with the court an answer to the counter - claim. 10 In order to facilitate

11
the trial of the case, the court will issue an order fixing a day for a settlement of issues.

If there is a question of either fact or law, which is raised by one party and not admitted

by the opposite party, the court will set it down as an issue in dispute (and impose the

burden of proof).' 2 Consequently, both parties are entitled to adduce their evidence to

the court. 13 A witness wilt be examined, cross-examined, and re-examined in open

court.' 4 After alt the necessary evidence has been taken, the court will fix the date for the

See u.S. Urged Thailand to Protect Copynght,in Thai Daily Mails (Saturday) August15. 1998. p.IO.

6 The Civil Procedure Code Sections 55 and 172

The Civil Procedure Code Section 173

The Civil Procedure Code Section 177 para.1

The Civil Procedure Code Section 177 para3.

10 The Civil Procedure Code Section 178

The Civil Procedure Code Section 182.

12 The Civil Procedure Code Section 183.

13 The Civil Procedure Code Section 185.

14 The Civil Procedure Code Sections 36 and 117.

14



pronouncement of judgment. 15 A party who disagrees with the judgment can appeal his

case to the Court of Appeal and the Supreme Court consecutively. 
16

In criminal case, generally, the public prosecutor will bring an alleged offender to

court and file a written plaint 17 An injured person may associate himself as a Co -

plaintiff,' 8 or decide to file his own case. 19 If a case is brought to court by an injured

person, a preliminary hearing Will be held by the court to ascertain that there is a prima

fade case to compel the defendant to appear in court and to proceed with trial. The

court will consequentiy issue a summons or a warrant of arrest on the accused if the

court is of the opinion that there is a prima fade case.2' The trial will be held in open

court. The witness will be examined, cross-examined, and re-examined. Judgment of

conviction can be delivered only when the court is fully satisfied that an offence has

actually been perpetrated and that the accused has committed that offence. 24 Appeal

against judgment of the Court of First Instance can be made to the higher courts.

t2 PURPOSES OF THE STUDY

The prime objective of this study is to examine the impact of TRIPs on remedial

15 The CMI Procedure Code Sections 133 and 187.

16 The CMI Procedure Code Sections 223 and 247.

17 The CnmnaI Procedure Code Section 165 para.1.

Cnminal Procedure Code Section 30.

19 The Cnminal Procedure Code Section 28.

20 The Cnminal Procedure Code Section 165 para.3.

21 The Criminal Procedure Code Section 169.

22 The Cnminal Procedure Code Section 172.

23 The Criminal Procedure Code Section 15 and the Civil Procedure Code Section 117.

24 The Criminal Procedure Code Section 227.

25 The Criminal Procedure Code Sections 193 and 216.
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measures in Thai law. The study is expected to reveal the change of the said measures

in the Thai legal system, particularly since TRIPs was concluded. This concerns the

question of whether intellectual property ngtlts' owners in Thailand are appropnately

remedied through these measures.

The law per se is regarded as having a direct impact It is clear that members of

the WTO have an obligation to comply with TRIPs. if they do not fulfil their

obligation, they may be forced to comply with it regardless of the state of protection in

their countries. Since TRIPs cannot be directly enforced in Thailand, domestic laws are

required to implement TRIPs. It is the responsibility of Parliament, as the legislative body,

to pass the said laws to conform with TRIPs.

The attitude of society should be considered as having an indirect impact To some

extent, this issue may be more important than the law as such since it closely involves

enforcement on the law. It is rather significant since the law itself cannot survive without

support from society. Unless society agrees with the law, it may not be enforced

properly. Moreover, the said law may even be opposed if society regards it as unjust.

It seems impossible to examine all types of remedial measures at one time.

Provisional measures, therefore, are selected for this study. These measures are picked

26
Although Thailand is obliged to implement TRIPs by the year of 2000. Thailand had revised its intellectual property

laws, from time to time, even before TRIPs was concluded. ProvSIonaI measures, for instance, were first introduced in

1991. To some extent, it seems that intellectual property laws have been improved not only to conform with a

foreseeable obligation under TRIPs, but also to protect Thai trade from trade sanctions. It can be argued that such

revisions have been undertaken pnmanly in order to meet the US demand, judging from some activities such as the

establishment of the Intellectual Property and International Trade Court which is not the obligation of Thailand under

TRIPs Recently, there are some studies concerning a trade related conflict between Thailand and the United States of

America and advantages or disadvantages of Thailand in complying with the US demand. On the other hand, a study

concerning direct impact of TRIPs on Thai laws has not yet been reported. Such a study is necessary, since it will help

Thailand to realize what Thailand is really required by TRIPS, and how Thailand should improve its laws, and its

attitude, in the future.

27 1R1Ps Article 1.
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primarily because they have been enforced in Thailand only for intellectual property

disputes. Consequently, provisional measures can be claimed as the most noticeable

impact of TRIPs in Thai law.

Moreover, since these measures have been introduced recently, their effectiveness

can be found by comparing the situation before and after their introduction. It seems

difficult to find explicit changes in other measures, such as damages or criminal

sanctions, since they have been available for a long time. The change may be less

significant and difficult to detect.

This study expects to indicate how effective provisional measures are. The current

situation of provisional measures will be examined. The trend of the said measures will

be analysed too. This study is significant in that it will help the authorities to consider

what the circumstances may be in the year 2001. As a result, some amendments, if they

are required, may be undertaken appropriately.

The hypothesis of this research, therefore, is that an intellectual property rights' owner

will be appropriately protected when provisional measures are enforced. This relies on

the assumption that TRIPs aim is to protect intellectual property rights' owners. Since

provisional measures have also been provided to achieve this objective, intellectual

property rights' owners should be appropriately protected when these measures are

enforced. If not, the impact of TRIPs on remedial measures in Thai law will be doubtful.

Regarding the issue of provisional measures, it has been suggested that Thailand

has already implemented remedial measures as provided for in TRlPs. The question.

therefore, is not how to implement TRIPs. It is a question as to whether or not TRIPs

provisions have already been complied with.

28 1he Report of the Sub-Committee for the Law Enforcement Issue.
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Enforcement on the law should also be considered, that is to say, how effective these

measures have been since they came into force. To some extent, this issue may be

treated as the main objective of the study. At present, Thailand has been criticized for

providing ineffective protection for intellectual property rights' owners, notwithstanding

the existence of provisional measures.

The study will examine the practice of provisional measures at a domestic level.

Generally, it is unlikely that an intellectual property rights' owner can take action directly

against a country in which his rights have been infringed since TRIPs is an agreement

between states. However, subject to TRIPs provisions, this may be the first step for a

country to institute action against another country.

Authorities involved with law enforcement will play significant roles in this issue.

Judges, for instance, play one of the main parts in remedying intellectual property

rights' owners. The judicial attitude regarding provisional measures will be examined

since the law may not be efficieny enforced unless they feel that intellectual property

rights' owners will benefit from these measures. Additionally, the judicial role seems

important because it can make international agreements become more effective at the

29
national level.

See Hilt M. 'The Role of National Courts in tntemationai Trade Relations.' Michigan Journal of international Law 18

(1997)2 p.347. This article bases on a thesis that independent domestic courts would offer the best guarantee of

protecting the interests and rights of individual operators, thus making the entire GAIT system more effective. See p.

348.
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1.3 SCOPEOF THE STUDY

The study will mainly focus on provisional measures in Thai law. Other remedial

measures may occasionally be referred to, however, for comparative purposes. Such

comparisons will help determine the enforcement of remedial measures in Thailand. This

may clarify the general view of TRIPs' impact on Thai law.

Provisional measures will be scrutinized in three main areas. The first concerns the

law as such. The Copyright Act B.E.2537 (1994), the Patent Act B.E.2522 (1979), the

Trade Mark Act B.E.2534 (1991), the Act for The Establishment of and Procedure for

Intellectual Property and Intemational Trade Court B.E2539 (1996), and the Rules for

Intellectual Property and International Trade Cases B.E.2540 (1997) will be studied.

Moreover, several laws which are also relevant to these measures such as the Civil

Procedure Code and the Criminal Procedure Code, will be under consideration too.

Secondly, the study will focus on the enforcement of provisional measures in the Thai

legal system. The study will concentrate on the thai process which can be dMded into

three steps. They are the process of applying for an order, the process of granting an

order, and the process of executing an order. In fact, there are other elements

concerning law enforcement too, such as budgets, equipment, personnel, value of

goods being infringed, etc. However, they are not regarded, in this study, as results of

the impact from TRIPs.

Finally, the attitude of Thai society toward provisional measures will be discussed.

The study, nevertheless, does not attempt to find out how the whole society considers

these measures. The limitation of knowledge regarding provisional measures of some

members in the society, particularly those not closely involved in these measures, may

cause a problem for the study. It is unlikely that the attitude of the whole society can

19



explain why provisional measures are enforced in the present direction. On the other

hand, vanous opinions may confuse the result of the study, and subsequently lead to a

wrong conclusion. Therefore, a target group has been selected for the study.

The target group of the study is those who are involved with provisional measures in

practice, for instance, judges and lawyers. The main target group is judges in the

Central Intellectual Property and International Trade Court. They play a significant role in

this issue since they are empowered to consider and grant these measures.

Lawyers are another target group of this study. They also play a major part in this

enforcement. They may persuade their clients to use, or not to use, provisional

measures. Moreover, provisional measures are normally initiated by them. Since there

are many law firms and lawyers in Thailand. some of them are selected to represent

this group. Also, such a selection is needed because intellectual property law is

regarded as a special law, and not every law finn and lawyer deals with intellectual

property cases. The study, then, focuses on those law firms which are involved with the

said cases. Consequently, lawyers who have handled intellectual property cases for

these law firms have been picked.

Senior officials in the Department of Intellectual Property, Ministry of Commerce will

be included because this Department has responsibility for dealing with intellectual

property law and also law enforcement in Thailand. In addition, there are some groups

who are included for the study, namely public prosecutors and lecturers. It is because

According to statistics collected July 24. 1998 by the Law Society. there are 33.384 lawyers and 8.840 law firms in

Thailand.

Bangkok	 Other provinces	 Total

Lawyers	 19.860	 13.524	 33.384

Law firms	 3.540	 5.300	 8.840

rigvrJ. The statistics of lawyers and law firms in Thailand.
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public prosecutors also deal with cnme enforcement while lecturers are the persons who

educate law students who will apply these measures in future.

1.4 METHODOLOGY

Two methods will be used in the study. They are a review of literature and an

empirical survey. For the first method relevant mostly this information was several

documents, such as statutes, texts, articles, etc. This information also includes statistics

which have already been collected by some government agencies.

This information can be accessed from many sources. Mostly, useful information is

expected to be found in libraries, particularly university libraries. Furthermore, some

information, especially statistics, can only be gathered from government offices such as

the Ministry of Commerce, or the Ministry of Justice. ln addition, a certain amount of

information, nowadays, is stored in computerized data bases. As a result, some

information will be collected through this channel.

The 'literature review' method was carried out to discover more about the current

situation of intellectual property rights infringement and protection. It also revealed

further information about how remedial measures, particularly provisional measures, are

enforced. The said information was also significant in helping the study, also Thai

authorities, to compare and contrast critically the situation of intellectual property rights

protection in Thailand and other countries. This assisted in drawing up conclusions

regarding appropriate practice for Thai society.

The advantage of this method is that the information does not seem difficult to

analyse since it has already been organized, and sometimes analysed, by writers, or

compilers, etc. Furthermore, it appears to be convenient to acquire information through

this method. At present, using sophisticated technology, an enormous amount of

21



information can be accessed via computer. This way, further references can be

discovered, and consequently several ideas may be added to the study.

On the other hand, there are disadvantages to this method of a review of literature. It

was discovered, later, that a lot of the information is not closely relevant to the study.

Therefore, it could not be used to answer questions in this study directly. Sometimes,

such information is obsolete too. Furthermore, this method is time-consuming. Since a

great deal of information was gathered regarding the study, a lot of time is required to

read through it. Moreover, some information is not as easily accessed as expected,

because it is regarded as confidential, for instance, parliamentary reports on the Drafts

of intellectual property law. Additionally, there is not much information concerning

provisional measures in Thailand since the said issue is rather new. Finally, the data

collection systems in some government agencies are not well organized. As a result.

some information relevant to the area of the study was missing or incomplete.

These disadvantages were to an extent overcome by the use of another method,

namely empirical survey. Generally, this method was adopted to enable the researcher

to create directly relevant and up-to-date information within a short period of time.

Furthermore, a further benefit was the reliability of the evidence collected on this way,

due to its sources.

This empirical survey was undertaken by an interview method. Two approaches Will

be used for the study, namely an oral interview and a questionnaire. The oral interview

will be carried out to access information involving the general concept of and practice of

provisional measures. It is expected that this approach will allow interviewees to express

their knowledge and experience. Therefore, experts are selected to be interviewed

primarily to receive quality information. In this case, significant idea concerning the issue

and the way how to solve the problem, in practice, may be discovered.
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The questionnaire approach is used in this study mainly to find out the attitude of

judges in the Central Intellectual Property and International Trade CourL To certain

extent, the study intends to evaluate opinion of judges who directly deal with an

issuance of provisional measures. Therefore, all judges in this court are participated in

the study. This questionnaire approach is selected since all these judges are expected

to answer the same questions. Therefore, time can be saved by asking them to fill in

questionnaires. The said questions are not so complicated and the information appears

to be not so difficult to collect.

However, there are some flaws in this method too. First, for the oral interviews, a lot of

time has been spent on appointments, travelling, and interviews. Interview via telephone

has had to be adapted. Secondly, the answers may be inaccurate since interviewees

may respond to the question from what they have in their mind at that moment. They

may not have much time to arrange their answers properly. Moreover, with regard to

questionnaires, the interviewees may not understand the questions clearly which may

cause them to answer mistakenly. In addition, the answers may be limited since,

normally, interviewees are unlikely to answer, or explain, more than they are asked.

The results of the study will be presented in chapters. It will be divided into seven

chapters. First is the introduction. In chapter two, the study will explain the principles of

intellectual property law. Then, the objectives of TRIPs will be discussed in Chapter

three. Intellectual property law in Thailand will be presented in chapter four. Later, the

study will consider provisional measures and the attitude of judges in the Central

Intellectual Property and International Trade Court in chapters five and six respectively.

Finally, a summary and suggestions will be expressed for chapter seven.
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CHAPTER 2: REMEDIAL MEASURES FOR INTELLECTUAL PROPERTY CASES

2.1 INTRODUCTION

The significance of intellectual property can hardly be denied. Generally, intellectual

property relates to every step in the circle of human lives. It provides knowledge,

entertainment, convenience, and other sorts of quality Jives. Specffically, intellectual

property is regarded as one of the most valuable assets, alongside land and labour. It

concerns a large sum of money being circulated globally in the forms of trade,

investment, or technology transfer.

Because of its significance, intellectual property has been infringed everywhere in the

world. This situation is gradually unbearable since it has become obstacles to trade,

investment, technology transfer, and international relations. Legal protection and

remedial measures, however, have been inappropriately provided in some countries.

One reason could be because of different perspectives on this issue, for example the

importance of intellectual property. How can two countries provide the same level of

remedy to intellectual property rights' owners when they view the importance of

intellectual property as at different levels? Consequently, a goal of providing appropriate

remedies throughout the world, by requiring similar rules in all countrIes, will not be

achieved unless such rules have been based on a common understanding as to the

value of intellectual property. Therefore, it is vital to consider the term of intellectual

property and how significant it is. This will help in considering why intellectual property

should be protected and remedial measures are needed.
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2.2 WHAT IS INTELLECTUAL PROPERTY?

Even though the term 'Intellectual property' has been known for a long period of time,

few are ready, or even able, to explain clearly what intellectual property is. Although

there have been many attempts to define the meaning of this term, aH have found that it

is not an easy task to do so. This is because the term is closely related to the human

mind. No one would challenge the fact that the most complex thing in the world is the

human brain. Until now, scientists have not been able to explain precisely how the brain

works. Different backgrounds and environments may hugely affect each person's way of

thinking.

In addition, the terms 'intellectual property' and 'economic development are

nowadays bound together. 31 Economists endeavour to explain intellectual property by

economic theories with which they are familiar. At present, intellectual property is not a

mere legal issue any more and it has been concurrently analysed from an economic

perspective. 32 The concept of intellectual property inevitably changes from time to time.

Thus, a possible and appropriate way to find out the meaning of intellectual property

is first to accept that no meaning can be permanent. Even though there are vital

elements which are permanent in this term, it is not a fixed idea and is slightly

changeable, according to time or particular circumstances. The enquiry will therefore

Intellectual property has been regarded as the mechanism for redressing trade deficits and for maintaining a

competitive edge in global markets. See R. Gana. Has Creativity Died in the Third World? Some Implications of the

Internationalization of Intellectual Property.' 	 nver Journal of International Law and Policy 24(1995) p.119.

This idea may be supported by the issue of moraI nght' in the Agreement on Trade-Related Aspects of Intellectual

Property Rights (TRIPs). It may be argued that moral right was exempted, according to Article 9. mainly because

common law countries, particularly the United States of America. are afraid that such a right would undermine

negotiating power of an intellectual property right's owner.
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shift from 'what intellectual property is' to 'what a suitable and commonly accepted

definition of intellectual property is'.

The scope of what can be termed 'intellectual property' varies from country to

country. This term was once used to describe copyright and to distinguish it from

industrial rights.34 Nowadays, such a dichotomy is diluted and the term of intellectual

property is expanded to cover both copyright and industrial rights. 35 In developed

countries such as the United States of America, intellectual property also includes works

of high technology, for instance, semi-conductor chips. Recently, it has been generally

agreed that intellectual property should include copyright and related rights, trade

marks, geographical indications, industrial designs, patents, layout design of integrated

circuits, and undisclosed information.36

At present, intellectual property is literally interpreted as relating to something which

is derived from the human brain. A natural phenomenon such as the sound of a blowing

wind, or a work produced by an animal such as a picture painted by a monkey, even

though it may be very pleasant, will not be regarded as a product in the context of

intellectual property. Moreover, intellectual property rights should be worth enough to be

protected. In other words, there should be an element that makes intellectual property

33
There have been many attempts to harmonize the scope of intellectual property in international level. TRIPS S

regarded as one major attempt However, it has to be accepted that even today the scope of intellectual property

among countnes is still different Indeed, members of TRIPS and countries which intend to become TRIPS' members

have to revise their laws to conform with TRIPs. Others do not show their intention to do so.

Intellectual property and industnal property are governed by separate international Conventions, namely, the Beme

Convention for the Protection of Literary and Artistic Works 1686, and the Pans Convention for the Protection of

lndustnal Property 1883 respectively.

Copyright includes literary, musical, artistic, photographic and audiovisual works while industrial property consists

of inventions, trade marks, trade secrets, industrial designs, service marks, and appellations of origin. See WIPO.

General Information (Geneva : WIPO. 1995) p.8.

36 The GAIT Agreement on Trade-Related Aspects of Intellectual Property nghts. LLJYi. 33(1994) p.1197.
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different from a common idea or common knowledge already known in society.

Originality or novelty, for example, are required for a copyright or patent respectively. A

common idea or knowledge which has existed in the world for a long time and has been

regarded as a natural resource is free for everyone to access. No one should be allowed

to claim a privilege for an idea or knowledge that he just discovers. That is the reason

why the formula of e=mc2 is not regarded nowadays as intellectual property, while a

comic strip in daily newspapers is.

Furthermore, intellectual property is focused upon the rights of what the mind

produces, rather than upon the product per se . According to this element, intellectual

property does not exist in a tangible physical form. However, expression is still

important. This should be because intellectual property protection is a social reward for

a person who creates something useful in society. 37 Therefore, this person should not

be rewarded for what he keeps for self interest, regardless of how important and

valuable. Registration is normally required, for instance, for patent and trade mark. In the

case of copyright, such an idea must be expressed in some kind of form, 38 for instance,

wnting, recording, giving a speech or a sermon, etc.

This requirement has been frequently questioned. A trade secret, information which is

concealed by nature, has long ago been recognized and protected by the common law

and is now regarded worldwide as a kind of intellectual property. It is hard to argue that

keeping such information in secret is useful to society. On the other hand, there has

been an attempt to give copyright protection not only for expression, but also for ideas.

American Courts seemed to be ready to protect the idea behind an expression, judging

See E. Hettinger. 'Justifying lnteUectual Property. Philosoohy & Public Affairs 18(1989) p.36.

Even though a fixation is not required in some countries, such as Thai Copyright Act B.E.2537 (1994). an

expression is still needed. See 0. Subhapholsin. Copyright (Bangkok: Nititham Publishing. 1996) p.97.
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from many computer program cases.39 This is a good example to show that, when

particular circumstances have been brought into consideration, the term intellectual

property has been flexibly interpreted. The principle of public interest is diluted to the

same level, it may be argued, as private incentive.

According to the concept that intellectual property should be worth protecting, there

have been attempts to add 'commercial value' to the definition of intellectual

property.4° This idea is partiy true in patent or trade mark issues which concern

industrial or trade transactions. However, it is hard to conclude that commercial value is

an essential element in copyright Some artistic works are priceless today, but were not

at the time when they were created. Commercial value may never subsist in artistic work

which is little better than a single straight line drawn with the aid of the filer". 41 Nor

does it attach to information of a purely personal or secret nature. Even though

commercial value is an important factor in deciding whether intellectual property should

be produced or not, it cannot be regarded as an element of intellectual property per Se.

There is also a suggestion that intellectual property should contain an element of

legal protection. In other words, invention and creative expression plus protection

equals intellectual property.42 This definition is too rigid and circular. It is true that

intellectual property is legally protected. Legal protection itself, however, cannot make

an idea become inteUectual property. It should be the result which comes about only

See 'Mielan Associates lnc.v Jaslow Dental Laboratory Inc. 797 F2d 1222, 3rd Cit 1986. Digital Communications

Associates v Softklone Distnbuting Corpn. 659 F Supp 449, ND Ga 1987.

40 'lntellectual property' is defined as information with commercial value. See National Consumer Council, Intellectual

ErpetvJtteCensumer 'hew of Patents. Copyright. Trade Marks and Allied Rights (London: National Consumer

council. 1991) p.2.

41 This phrase was made by Megany J. in British Northorp Ltd. v. Texteam Blackburn Ltd. [1974] R.P c.57 at 68.

42 R. Sherwood, Intellectual Property and Economic Development (Colorado: Westview Press, 1990) p. 12.
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after intellectual property already exists. In Thailand, where an obscene object, for

instance, is regarded as immoral and against public order. 43 it is not practical for the

court to point out that an obscene movie is not regarded as intellectual property

because the movie as such is not protected by law. It is more understandable for a trial

judge to decide that, since it is against the law, such a movie is not regarded as

intellectual property, and consequently is not protected.

2.2.1 IS INTELLECTUAL PROPERTY 'PROPERTY'?

This question does not really intend to challenge the value of intellectual property. It

is asked just to examine whether intellectual property is 'private' property. in the past,

there was a strong concept of 'public' property that everyone in society should be

allowed to use intellectual property. While the interests of society are regarded as

paramount, intellectual property seemed to be public domain. The economic rights of an

individual author, inevitably, become less valuable. The Soviet copyright law once

declared that any works in science, literature, music, and art were recognized as state

property.44

The other idea supporting the 'public property' concept viewed intellectual property

as a natural outcome. Ancient Chinese philosophers regarded intellectual property as a

product imitated from nature by human beings, not a product created or invented by

them.45 Therefore, others should not be excluded from 'the common heritage of all

civilized persons'.

The Thai Supreme Court judgment no.3705/2530 (1987).

Decree of 26 November 1917.

J. Chaves, "The Legacy of Tsang Chieh : The Written Word as Magic." Oriental Art 22(1977) p.203.
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Today, it is no wonder that many jurists regard intellectual properly as one kind of

property,46 alongside land and personal property. Theorists have endeavoured to

analyse many theories such as Locke's 'Labour' property theory or Personality theory in

order to support the view that intellectual property is a kind of property. 47 A few may still

resist this idea, only because it seems too extreme to say that intellectual property is

property in a similar way to land or chattels. 48 The American courts once regarded

intellectual property as 'absolute property', 49 however, they have adapted their attitude

and later granted limited protection to intellectual property. 5° The reasons are because,

first of all, intellectual property seems different from 'normal' property since it is

intangible. Secondly, intellectual property is distinct from other kinds of property. The life

cycle of both natural resources and man-made products normally depends on use while

intellectual property is not bound directly to the use of a right holder. A trade mark, for

instance, is infinitely renewable. On the other hand, other kinds of intellectual property

such as copyrights and patents have self-defined expiration.

Thirdly, an intellectual property owner can license his right to another while still being

able to use such a right himself. In other words, the possession or use of intellectual

property by one person does not preclude others from possessing or using it and it is

W Comish W. 'The International Relations of Intellectual Property.' ambndge Law Journal 52(1993) p.4?. Also S.

Pramoj. QpyrJ9b1gfJ1)VthOr (Bangkok: Sivapom, 1968) p.4.

See J. Hughes. "The Philosophy of Intellectual Property,' GeorgIown Law Journal 77(1988) pp.28?-366.

48 See J. Phillips. and A. Firth, Introduction to Intellectual Propert y Law (London: Butterworths. 1995) pp.125-127.

Hettinger. op cii. p.35. D. Vaver, "Intellectual Property Today: Of Myths and Paradoxes.' Canadian Bar Review 69

(1990) p.125.

Demnger v. Plate 29 CaI.292 (1865); Kidd v. Johnson 100 US 617 (1879).

France Milling Co..lnc. v. Washburn - Crosby Co.,Inc. 7 F.2d 304 (2d ar.1925); Peabody v. Norfolk 98 Mass. 452

(1668). For details, see K. Vandevelde, "The New Property of the Nineteenth Century: The Development of the

Modem concept of Property.' vffki Law Review 29 (1980) pp.341-354.

30



not consumed by their use. This results in criminal cases where an infringer reproduces

imitation goods while the genuine one is still in the owner's possession. Under criminal

jurisdiction, intellectual property cannot be stolen. 51 In addition, certain traditional

concepts concerning property, such as 'usucapion', cannot be applied to intellectual

property.52 Strongly influenced by the concept of property, the United States of America

and England, for instance, are reluctant to support the notion of 'moral righr.

By these reasons, intellectual property should be regarded as property, however, in a

different manner from other properties. All rights and obligations concerning intellectual

property should be provided in intellectual property laws. General principles for normal

property may be applied to intellectual property only when they are allowed by such sui

generis laws. In other words, intellectual property is protected as 'property' provided in

intellectual property laws, not as normal property defined in general laws. Such

protection may be even tougher than 'normal' property protection since intellectual

property infringement is nowadays viewed more seriously than other types of property

infringement.

2.2.2 WHY SHOULD INTELLECTUAL PROPERlY BE PROTECTED?

Most countries have already granted protection to intellectual property rights' owners.

Previously, such protection was limited by the influence of the 'public interest' concept.

51 See Oxford v. Moss (1978) 68 Cr App R 183. Rank Film Distnbutors Ltd. V. Video Information Centre [1982] AC

360, Stewart v Queen (1988)50 D Lft(4th)1.

52 The Thai Supreme Court judgment no.677/2532 (1989) and 846/2534 (1991)

53
It is argued that a modem version of the 'pi<; interest concept is the 'consumer politics' concept See B.

Sopido.	 cy aorfeiting: GAiT. TRIPS and Developing Countrles (London: Kiuwer Law International. 1997)

p.1. This concept is explained as . is in the public interest to previde similar products at cheaper pnces; particularly

to poorer consumers and poorer nations.' To some extent, this idea is slightly different from the o1iginat idea of the

'public interestS concept While the 'public interesf concept stresses that intellectual property is public domain and is
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Intellectual property rights protection has been gradually required since intellectual

property was considered as private property. Many reasons have been given to support

this requirement such as the moral approach, or the economic approach. 54 These are

frequently mentioned to justify the existence of intellectual property and its protection.

However, there are many sceptics who have explicitly shown their doubts about these

approaches. 55 They directly attack the core of this argument, namely, the justification

for intellectual property. The existence of intellectual property rights protection in many

countries, especially developing countries, does not prove that such countries totally

agree with the idea of intellectual property rights protection per Se.

Many flaws have been pointed out when looking at the moral approach. This

approach is commonly used to justify intellectual property as an intrinsic right This does

not seem justifiable. Historically, China, the country which first invented paper, was not

influenced by this approach. Ancient laws concerning what is called copyright today

seemed to give authorities a right of censorship, rather than protection for an author.56

This moral approach coincided with an idea in the western part of the world. In

England, for instance, a patent was granted to a person who brought foreign knowledge

free for every one to enjoy ii, it seems that intellectual property is recognized by the	 politics' concept as

pnvate property but the public should be able to enjoy it at low cost

See S Breyer. 'The Uneasy Case for Copyright A Study of Copyright in Books, Ptiotocop4es, and Computer

Programs.' Harvard Law Review 84(1970) p.284. Also Sopido. op.cit. p.51.

See G. Hammond. "The Legal Protection of Ideas." Qg_oode Hall lumal 29(1991) pp.93-125. Also Breyer.

op cit., R. Merges. "Commercial Success and Patent Standards: Economic Perspectives on Innovation, Cliforma

LRet 76(1988) pp.805-876. Hettinger. op.cst and Vaver. op cit.

there is evidence that, in A.O.835, unauthorized reproduction of calendars was prohibited on the basis that they

might be used, by other persons apart from court astronomers, to predict the dynasty's downfall. See W. Alford. I
al a Book Is an Elegant Offense Intellectual Property Law in Chinese Civilization (California: Stanford University

Press, 1995) p.13
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to the country, no matter who the real creator was. 57 In addition, suspicions were raised

by the fact that where the intrinsic right of an author or an inventor was said to be worthy

of protection, such protection was often enjoyed by the company who employed such

author or inventor, or stationer, or publisher, rather than the author or inventor

him/herself.58 Even today, certain kinds of intellectual property, pharmaceutical

products in particular, are regarded in many developing countries as public property.

The moral approach seems weak in the context of ddurationh issues. Intellectual

property rights protection is limited in both time and space. If it is moral to protect an

intrinsic right, it should be perpetual. Furthermore, this approach is unable to render a

clear solution in a case where more than one person creates the same thing at the same

time.

Common law system countries, such as England and the United States of America,

pay less attention to this approach and concentrate more on the economic value of

intellectual property. It is argued that intellectual property is a reward that society grants

to an author or an inventor for a creation which benefits society. At the same time, such

reward is also an incentive to an author or an inventor to create his own work. The

benefit eventually returns to society. The former reason has been frequently raised to

justify intellectual property rights protection. By this utilitarian concept, it is assumed that

protection should be granted for a work which benefits society.

At present, protection is granted regardless of whether society receives any benefit.

A lot of works have been created merely for the benefit of their creators. Society does

See C. MacLeod. Inventing the Indystnal Revolutjon: The ngl:sh Patent S ystem 1660-1800 (Cambridge:

Cambndge University Press, 1988) p.10.

See B. Kaplan.	 nhungfpyrig! (New York- Oxford University Press. 1968) citing Donaldson v.

Becket [1 774] H.L Also J. Feather, 'Authors, Publishers, and Politicians: The History of Copyright and the Book

Trade' E!fB (1988) pp.377-380.
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not even realize the existence of such work because, for example, it is confidential. What

is the value to society in allowing an author to invoke intellectual property rights over

work which remains unpublished?

As for patents, the idea of granting full protection to a patentee has been opposed by

many countries, in particular developing countries. In practice, a patentee registers his

invention in some countries merely to prevent other persons from utilizing his invention.

In other word, a patentee does not really intend to do anything concerning 'research and

development' in those countries. Instead, importation of goods has been regarded as

the use of his/her invention. Consequently, those countries cannot receive any benefit

from granted patent within a period of protection. Meanwhile, compulsory licensing,

regarded as a legal remedy for this situation, is seemingly allowed to exploit narrowly.

Moreover, a patentee endeavours to draft his claim in such a way that he discloses as

little useful information as possible, while broadening the scope of the claim as wide as

possible.59 The justification of social benefit is, then, used merely to persuade countries

to grant protection to an author or an inventor. ii the past, economists have hardly been

able to argue that the patent system conferred benefit upon society.60

The other argument referred to above isthat unless intellectual property is protected,

an author or an inventor has no incentive to create his work. This argument is also under

attack from many scholars. There is no strong evidence to prove that a person stops

creating as soon as the authorities stop granting protection. Several great authors in

ancient Greece and Rome were believed to write to achieve fame and recognition,

See Brenner v. Manson 383 US 519 (1966) at p.534.

60 5ee F. Machiup. iLEcQnmic Review of the Patent System. Study of the Subcommillee on Patents. Trade Marks

and Copyrights of the Committee of the Judiciary ashington : U.S. Government Printing OttIlce. 1958).
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rather than to earn a living. Van Gough produced a lot of priceless paintings without

showing that protection was unique.

It was also clear in the oriental concept that such incentive was not essential.

Scholars should produce their work for educational and moral renewal, rather than profit.

A famous Chinese aphorism states, "Genuine scholars let the later world discover their

work [rather than promulgate and profit from it themselves]."61 The reaction of a famous

author to the forging of his work was simple, "If my poems and paintings, which are only

stnall efforts to me, should prove to be of some aid to the forgers, what is there for me to

grudge about?"62 At present, it is believed that, apart from merely intellectual property

rights protection, a lot of creative work have been produced in response to other

incentives. Also employees are not much concerned about such protection since they

receive no direct benefit from it.

Accordingly, it seems that the economic reason is the main justification for intellectual

property rights protection. Today, advanced technology in particular is growing rapidly.

The computer, for instance, has become a common product and a household word

everywhere. One reason for this is that communication has linked all countries around

the globe together. A person living in Asia is able to access the same information at the

same time as another who lives in Europe. This inevitably involves a huge amount of

money, in terms of both profit and investment. Dramatic increases in the research and

development costs of such advanced technology lead to the requirement of appropriate

protection. Intellectual property has played an important rote in expanding the

economies of developed countries.

61	 op.cit.

62 Wen Fong, The Pob1em of Forgeries in Chinese Painting." Artibus Asia 25(1962)p.100.
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The strict policy of the United States of America concerning intellectual property

protection all over the world, for instance, is not intended to encourage an author or an

inventor to create his work. Nor is it a reward for what an author or an inventor has done

for society, especially for other societies. The main reason for protection is that

intellectual property is regarded as property which, according to the American

Constitution, is regarded as vital as life and liberty. Furthermore, the United States of

America clearly aims to strengthen its economic power in the world. Technological

dominance can be said to determine economic power, 63 since it has a crucial role in

both domestic and foreign investment, apart from capital, resource and labour. A vast

international market has been seen as necessary to cope with the enormous 'research

and development' costs. The United States of America is a world leader in this field and

it is of huge American advantage to retain this position. In order to do so, efficient

protection is a must.

2.2.3 WHY IS INTELLECTUAL PROPERTY INFRINGED?

Intellectual property rights' infringers should be divided into two groups, namely the

group that infringe intellectual property purely for economic reasons, and the group that

infringe because of other reasons. For the first group, it is not so complicated to

understand their desire. What is worth protecting is worth copying. As mentioned above,

an intellectual property rights' owner requires protection for his intellectual property for

economic reasons since he deals with large sums of money. A person infringes

intellectual property for the same reasons. A slightly different one Is that an infringer

needs less investment, yet more profit. The more profit involved the greater the

63 r Mesevage. "The Carrot and the Stick: Protecting U.S Intellectual Property in Developing Countries."

Computer and Technology Law Journal 17(1991) p.421.
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opportunity for infringement of intellectual property rights. By means of advanced

technology, ironically, an infringer is able to produce a great number of imitation goods

within a day. It means that an infringer may become a millionaire just over a short period

of time. This seduces people into such illegal business.

When looking at the macro economic level, it is well accepted that, at present, the

economic development of many countries is based mainly upon intellectual property.

Developing countries therefore require knowledge and advanced technology to

strengthen their economies. From experience, since advanced technology was very

expensive, developing countries could merely afford 'second rate' technology.

Consequently, they could not catch up with developed countries and had to rely upon

that technology. Some of them, then, choose a short way to achieve this goal with fewer

costs by not strictly restraining their citizens from infringing such intellectual property.

This illegal activity, has been condemned by researchers as unsuitable as a long term

strategy. Many researches have strongly indicated that intellectual property protection

eventually benefits society.64 The development of certain Newly Industrial Countries

(N1Cs), such as Korea, Singapore, or even Japan were raised as illustrations.

Researchers have noted that 'piracy' was not the secret of Japans remarkable success

and have argued that Korea could have done even better had it had a strong system of

intellectual property protection earlier. 65 Unsurprisingly, many developing countries

seem to look at NICs from a different perspective. Infringement is not viewed as the way

for developing countries to attain the same standard, but is viewed as a springboard or

64 See Mesavage. op.cit.

65 Sherwood. op.cit. pp.177-178. A. Gutterman. "The Nocth-South Debate Regarding the Proteebon of InteIectuaI

Property Right5.' Wake Forest law Review 28(1993) p.137.
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step on the .way. It has indeed resulted in economic progress for some countries.66

After economic development, they are not able, or do not want, to cope with intellectual

property infringement because it turns out to be a vital source of their economic

growth.67 In Thailand. for instance, the problem of dealing with intellectual property

rights infringement inevitably has an effect on the stability of the government, therefore,

successive governments have been reluctant to deal with it.68

Other reasons for infringing intellectual property are varied. Primarily, such

infringements have been carried out by persons who do not think that they do something

'wrong'. The concept of 'public property' has been used as an excuse. 69 A dispute over

pharmaceutical product is a good illustration. Developing countries have taken the view

that public health is more important than private rights. Their citizens are so poor that

they cannot afford to pay for expensive drugs, so that the need for pharmaceutical

companies to receive their 'research and development' costs is regarded as less vital

than human lives.

Furthermore, intellectual property rights infringement is sometimes regarded as a

mere breach of contract or other kind of 'wrong doing' in business and, hence, many

people do not consider it 'immoral' to infringe intellectual property. Copying has long

T. N. O'Neill Ill, intellectual Property Protection in Thailand Asia's Young Tiger and Amenca's "Growing"

Concern,"	 yity of Pennsytvanua Journal of International Business Law 11(1990) p.604.

67 It was remarked that counterfeiting, for some developing countries, has become a de fcto national industrial

development strategy. See J. & Jennings, "Trademark Counterfeiting An Unpunished Cnme," Journal of Criminal LaW

&Crirninology 80(1989) p.819.

The Thai Government and also the Parliament were once dissolved after a critical dispute over unpopular

proposed copyright legislation. See Bangkok Post ApnI 30, 1988. p.1.

69 see C. Braga, "The Economics of Intellectual Property Rights and the GATT: A view from the South." Vanderbilt

Jjmal of Transpnal Law 22(1989) pp.251-253. Also 1. Stewart. Ihe GAiT Uruguay Round : A Negotiatingjijsry

(1986-1992) Volume II: Commentary (Deventer: Kluwer Law and Taxation Publishers, 1993) p.2255.
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been considered as an accepted form of praise in the Orient. In Ancient China, it was

claimed as a vital means of circulating, and perpetuating, treasured masterpieces of

calligraphy and painting.70

Additionally, intellectual property rights protection is interpreted by some as an

attempt to deprive developing countries of the benefits of technclogical advance. 71 It is

accepted that intellectual property is expensive because of the costs of 'research and

development' or investment. However, certain products, such as computer software or

music, are disproportionately dear. The idea of strong protection upsets developing

countries since many developed countries, such as Japan or even the United States of

America, also used to infringe the intellectual property rights of other countries in the

past.

2.2.4 HOW IS INTELLECTUAL PROPERTY INFRINGED?

Intellectual property has been infringed for a long period of time. It is defined as

making a copy of such property without the authorization or consent of the owner. This

illegal action, in general, also includes other forms such as adaptation, renting,

performing, broadcasting, transmitting, import, export, etc. Not many countries paid

much attention to intellectual property rights infringement in the past since it dealt with a

small volume of money and was regarded as private loss. Nowadays, as technology has

developed, the infringing process has become very sophisticated and, subsequently,

deals with a huge volume of private loss. By using such advanced technology, an

infringer may use just a couple of days in making miHions of replicas. Such infringement

70 Wen Fong. opcif . p.95.

71 W. E. Sebeck, Sttngthening Pro	 on of Intellectual Propety in DeveIonirg Countries A Survey of the Literature

(Washington : World Bank. 1994) p.1.
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is inevitably spread out across boundaries and becomes an international transaction,

occasionally named counterfeiting or piracy.

The terms counterfeiting and piracy have a long and varied history. 72 Many countries

have decided to construe such terms according to their own experience. Consequently,

counterfeiting and piracy have been used as synonyms. Sometimes these terms have

been even defined as similar to infringement There have been some attempts to

deliberately define both counterfeiting and piracy since both terms have been frequently

used to refer to illegal activities occurring internationally. 73 However, the definition of

these terms has remained inconclusive especially when the issue of counterfeiting and

piracy has been debated internationally. This has led to the decline of the importance of

these terms.74

Counterfeiting, to some extent, is linked to trade mark infringement The word

'counterfeit' and 'trade mark' are bound together in all the U.S. International Trade

Commission,75 the European Communities, 76 and the Agreement on Trade-Related

Aspects of Intellectual Property Rights (TRIPs).77 Typically, it is defined as the making of

72 For details, see M. Levin. 'Wnat Is the Meaning of Counterfeiting?.' llf 18(1987) pp.435-456.

There are many documents concerning 'counterfeit goods', for instance, Agreement on Measures to Discourage

the Importation of Counterfeit Goods. LJ481 7, 07/31179; Trade in Counterfeit Goods, L18758. 11/30184.

The phrase 'including trade in counterfeit goods' was deleted from the title of the TRIPS Agreement. See A. Porges.

introductory note on General Agreement on Tanffs and Trade: Multilateral Trade Negotiation Final Act Embodying the

Results of the Uruguay Round of Trade Negotiation,' L1j,gi. 33(1994) p.1128.

Itis defined as 'the unauthonzed use of a registered trade mark on a product that is identical or similar to the

prod uct for whith the trade mark is registered and used'. See The U.S.lntemational Trade Commission, The Effects of

Fçjri ProduciCounterfeiting on U.Slndustry (1984) p.vii.

76 See Council Regulation (EC) No 3295/94 of 22 December 1994 : laying down measures to prohibit the release for

free circulation, export, re-export or entry for a suspensive procedure of counterfeit and pirated goods. Article 12(a).

See the Agreement footnote 14 (a).

40



a copy without authority or right and with a view to deceiving or defrauding by passing

off the copy as original or genuine.18

This definition seems to consist of two crucial elements, namely, the intentional

exploitation of another's right without authorization, and with the purpose of deception.

The World Intellectual Property Organization (WI P0) once broadened the definition of

this term, albeit making it more obscure, by regarding counterfeiting as an act which

results in the making of counterfeit goods or dealing in counterfeit goods.79

It is worth noting that the element of deception was not mentioned in this definition. It

may be because nowadays consumers are sekiom confused bt3u ic dcj< <(<oods.

On many occasions, they can immediately identify infringing goods among genuine

ones by the price. A counterfeiter, at the same time, does not endeavour to conceal this

truth and even reminds his consumers of it.

This odd circumstance happens because some consumers merely want to enjoy the

status of a prestigious label. They cannot afford, or do not intend, to pay for genuinely

high quality products. The process of counterfeiting goods therefore satisfies certain

consumer desires.8° Consequently, it is argued that counterfeiting may benefit

consumers, both in developed and developing countries, in as much as consumers are

well informed about such products.81

78 H C Black. Black's Law Dictoiiary (Minnesota : West Publishing. 1990). p.349.

79 W1P0 Committee of Ecperts on the Protection Agttist Counterfeiting : First Session PAC/CE/1/2 (Geneva : W1PO,

1986) p.10.

G. M. Grossman, and C. Shapiro, "Foreign Counterfeiting of Status Goods," Quarteju	 on ni cs 103

(1988) p.98. Also Sopido. op cit. p..152.

It is important that consumers must not be deceived about the origin and the quality of goods. Therefore, it is their

own choice whether or not to take risks and buy counterfeit goods. However, this situation will not be regarded as an

excuse. Even a counterfeiter who reveals the truth concerning his goods, is still regarded as doing wrong. On the one

hand, he diminishes quality of goods in order to decrease his cost. On the other hand, he takes advantage illegally
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The term 'piracy' has been in use to describe illegal activity concerning copyright for

nearly 200 years. It has been found in many English cases since the nineteenth

century.82 There is a close relation between this word and copyright 83 However, piracy

was defined as a generic concept which also covered counterfeiting. Piracy generally

means the appropriation and reproduction without authority of an invention or work of

another for one's own profit The WIPO/UNESCO Committee of Governmental Experts

limited the scope of this definition to "the unauthorized commercial manufacture and the

subsequent sale or other distribution of copies of works and other products protected by

copyright and/or neighboring nghts".84

At present, the importance of the terms 'counterfeit' and 'piracy' has slightiy

decreased for two main reasons. One is ambiguity, the narrowness of such terms is

another. The definition of such terms is still unclear since it depends on who is defining

these terms and for what purposes they are being defined. In addition, both private and

public organizations are agreed that legal protection for patents should also be a

consideration. It is, however, not a good idea either to include patents in these terms, or

to extend such terms to cover patents. Doing so, will inevitably make such ambiguous

terms more confused.

Many countries are now aware of the risks from such infringements. Since a person

chooses to infringe on the basis that it is profitable within a short period of time, tie does

from other's business. In fact, the ego of consumers should be changed instead of providing counterlèit goods to

reach their desire.

Wood v.Boosey [1867] LR3 QB229. Pike v.Nichotas [1869] LR5 Ch 251. Ladbroke (football) Ltd v William Hill

(football) Ltd.[1964] 1 WLR 291.

83 See Council Regulation (EC) No 3295/94. op.cit Article 1 2(b): TRIPS footnote 14(b).

84	 Committee of Experts. "Audiovisual Works and Phonograms: Preparato Document for and Report of the

WIPO/UNESCO Committee of Governmental Experts.' Copyright 7/8 (1986) p 222.
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not usually consider the result of such illegal activities. An infringer does not incur many

costs and pays no attention to repeat customers. He tries to keep his infringing goods as

cheap as possible by reducing quality, safety, and cleanliness. This results in a low

quality of product and can present a danger to health and safety. Today, it is argued

that confidence in genuine products, such as vehicle parts, is threatened by accidents

caused due to defective counterfeit products.85 Furthermore, since it seems that there

are more incentives to counterfeit or pirate than to create or invent products or

processes, this leads to a lack of creativity and monetary investment. Many countries

lose profits through these illegal activities. It was estimated that in 1988 alone, American

companies suffered aggregate worldwide losses of not less than $40 billion due to

inadequate intellectual property protection.86 Reductions in revenue and losses or jobs

were reported as a result of counterfeiting and piracy.87

2.3 REMEDIAL MEASURES

There have been many attempts to cope with these intellectual property rights

infringements because they have created chronic problems not only on a regional level

but also in the context of international economic relations. 88 Huge losses have been

85	 Roweli. Counterfeitinand Forgety (London: Butterwocths. 1986) p.151.

86 T. Davis. Combating Piracy of Intellectual Property in International Markets : A Proposed Modi1cation of the

Special 301 Action." Vandeitilt Journal of Transnational Law 24 (1991) p.508.

87 G. Hoffman, Curbigginternational Pircygf Intellectual Property: Polic y Options for a Major Exporting Country

Vashington: Amencan Enterpnse institute. 1989) p.6. See also Subcommittee on Oversight and Investigation. House

Committee on Energy and Commerce. 98th Cong.. 2D Sess., Unfair Foreign Trade Practices: Stealing Amencan

Intellectual Property: Limitation is not Flattery. 46 (Comm. Pnnted 98-v) (1984)

Itis even argued that counterfeiting is no longer merely a global problem, as the pirates expand into the universe.

See J. Arsic, "Combating Trade in Counterfeit Goods, the GATF and the EC Approaches, World Corntion Law and

Economic Reviei 18(1995) p.75.
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reported in businesses which were under threat from counterfeiting and piracy.

However, it is too naive for an owner of intellectual property to assume that absolute

protection is achievable since it is almost impossible to deter a person from such

lucrative business. Recently, the outcry from developed countries concerning

counterfeiting and piracy is primarily based on losses of export advantages or profits.

This controversy may be relieved if developed countries are confident that they are

entitled to adequate and effective remedies for their would-be losses. A practical way is

to accept that intellectual property will be infringed, but to demand that such

infringement should be allowed as little as possible and, at the same time, to provide

that the owner can be compensated to the extent of his loss.

Remedial measures are a legal mechanism granted by the authorities, i.e. judges, to

remedy illegal infringement. Normally they are sought in consequence of such

infringement. They may be sometimes sought even before an illegal act is committed, for

example the 'quia f/met injunction. In general, remedial measures are dMded into two

broad categories, namely, civil remedies and criminal sanctions. One of the common

cMl remedies is damages. It is a judgment that an intellectual property owner is entitled

to money from an infringer. The other is an injunction, an order to an infringer to refrain

from the wrongful conduct. Criminal sanctions normally include monetary fines and

imprisonment. Seizures or destruction of infringing goods may be provided in some

countries.

These types of remedial measures vary from country to country. Damages, for

instance, may be allowed for actual loss only, or may include a concept of an account of

profits.89 This is because remedial measures have been viewed in different

89 For instance, the English Patents Act 1977 Section 61 (2).
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perspectives. These measures are used for several purposes such as putting an injured

person back into the situation he was in before such infringement was occurred, or

protecting such a person from further harm. They are also used to deter any person from

committing illegal acts which will possibly harm an intellectual property rights' owner.

The 'classic' purposes have not been an ideal solution for an intellectual property

nghts' owner since they could not solve the core of the problem, i.e. the existence of an

infringement. The injured person has had to suffer from such infringement first and,

worse, received inappropriate compensation later. Frequently, due to trial delays, the

person was placed in such a situation that remedies such as damages were not

adequate to meet his loss.

The deterrent approach has been inserted into the remedial concept and has

provided the important and necessary dimension to combat these illegal activities.

Remedial measures are currently used to deter any person from committing illegal acts

by not aflowing him to benefit from his illegal act. This approach coincides with an

equitable concept in the Common Law system. The interim injunction is very efficient in

deterring any person from committing an infringement. The deterrent concept is very

important, especially in practice, when a judge makes a decision regarding appropriate

damages or a proportionate term of imprisonment in an intellectual property case. If this

concept is not persuasive, judges may not grant sufficiently punitive damages or a

sufficiently severe term of imprisonment. Remedial measures per se inevitably loss the

vital effect.

Nevertheless, this legal mechanism must be aimed at rendering justice to society as

a whole. The said justice should be impartial for all parties. If it constitutes an injustice to

an intellectual property rights' owner, he will search for justice in his own way, and

society will definitely be chaotic. On the contrary, there have been many examples
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where an owner of intellectual property rights found loopholes in the law and enforced

his rights in order to get nd of business competitors.90

Since intellectual property rights infringement today concerns international

transactions, society here should be construed as world society. It is, thus, not up to

each country to manipulate these mechanisms through their own perspectives.

Remedial measures should be pointed in the same direction. Every country, both

developed and developing, must now realize that sincere cooperation is needed to cope

with the problem. They have to lay down their selfish interests, or even pride, and be

ready to face the fact that their attitude will have to change, and their perception of what

is of benefit to them may also change in the future. A compromise may be inevitable in

order to sort out this mutual problem. This leads to the next discussion of how to guide

remedial measures for each country in the same direction, and which measures are

acceptable.

2.4 THE INTERNA11ONAL ORGANIZATIONS AND REMEDIAL MEASURES

There have been many international organizations dealing with intellectual property

such as the United Nations Educational, Scientific and Cultural Organization (UNESCO),

the United Nations Conference on Trade and Development (UNCTAD), the World

Intellectual Property Organization (WIPO), and the General Agreement on Tariffs and

Trade (GATT).91 Even though UNESCO administers one of the major copyright

convention, the Universal Copyright Convention (UCC), it does not play a vital role in

90 There is a case where a party unreasonably prolonged litigation for the purpose of collecting disproportionately

large statutory damages and attomeys fees. See Warner Bros. Inc. v. Dae Rim Trading Inc. 677 F.Supp. 745,773

(S.D.N V. 1988).

91 By the Final Act signed at Marrakesh on 15th Apnl 1994. GATT was transferred into the World Trade Organization

(WTO).

46



intellectual property rights protection, especially in remedial issue. Ironically, UCC was

established as an attempt to assimilate members of Pan American copyright

conventions with the Beme Convention. The Significance of the UCC was sharply

declined soon after the United States of America left this Convention and joined the

Beme Convention.

Also, UNCTAD is an another organization which aims to promote international trade

between countries at different stages of economic development and the formulation of

principles and policies on international trade and the related question of economic

development. Due to this aim, UNClAD has frequently concerned an intellectual

property issue in developing countries, particularly the issue of transfer of technology to

these countries. UNCTAD, however, has hardly received full support from developed

countries since it was viewed as the forum established by the support of developing

countnes.92

On the other hand, the other two organizations, namely WIPO and GATT, play the

crucial roles in giving protection to an owner of intellectual property rights. Furthermore,

they have endeavoured to introduce appropriate remedial measures to their member

countries.

2.4.1 WHAT ISWIPO?

The World Intellectual Property Organization (WIPO), the main organization dealing

with intellectual property rights protection, is a specialized agency set up under the

92 UNClAD was created by the United Nations through the attempt of the Group of TT. a permanent political bloc of

developing counthes, to be its international economic forum.
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auspices of the United Nations and established by a Convention signed at Stockholm in

1967. At present, it administers several unions and treaties including the Beme Union

(for the protection of literary and artistic works), the Pans Union (for the protection of

industrial property), the Rome Convention (for the protection of performers, producers of

Phonograms and broadcasting organizations), and the Madrid Agreement (for the

repression of false or deceptive indications of source on goods).

The main objectives of WIPO are to promote the protection of intellectual property

rights throughout the world through cooperation among countries where appropriate, in

collaboration with other international organizations and to ensure administrative

cooperation among the intellectual property Unions. According to these objectives,

certain obligations have been established for member countries to prevent and repress

counterfeiting actMties. Article 10 ter (1) of the Paris Convention (1883) for the

Protection of Industrial Property, for instance, provides that

countries of the Union undertake to assure to nationals of the other counthes of

the Union appropriate legal remedies effectively to repress all acts referred to in the

Article 9, 10 and lObis."

Remedial measures are not specified here but, according to the General Director of

WIPO, are construed as seizure, injunctions ordering the stopping of unlawful affixation,

prohibition of importation or sale of counterfeit goods, destruction of counterfeit goods,

payment of damages, and criminal sanctions of fine and/or imprisonment. 93 The Madrid

Agreement (1891) for the Repression of False or Deceptive Indications of Source on

Goods is an another example of a measure which provides that all goods bearing a false

93 A. Bogsch, "The First Hundred Years of the Paris Convention for the Protection of Industrial Property" Industrial

Propty July/August 1983. p.209.
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or deceptive indication of source, by which one of the contracting countries, or a place

situated therein, is directly or indirectly indicated as being the country or place of origin,

will be seized on importation. It provides further that such importation will be prohibited,

or other actions and sanctions will be applied in connection with such importation. 94 It

is, however, worth noting that the Beme Convention, which establishes international

norms for copyright protection, does not provide any remedial measures for copyright

infringement.

Apart from these main objectives, WIPO is also continually observing all changes in

international industrial, trade, and cultural relations that seem to call for adaptation of the

treaties administered by WIPO and preparing model provisions for national laws which

would give more efficient protection against the counterfeiting of goods. Several

meetings have been held to consider these problems. 95 Furthermore, several

Committees of Experts have been convened in both the fields of counterfeiting and

piracy, namely, the Committee of Experts on the Protection Against Counterfeiting (First

Session (1986) and Second Session (1987)), the Committee of Experts on Audiovisual

Works and Phonograms, and the Committee of Experts on The Printed Word for piracy in

1986 and 1981. Since measures for combating counterfeiting and piracy are rather

similar, WIPO has also convened a Committee of Experts to consider questions of

counterfeiting and piracy together in 1988.

WIPO. op.cit . p.23.

5 For example, the Worldwide Fonim on the Piracy of Sound and Audiovisual Recording in 1981. and the Worldwide

Forum on the Piracy of Broadcasts and of the Printed Word in 1983.
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2A1.1 WIPO AND REMEDIAL MEASURES

Model provisions concerning remedial measures were once introduced to member

countries of the Pans Convention. 96 This attempt was made in the hope that such

measures would be incorporated in members 1 legislation in order to combat

counterfeiting problems more effectively.

The first provision of these model laws defined counterfeit acts as covering the

following manufacturing, importation, sale, rental, lending or free distribution, and

offering for sale, rental, lending or free distribution. Moreover, counterfeit goods might

look exactly the same (slavish imitation) or be very similar (near-slavish imitation) to the

protected trade mark.

The second provision dealt with conservatory measures. It was designed to freeze or

conserve a situation as it was found at the time by a competent authority. Two objectives

of this measure were to prevent the commission or the continuation of the commission of

acts of counterfeiting, and to secure evidence as to the identity, quality and location of

goods. This measure included many acts such as seizure or impounding of the goods;

sealing of the premises where, for example, the goods were manufactured; impounding

the tools which might be used for the manufacturing of the goods; and ordering that

manufacturing, importation, etc., stopped. It was, however, different from an injunctive

measure provided in a common law junsdiction since the conservation measure seemed

to be carried out by the authorities, rather than by an intellectual property rights' owner

himself.

Model Provisions for National Laws on the Prevention and Sanction.ng of Counterfeiting. Appeared in the paper of

Committee of Experts on the Protection Against Counterfeiting (First Session) PAC(CE/t/2 pp.9-21.
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The third provision provided for civil remedies, namely damages, an order of

destruction, and an order to restrain a person from prohibited acts. It was clear that the

order of destruction of goods and tools, was favoured, rather than the other measures

such as confiscation, because of its drastic deterrent effect.

The fourth provision concerned criminal sanctions. Monetary fines and imprisonment

were provided. Furthermore, this provision also allowed the authorities to apply civil

remedies, namely, an order of destruction and an order to restrain a person from

prohibited acts in a cnmirial proceeding.

These remedial measures are clearly intended to combat counterfeiting. One of the

major purposes is to remedy current damage to an injured person. The provision for civil

remedies provides that an injured person will be entitled to damages for the prejudice

suffered by him as a consequence of the act of counterfeiting. An additional objective is

to stop an infringement which has already been committed or prevent one which will be

committed in the future. Many measures are introduced for this purpose such as seizure

of goods or tools, destruction of goods or tools, and an order to restrain a person from

prohibited acts. Finally, these measures are aimed at detemng any person from

committing counterfeit acts by criminal sanctions or by depriving an infringer of

economic profits.

2.4.1.2 WIPOASAFAILURE

Due to the recent situation, WIPO was not looked on favourably by many countries.

Some countries which had already joined WIPO, such as former European colonies,

doubted whether their interests were being well served. Developed countries, in

particular, immensely worried about the protection they received from WIPO. New

subject matters such as computer programs were good illustrations. While developed
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countries were anxious about losses in their businesses, WIPO was more concerned

with whether or not computer programs feD under the definition of literary work.

Furthermore, the attempts of WIPO in combating international counterfeiting and piracy

have not been very impressive to them. Developed countries argued that there was no

major evidence that remedial measures under WIPO have been successful. On the

contrary, the situation seemed to indicate that WIPO could not deal with this issue

effectively.

Looking at this severe situation, it is not difficult to understand why developed

countries needed to discuss this issue in another forum. It is because WIPO does not

respond well to their desire. Trade deficits caused by intellectual properly rights

infringements are the vital and urgent problems with which developed countries need to

deal as soon as possible, rather than the problem concerning intellectual property per

se. WIPO cannot serve their needs appropriately due to two reasons. One is the nature

of WIPO itself. WIPO mainly requires co-operation from member countries, instead of

forcing member countries to concur with its decision. Therefore, WIPO provides general

principles and, at the same time, gives technical assistance to member countries.

hoping that they will voluntarily adapt their domestic laws to the similar direction. This

eventually results in a high standard of intellectual property rights protection. But this

method of proceeding takes such a long time that it is inadequte response to the

present crisis of developed countries.

Model provisions, for example, were merely intended to indicate directions to national

legislators to strengthen their protective and remedial measures against counterfeiting

and piracy. Thus, there were few effective sanctions for member countries which did not
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protect intellectual property rights properly. 97 Even though WIPO contained provisions

that established certain obligations for member countries to combat counterfeiting and

piracy, the national legislature of each member country was still free to adapt model

provisions to their own legal systems. 98 and domestic courts were also free to interpret

such provisions through their own constitutional and private international laws.99

Developed countries also challenge WIPO's main principles, especially the principle

of national treatment. This principle had been criticized as providing a loophole in

intellectual property rights protection. If a member country decided not to give

protection to its citizens, foreigners could not receive the protection either. Although

minimum standards of protection and enforcement were added to this principle in order

to solve this conflict, the principle of national treatment was still given priority in the

Intellectual Property Conventions, particularly the Beme Convention. 100 This challenge.

however, may be opposed by an idea that the principle of national treatment, although

important, should not be enforced rigidly. Doing so may be regarded as an unwarranted

intervention in member countries' sovereignty.

In 1988. the Asia-Pacific COUnCil of America evaluated some Asian countries and found that Singapore. for

instance, had adequate protection in the three areas of legislation, enforcement, and governmental 'good faith' efforts

while Thailand needed improvement in all three areas. See F. W. Rushing, and C. G. Brown, Intellectual Property

Rights in Science. Technology, and Economic Performance (Colorado: Wesstview Press, 1990) p.173.

It was found that although Argentina acceded to the Paris Convention in 1966. it has made no adjustments to its

existing law in order to conform to international obligations under the Convention. See M. ft Gadbaw, and 1. J.

Richards, Intellectual Property riqhts : Global Consensus. Global Conflict? (Colorado : Westview Press, 1988) p.125.

P. E. GelIer, "Intellectual Property in the Global Marketplace: Impact of TRIPs Dispute Settlement'?" p.10.

1 °0 R. Dhanjee, and De Chazoumes, "Trade Related Aspects of Intellectual Property Rights (TRIPS): Objectives,

Approaches and Basic Principles of the GAiT and of Intellectual Property Conventions," Journal of Woild Trade Law

24(1990) P.6.
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Moreover, a possible way to settle any disputes over intellectual property rights

infringement was by way of the International Court of Justice. 101 This has proved to be

impractical since the process was regarded as both complex and time consuming.

Furthermore, it was argued that judgment, once obtained, could never be enforced

since this action might be interpreted as an unfriendly act by the infringing country.'102

Developed countries also found that they could not guide WIPO in the direction they

needed. There are some evidence showing that this is the most important reason for

developed countries. They insisted on discuss in this issue in other bra even though

dispute settlement measures, for instance, have now been introduced by WIPO. It is also

worth noting that persons who required international protection were not creators but

mostly businessmen who had influence on national governments or legislation and could

therefore on occasion effect trade or foreign policies. Private groups in some countries,

especially the United States of America, considered that they were inadequately

protected by WIPO measures and wished to apply stricter measures of enforcement.103

Therefore, it was putting increasing pressure on the American government to find an

effective solution to this problem. Since the United States of America had just only

become a member of the Beme Convention in the last decade, it was hard for the United

States of America to do anything effectively in this forum.

Additionally, they found that some 'offending' countries did not join any Conventions

under WIPO or only joined partly additional acts or special protocols.'1 °4 The former

101 See Article 33. However, paragraph (2) of this Article per se provides the condition that such dispute settlement

will not apply to member countries.

102 M. L Cordray, 'GATl'v. MPO. Journal of the Patent and Trade Mark Office Society 76(1994) p.131.

103 . ft Winham. The Evolution of International Trade Agreement (Toronto: University of Toronto Press. 1992) p.93.

104 Thailand is an example that it chose to be a member of the Beme Convention tbr the Protection of Literaiy and

Artistic Works by acceding to the Becliri revision, the Berne Additional Protocol of 1914, and the administrative part of
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countries not being obliged to adhere to WIPO conventions might ignore them at will and

the latter could choose to follow provisions selectively. 105 These countries continued to

apply insufficient measures to remedy infringement of intellectual property.1

For member countries, some of them were not interested in intellectual property

problems. Indeed, it was argued that such countries enjoyed taking advantage of these

illegal activities while others showed little interest as their citizens did not appear to have

suffered a loss. The Brussels Convention (1974) Relating to the Distribution of

Programme-Carrying Signals Transmitted by Satellite, for example, had drawn support

only from member Countries whose satellite broadcasts were in danger of being

intercepted by pirates.107

Developed countries also viewed that it was difficult for them to strengthen measures

through WIPO as a voting block of developing countries, always the majority group in

WIPO, frequently obstructed improvement of international intellectual property

negotiations. Even worse there had been attempts to reduce international standards of

intellectual property rights protection through WIPO.108

For these reasons, developed countries do not intend to prolong the discussion of

this issue in WIPO. Albeit there have been doubts whether more than one international

organization will oversee intellectual property issue, these considerations inevitably led

the Pans Act 1971 onty. It was in 1995 that Thailand extended the effects of its accession to other parts of the Paris

Act 1971. (Beme Notification no.167, June 2 1995.)

105 S. Ricketson. The Bemeconvention for the Protecti qnofjJe	 arid Artistic Works: 1886-1986 (London: Sweet

& Maxwell. 1987) p.921.

106 There was an evidence that a country would be able to join the Paris Convention without even improving its level

of protection to achieve mtematiorial standard. See Gadbaw and Richards, op.cit p.49.

107 Phillips and Fiith. opcit - p.385.

108 H. P. Kunz - Halistein, "The United States Proposal for a GAiT Agreement on Intellectual Property and the Pans

Convention for the Protection of Industrial Property.' Vanderbilt Journal of Transnational Law 22(1989) p.266.
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to discussion of the intellectual property nghts protection during the General Agreement

on Tariffs and Trade (GATT).

2.4.2 WHAT ISGATT?

The General Agreement on Tariffs and Trade (GAIT) is a multilateral agreement to

which more than a hundred countries subscribe. 109 The Agreement was first reached in

1947 after a discussion between the United States of America and the United Kingdom.

Its objectives were to end the use of quantitative restrictions or instruments of protection

and it endeavoured to establish a liberal and competitive trade system thus contributing

to economic growth and development in world markets. Success in reducing tariff

barriers among countries has led contracting parties to redirect their efforts to other

obstacles in the world's markets such as non tariff barriers to trade.

The United States of America, with support from both European countries and Japan,

brought the Trade-Related Aspects to Intellectual Property Rights (TRIPs) into

consideration as a non tariff barrier to trade. It was argued that protective measures and

enforcement under GATT were both suitable and appropriate while the measures under

WIPO were considered uncertain and the use of bilateral mechanisms to secure

intellectual property rights protection was limited. 110 Worldwide networks of

counterfeiting or piracy made developed countries realize that it was not an effective

strategy to deal with other countries individually.

109 The Final Act of the Uruguay Round was formally signed by 111 participating nations. For the list of these nations.

see Lj,Iyj 33(1994) pll3l.

110 Kastenmeier, and 0. Beier, international Trade and Inteflectual Property: Promise, Risks, and Reality.

Vanderbilt Journal of Transnational Law 22(1989) p.290. and also Hoffman. op.cit. p.18.
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2.4.2.1 GAIT AS AN APPROPRIATE FORUM

GAIT has been regarded by developed countfles as an appropriate forum to cope

with intellectual property rights infringement. 111 even though many countries were

afraid that a complete change in the understanding of intellectual property might be

implied by GAIT. 112 First of all, the intellectua' property issue has implicitly become a

trade or economic problem, rather than a strictly legal one. Inadequate protection of

intellectual property was considered as an obstacle which undermined the goal of free

trade and led to trade distortions. The United States of America, for example, was

seriously concerned with this issue because intellectual property-based industries have

become one of the fastest growing sectors of the American economy. 113 The estimate

of losses from inadequate protection abroad has risen regularly to billions of

Dollars.1 14

Secondly, it is not uncommon to discuss intellectual property issue, due to its 'trade-

related' nature, in an international trade forum. Certain bilateral intellectua( property

agreements before the Beme Convention were often part of, or linked to, treaties on

trade or commerce. Historically, GAIT had endeavoured to deal with counterfeiting or

piracy before the Agreement on Trade-Related Aspects of Intellectual Property Rights

were raised in negotiations during the Uruguay Round. The issue had been reflected in

previous statutes such as the 1958 recommendation on marks of origin, the Customs

il A provision related to intellectual property already existed in GATT (1947). See Article XX (d).

112 F. Beier, and G. Schncker. 'GAIT or WlPO 1 (1989) p.33.

113 M. R. Gadbaw, 'Intellectual Property and International Trade: Merger or Mamage of Convenience?. 'Vanderbilt

Journal of Ira nsnational Law 22(1989) p.243.

114 A. Winberg. 'Secure Protection of Your Intellectual Property Abroad. 'Journal of the Patent and Trademark Office

ç j ty (August 1992) p.603.
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Valuation Code, and the Standards Code negotiated during the Tokyo Round. In 1982, a

Draft Agreement on Measures to Discourage the Importation of Counterfeit Goods was

drawn up. It was intended to urge contracting parties to discourage trade in counterfeit

goods and deter international trade in such goods. Unfortunately, there were many

questions to be answered, especially regarding the deterrent effect, of this draft.115

As a result, no further action was ever taken. GAIT established a Group of Experts in

1984 to study the trade aspects of commercial counterfeiting. Although this group could

not reach a final decision, its deliberations led to the inclusion of the TRIPs Agreement in

the Uruguay Round.6

In addition, there was no contradiction, in theory, between WIPO and GAIT. Member

countries of the Beme Convention or the Paris Convention, for instance, were able to

adhere to special agreements for intellectual property rights protection in so far as these

agreements did not contravene such Conventions. 111 GAIT has also dealt with this

question carefully.118

2.4.2.2 GATTvWIPO

Developed countries believed that GAIT would respond well to their desires. In other

words, their needs could be accomplished through negotiations in this forum. It was

115 See S. 0. Olenick. "Draft International Anticounterfeiting Code: Neo-Realism as a Vehicle for Analyzing the Effect

of Nonsignatones Perceptions on the Development of an Anticounterfeiling Norm." Vanderbilt Journal of Transnational

Law 15(1982) pp.803-862.

116 Braga. op.cit . p.247.

117 Articles 20 and 19 respectively.

118	 TRIPs Agreement Article 2.2 provides that "Nothing in Parts Ito IV of this Agreement shall derogate from

existing obligations that Member may have to each other under the Paris Convention, the Beme Convention, the Rome

Convention and the Treaty on Intellectual Property in Respect of Integrated Circuits."
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more appropriate to provide minimum standards of intellectual property rights protection

in GATT, than in WIPO. GATT was intended to establish a fair and liberal trade system,

and has laid down fairly rigorous standards by which contracting parties have to abide.

WIPO, on the other hand, has allowed member countries to adapt measures to their

domestic laws as they thought fit

Second, they realized that, although they were outnumbered by developing

countries, they gained the upper hand in the global trade negotiation. In other words,

they possessed more bargaining power than developing countries, so that they were

able to indicate the negotiation. 119 In WIPO. they did not possess such power and

developing countries could easily direct the negotiation by the majority of votes.

Third, a voting block of developing countries was not a serious problem in GATT.

This was because the decision-making process of the GAIT tended to be one of

negotiation and consensus, rather than majority of votes. 120 Moreover, the negotiating

environment in GAIT mainly depended upon the trade subject. This brought about

changing coalitions among developed and developing countries, such as the Cairns

Group in agricultural negotiation. 121 Additionally, different political orientations and

trade strategies among developing countries have given rise to a wide range of

negotiating pnorities. This inevitably eroded the unity of the developing bloc. Many Asian

countries, for instance, have increasingly relied upon exports to stimulate growth and

119 Developed count,ies made it clear that they considered intellectual property rights protection a fundamental part

of a bundle of nghts which they had negotiated with other countries. The American legislature, for instance, has

enforced the Trade Act of 1984 (particularly the determination of the eligibility for the Generalized System of

Preferences (GSP)) to link trade and intellectual property rights protection.

120 See J. Jackson, World Trade and the Law of GATT (Indianapolis: Bobbs-Merril. 1969) pp.122-124. Also K.

Watkins, Fixing the Rules: North-South Issues in International Trade and the GA1 UrucJu81ougd (Nottingham :CIIR

1982) p.36.

121 See T.Cottier, "The Prospect for Intellectual property in GAll." ML 28(1991) p.388.
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attract capital needed for economic development. They had to focus on their own trade

interests and contemplate their own benefit first. Their interests increasingly departed

from developing countries in other areas.

A dispute settlement mechanism for contracting parties is an another major reason to

support GAIT. This mechanism was regarded as one of the cornerstones of the

Agreement. It was the crucial subject of discussions in the Tokyo Round and led to the

adoption of an Understanding on Dispute Setflement 	 a confirmed procedure used

for dispute settlement This mechanism has been designed for the settlement of

international trade disputes, aiming to provide security and predictability to the

multilateral trading system. 123 A contracting party which is dissatisfied with another

contracting party's actions is able to bring the issue into the dispute settlement

procedure.124

However, since GAIT basically was a negotiating forum, and not intended to be an

organization dealing directly with trade, there were merely a few provisions concerning

dispute settlement, namely, Articles XXII and XXIII and no actual organ ruling on

disputes. This inevitably resulted in confusion with regard to both the purpose and the

practice of such a mechanism. It has therefore not been made clear whether the goal of

GAIT dispute settlement was oriented more towards 'rule integrity' (in other words

procedures with judicial-like decisions), or towards 'conciliation and negotiation'

(procedures with negotiated settlement through conciliation). 125 Furthermore, it was

122 Understanding on Rules and Procedures Governing the Settlement of Disputes. GATT Doc.MTN/FAII-A2.

123 Article 3.2.

124 For the dispute settlement procedures, see P. Pescatore, 'The GAiT Dispute Settlement Mechanism: Its Present

Situation and Its Prospects,' Journal of Wofld Trade Law 27(1993) PP•5-20•

125 See OECD. Dispute Settlement in the WTO (Paris: OECD, 1996) P6.
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argued that this mechanism was not so effective particularly when it concerned a

powerful country. Trade embargoes exploited by the United States of America and

England on Nicaragua and Argentina respectively were explicitly violated the GAIT

rules but the latter could do nothing to overturn such acts. Vice versa, enforcement

machinery and implementation of a solution has mainly been based on the voluntary

response of a contracting party. Such a powerful party, might simply choose to

disregard a ruling since no effective retaliatory action would take place.126

Nevertheless, this mechanism has, to some extent, been considered as

successful. 127 It led to a friendly settlement of disputes and this could be useful since

trade relations require practical and flexible solutions, rather than immediate compliance

with a ruling which could have negative results that harm international trade.128

However, the new mechanism of the new organization, the World Trade Organization

(WTO), dispute settlement will be more effective in solving disputes than the GAIT

system. The Dispute Settlement Body, for instance, is created to administer dispute

settlement and a contracting party is able to appeal against a decision to an Appellate

Body. Strict timetables are provided to handle dispute settlement procedures.

2.4.2.3 GAIT AS A GLOBAL STREAM

The idea of giving strict protection to an intellectual property rights' owner seems like

flowing water. It naturally flows from an upper level to a lower one. There is little chance

126 S. Golt, The GAIT Negotiations 1986 -90: Origins. Issues & Prospects (London: Contempnnt. 1988) p.48.

127 It is claimed that this mechanism has worked better than those of the World Court See J. I-i. Jackson.

ctctijpgthe GAIT System (London: Pinter Publishers, 1990) p.59.

128 J. Kasto, The Function and Future of the World Trade Organization: International Law Between GAIT and WTO

(I-lou nslow: Kall Kwik Centre, 1996) p.60.
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for developing countries to suspect why it flows in this direction or to obstruct and

change a direction of this global current. In the past, this global tide might be low, i.e.

intellectual property rights infringement was implicitly acceptable or strict protection for

an intellectual property was not a must. Today, in the twentieth century, the tide is at its

peak and intellectual property rights infringement is regarded as unbearable.

Developing countries, therefore, have to accept this truth and adjust themselves to

cope with it. They have to be optimistic and patiently wait to reap the fruitful harvest in

the future. This issue concerns a world economic power, not a world majority power, and

developing countries, two thirds of nations in the world, cannot resist. For example,

some developing countries such as Brunei Darussalam or Myanmar, which have not

joined any WIPO conventions, did have to join the TRIPs Agreement to secure their

economic interests.129

Developed countries, particularly the United States of America, made it clear that

they would permit technology transfer and technical assistance only to countries which

joined the GAIT. 130 Moreover, the American government has undertaken an intense

program, coupled with the threat and use of economic sanctions, to improve foreign

protection for American intellectual property rights' owners. If there was a country which

did not comply with its will, such country would be 'rehabilitated'.

In this context, there was the infamous example that, when Brazil did not satisfy the

demands made by the Pharmaceutical Manufacturers Association (PMA), the United

129 Information as at November 17. 1995.

130 See the U.S. Framework Proposal to GAiT Concerning Intellectual Property Rights International Trade Report

(1) November 4, 1987, p.1372.
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States of America increased ad valorem tariff rates to 100% on important goods

imported from BraziL 131 The rest of the developing world has been warned by such

treatment that they had most to lose if the GAIT system came unravelled. It then

reached a conclusion that GAIT was the appropriate forum for the discussion. The

questions of how to guide remedial measures of each countries to the same direction,

also which measures are acceptable, were inevitably solved.

2.4.3 REMEDIAL MEASURES IN TRIPs

The American Proposal for the Negotiations on Trade-Related Aspects of Intellectual

Property Rights was introduced soon after TRIPs was included in the 1986 Ministerial

Declaration. 132 Two main objectives of this Proposal were to reduce distortions and

impediments to legitimate trade in goods and services caused by deficient levels of

protection and enforcement of intellectual property rights, and to persuade all countries

to ioin the agreement in order to resolve disputes under a multilateral settlement

mechanism. It proposed that an intellectual property rights' owner should be entitled to

lodge an application to prevent importation of infringing goods. Other remedies should

include preliminary and final injunctions, damages, seizure and destruction of infringing

goods, as well as criminal sanctions. Such remedial measures should, according to the

American proposal, be considered for both trade-based remedies and those under

intellectual property laws.

131 See J. Nogues, 'Patent and Pharmaceutical Drugs: Understanding the Pressures on Developing Countries.

journal of World Tradi 	 24(1990) p.85.

132 See the United States for Achieving the Negotiating Objective. GATT-Doc.MIN.GNGING1 1t/l4 (20 October

1987). Reprinted in Beier and Schricker. op.cit . p.182.
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The European Community and Japan also introduced their own proposals and they

mainly accorded with the American Proposal. Ironically, these guide-lines had an

important role in supporting the American Proposal to ensure that intellectual property

rights protection would be discussed as an international trade issue in GATT, not in

WIPO as argued by developing counhiles. However, there are some differences among

these guide-lines, for instance, with regard to procedures relating to border measures.

White the American Proposal stressed importation, the European Community guidelines

were aimed at customs procedure in general such as import, export, and so forth.133

Moreover, the former simply defined appropriate deterrent penalties such as

imprisonment and monetary fines while the latter did not make explicit provision for

penalties merely suggesting large fines and prison sentences as possible

sanctions.134

133 Guidenes Proposed by the European Community for the Negotiations on Trade-Related Aspects of Intellectual

Property Rights. GATT-Doc.MTN.GNGING1 1NVI16 (20 November 1987). Reprinted in Beler and Schncker. op.cit -

p.205.

134 ibid .p.210.
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CHAPTER 3 TRIPs AND REMEDIAL MEASURES

3.1 INTRODUCTION

When the Agreement on Trade-Related Aspects of Intellectual Property Rights

(TRIPs) came into effect, it seemed to be a turning point in the protection of modem

intellectual property rights. This agreement concerned many significant issues. For

example, TRIPs clarified whether certain controversial subjects, such as computer

programs, would be protected as intellectual property. Likewise, from the time of its

enforcement, intellectual property rights owners could expect that their rights would be

appropriately protected throughout the world as several measures in the Agreement

dealt with intellectual property rights infringement.

Success in linking intellectual property to multilateral trade negotiations was also

remarkable. It became manifest that, although intellectual property (a creation derived

from a human's brain) itself is regarded as important and worth protecting, the economic

value of intellectual property (a benefit derived from a business concerning intellectual

property) is regarded as more important and in need of protection. 135 Infringement of

intellectual property rights would rio longer be tolerated.

The history of the TRIPs' negotiations shows that it took a long time to reach a final

conclusion. Every country, both developed and developing countries, intended to

protect their own Interests rather than protect intellectual property per se. As a result, a

conflict arose not merely between developed and developing countries, but also among

135 A leader of the American pharmaceutical industry was quoted as saying that. We must also work to get more

broadly based economic organizations. such as the OECI) or the GATT, to develop intellectual property rules,

because intellectual property is essential for the continued development of international trade and investmenl Per E

Pratt, "Intellectual Property: Safeguarding Americas competitive Edge," u.s. Council for lntemationLusiness.

Egitsisties (1984) p.4.
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developed countries themselves. Additionally, while some developing countries

vehemently opposed these negotiations, others subtly supported them. The world has

gradually been convinced that the Agreement would benefit both developed and

developing countries, even though TRIPs started out as a 'North' initiative. Such

contentious argument may be over, yet controversy is still anticipated. This time, it is not

about TRIPs as such, but about enforcement of TRIPs throughout the world.

3.2 WHAT IS TRIPs?

TRIPs is a multilateral agreement concluded in the Uruguay Round under the

auspices of GAIT, together with 13 Multilateral Agreements on Trade in Goods,136

General Agreement on Trade in Services, Understanding on Rules and Procedures

Governing the Settlement of Disputes, Trade Policy Review Mechanism, and Plurilateral

Trade Agreements. 137 It contains seven parts which concern 1) general provisions

and basic principles, 2) standards concerning the availability, scope and use of

intellectual property rights, 3) enforcement of intellectual property rights. 4) acquisition

and maintenance of intellectual property rights and related inter parte procedures, 5)

136 The Multilateral Agreements on Trade in Goods are General Agreement on Tariffs and Trade 1994, Agreement on

Agriculture, Agreement on the Application of Sanitary and Phytosanitary Measures. Agreement on Textiles and

Clothing. Agreement on Technical Bamers to Trade, Agreement on Trade-Related Investment Measures, Agreement

on Implementation of Article VI of the General Agreement on Tariffs and Trade 1994. Agreement on Implementation of

Article VII of the General Agreement on Tariffs and Trade 1994, Agreement on Preshipment Inspection. Agreement on

Rules of Origin, Agreement on Import Licensing Procedures. Agreement on Subsidies and Countervailing Measures.

Agreement on Safeguards.

137 The Plurilateral Trade Agreements include Agreement on Trade in Civil Aircraft. Agreement on Government

Procurement, International Dairy Agreement, and International Bovine Meat Agreement. For the full texts of the Final

Act Embodying the Results of the Uruguay Round of Multilateral Trade Negotiations (GATT 1994), Marrakesh. 15 April

1994. with a list of Annexes, see II. 33(1994) p.1 43.
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dispute prevention and settlement, 6) transitional arrangements, and 7) institutional

arrangements : final provisions.

ObvjOUSly, members have been obliged to comply with TRIPs since 1 January

1996. 138 However, developing countries benefit from a transitional period of four more

years, 139 but have to comply with TRIPs by 1 January 2000. 140 The least developed

countries were given six more years to implementTRlPs.141

It has been argued that there is no conflict between TRIPs and other intellectual

property conventions under the patronage of the WIPO since TRIPs primarily

concentrates on trade related to intellectual property rights, not intellectual property per

se. Not many, if any, will regard TRIPs as an international agreement which deals with

all aspects of intellectual property, including trade related aspects. 142 This is supported

by the TRIPs' aims which are intended to reduce distortions and impediments to

international trade. In particular, they are intended to promote effective and adequate

protection of intellectual properly rights, and to ensure that measures and procedures to

enforce intellectual property rights do not themselves become barriers to legitimate

trade.143

138 TRIPs Article 65 (1).

139 TRIPs Article 65 (2).

140 See also TRIPs Article 3, 4,5. 70 (8).

141 TRIPs Article 66(1).

142 See F. Emmert, intellectual Property in the Uruguay Round - Negotiating Strategies of the Western Industrialized

ntries,' Mj bjoan Journal of International Law 11(1990) p.1345.

143 The Preamble of TRIPs.
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The history of the TRIPs' negotiations reveals this argument. 1" An initial effort started

in the late 1970s when the International Anti-Counterfeiting Coalition was formed to study

the counterfeiting problem and to assist in drafting the proposed Code. 145 This

Coalition was an organization comprised of multinational corporations such as Levi

Strauss & Corn.. Walt Disney Production, Cartier of France, Puma, etc. 146 The

Agreement on Measures to Discourage the Importation of Counterfeit Goods was

produced,147 as a mechanism to assist contracting parties in (a) the interception of

counterfeit merchandise at international borders, and (b) the disposal of such

merchandise outside the channels of commerce. This initial effort solely concerned

counterfeit trade mark goods.

Subsequentiy, the United States of America proposed a comprehensive scheme for

intellectual property rights protection, instead of merely protecting trade mark goods. It

was not a great surprise that the United States of America sought a negotiation for the

comprehensive scheme since there were many infringements in other areas apart from

counterfeit trade mark goods, such as pharmaceutical patents, and copynghts.148

Many transnational companies found their operations threatened not just by the well

known practice of counterfeiting, but through problems relating more generally to

inadequate or ineffective protection of intellectual property. They considered improved

rules on the protection of intellectual property essential for ensuring that legitimate trade

144 
For this issue, see 0. Gervais, The TRIPS Agreement: DraftinQ History and Anaysis (London: Sweet & Maxwell.

1996)

146W. Walker, 'A Program to Combat Commercial Counterfeiting.' Trade Mark Report 70(1980) p.2t

146 For more information, see Olenick op.cit . pp.6O3-662.

141 GATT Doc.No.U4817 (31 July 1979).

148 See United States International Trade Commission, Economic Effects of Intellectual Property Right Infringement

InveStigation No.332-245,1988, reprinted in Journal of World Trade Law 4(1988) pp.101-114.
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was protected from.unfajr competition. 149 Likewise, other intellectual property aspects

had already been considered by the Preparatory Committee under the topic of trade in

high-technology goods. 150 The phrase 'including trade in counterfeit goods' was finally

deleted from the title of TRIPS simply because it had become purely of historical

interest.151

A compromise proposal was created during the sessions and was later submitted to

the Preparatory Committee. 152 This proposal eventually served as the basis for the

Ministerial Declaration of 1986. TRIPs was, therefore, included as one of the items on the

agenda for future negotiation on international trade in the Uruguay Round. 153 Later, an

agreed framework of TRIPs was reached and the Ministers agreed that the scope of the

future intellectual property negotiations would also cover the provision of effective and

appropriate means for the enforcement of trade-related intellectual property rights.154

However, it seems that the content of TRIPs overlaps with WIPO's responsibility.155

With regard to its title, TRIPs should deal with 'intellectual property rights' only in so far

as there exist 'trade-related' aspects. 156 However, it is apparent that TRIPs, from its

149 GATT Activities 1989 (June 1989) p.49.

150 See A. Bradley, intellectual Property Rights, Investment, and Trade in Services in the Uruguay Round: Laying the

F0undaons.' Stanford Journal of International Law 23(1987) p.66.

151 See I.L.M. 33(1994)p.1128.

152 GAIT Doc.No.PREP.COM (86) SR/9 (Aug. 26,1986).

153 See Ministerial Declaration on the Uruguay Round, GATT.Doc.No. MIN.DEC (SepL2O.1986).

154 See Mid-Term Meeting. GAiT Doc.No.MTN.TNC/11 (Apr.21.1989) p.21.

156 For a comment on this issue, seeP. Demaret, The Metamorphoses of the GAIT: From the Havana Charter to the

World Trade Organization.' Columbia Journal of Transnational Law 34(1995) p.162.

156 It is suggested that there is no direct relationship between intellectual property rights themselves and international

trade. In addition, intellectual property rights are based upon the principle of protection while the GAiTs one is free

trade. See Kuanpoj. op.cit. p.131. Furthermore, it is said that the phrase 'trade related was coined tojustify the
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content, deals not only with intellectual property rights as such, but also with an issue of

157
what should be regarded as intellectual property nghts. According to TRIPs, computer

programs, whether in source or object code, will be protected as intellectual property

rights,158 and so should plant varieties. 159 These issues are still controversial among

some members of the Beme and the Paris Conventions who question whether or not

computer programs should be protected as literary works, and whether or not plant

varieties should be patentable.

This may be a question of interpretation of the phrase 'trade-related'. On the one

hand, it is apparent that this phrase should be interpreted in a narrow sense, i.e. TRIPs

should only deal with the intellectual property aspects which directly relate to trade,

such as counterfeiting or piracy. 16° The other aspects of intellectual property could be

dealt with in the international forum under the auspices of WIPO. From this perspective,

it seems that the linkage between 'what intellectual property is' and 'trade' is absent

On the other hand, the phrase 'trade-related' is so ambiguous that it could be

construed in another way. It is possible, in a broad sense, to define the aspect of 'what

intellectual property is' as a trade-related issue since the substantive content could

influence the condition of trade and competition. According to this idea, anything that

consideration of intellectual property nghts in a trade organization. M. Blakeney. Trade Related Aspects of Intellectual

A Concise Guide to the TRIPs Agreement (London: Sweet & Maxwell, 1996) pll.

'57
To some extent. TRIPs is regarded as a major change in the history of intellectual property since it has linked

intellectual property and trade disciplines, and provided a mechanism multilaterally to address inter-state disputes On

intellectual property." See C. Correa. "Implementation of the TRIPs Agreenientin Latin America and the Caribbean"

EIPR 8 (1997) p.435.

158 TRIPs Article 10(1).

159 TRIPs Article 27 (3)(b).

160 See Statement of Brazil to the Negotiating Group on Trade-Related Aspects of Intellectual Property Rights.

Including Trade in Counterfeit Goods. (March 25, 1987), p.1. Also C. Braga, "The Economics of Intellectual Property

Rights and the GAiT: A View From the South. Vanderbilt Journal of Transnational Law 22(1989) p.250.
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obstructs the fair trade, i.e. 'an undistorted trade and equal competitive opportunities of

goods irrespective of their origin' is 'trade-related'. 161 This interpretation seems to be

more practical in solving international trade problems since it will allow 'trade' to relate to

several issues. This idea coincides with ideas to connect environmental, 162 and labour

issues to trade. According to this perspective, it is possible that lists of prohibited plants,

and the age of child labour may be determined as 'trade-related' aspects of such

issues.

The meaning of the phrase 'trade related' is therefore crucial and should be

construed appropriately since it is the key phrase underlying all measures which are

undertaken in TRIPs. If it is interpreted in a narrow approach, the scope of TRIPs will be

limited and TRIPs' success will be undermined inevitably. On the other hand, a broad

approach may expand the scope of TRIPs, which developing countries are

apprehensive about. 163 and jeopardize the transfer of technology.164

3.2.1 THE TRIPs' PRINCIPLES

There are two major principles provided for in TRIPs, namely, the national treatment

principle, 165 and the most-favoured-nation treatment prtnciple. l66 The principle of

161 W. Merig. GATT and intellectual property nghts - The International Law Framework? in G. Sacerdoti, (ed.),

Likffrlization o.LService and intellectual procerty in the Uruguay Round of GATT (Fribourg: 1990) p.63.

162 Some environmentalists, however, still believe that environmental issues need to be handled by a specific

organization. not in the WTO, because environmental policy is different from trade policy. See K. Von Mottke, "The

worid Trade Organization: Its Implication for Sustainable Development." Journal of Environment and Development 9

(1994) p.51.

163 See M. Kostecki, "Sharing Intellectual Property Between the Rich and the Poor," Ei 8(1 997) p.272

164 This is also one of TRIPs' objectives. See TRIPs Article 7.

165 TRIPs Article 3(1).

166 TRIPs Article 4.
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-	 national treatment requires that a member has to treat other members' citizens in the

similar way as it treats its own nationals. It is worth noting that minimum standards for

protection and enforcement are also required to ensure that an intellectual property

rights holder will be protected no less than the TRIPs' criteria stipulate. 167 Members

may limit their obligations, subject to the exceptions already provided in certain

Conventions concerning intellectual property.168 However, such exceptions should

neither conflict with TRIPs nor constitute a trade restriction. 169 Similarly, members are

not obliged to apply this principle to the procedures related to the acquisition or

maintenance of intellectual property rights provided in the Conventions under the

auspices of the WIPO.17°

The principle of most-favoured-nation (MFN) treatment is generally regarded as a

cornerstone of the international trade agreement It aims to expand fairness in global

trade. This principle requires a member to unconditionally grant to the nationals of all

other members any advantage, favour, privilege, or immunity already granted to the

nationals of any other country. 171 Nevertheless, members are exempted from the

obligations under this principle in several circumstances, inter a/ia, an obligation to grant

any advantage, favour, privilege, or immunity which:

a) derives from international agreements on judicial assistance or law enforcement in

general.

167 TRIPs Articles 1 (2) (3) and 2. For the definition of 'protection', see TRIPS footnote 3.

168 TRIPS Article 3(1).

169 TRIPS Article 3 (2).

170 TRIPs Article 5. It is argued that "[l]he logic of TRIPS Agreement is to follow existing intellectual property

conventions as closely as possible, adding the necessary elements where necessary to update the international legal

framework. " See Gervais. op.cit. p.48.

171 TRIPS Article 4.
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b) is granted in accordance with the provisions of the Beme Qonvention (1911) or the

Rome Convention authorizing that the treatment accorded be a function not of national

treatment but of the treatment accorded in another country,

c) is not provided in TRIPs, in respect of the rights of performers, producers of the

phonograms and broadcasting organizations,

d) derives from international agreements related to the protection of intellectual

property which came into force before the WTO Agreement)72

Additionally, members are not obliged to apply this principle to the procedures

related to the acquisition or maintenance of intellectual property rights provided in the

Conventions under the auspices of the WIPO.173

It is understood that the principle of reciprocity is also encompassed, even though it

is not explicitly provided in TRIPs. This principle is vital in maintaining a balance of fair

trade in the international area. 174 It is evidenced by the WTO's aim which requires

reciprocal arrangement to reduce any bamers to trade and to eliminate discriminatory

treatment in international trade relations.175

However, it is likely that the principle of reciprocity may not apply in certain situations.

There are some areas of TRIPs where it is left up to the member's discretion whether or

not to provide certain procedures in their domestic laws, such as criminal sanctions for

172 TRIPs Article 4 (a).

173 TRIPs Article 5.

174 See 0. Long. Law and Its Umitations in the GAIT Multilateral Trade Systern (Dordrecht: Martinus Nqhoff

pblishera. 1987) p.11.

176 The Preamble of the WIO AgreemenL
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some infringements of intellectual property rights. 176 Under the circumstances, a

member is not obliged to provide such remedies to protect other members' nationals.

The principle of transparency is also included in TRIPs. This principle is essential in

the international trade relations. It will assure a member that the rules and procedures

provided and enforced by other members are fair and equitable. This principle explicitly

appears in Part V (Dispute Prevention and Set1lement). 1 and is implicit in other parts

such as Part Ill (Enforcement of Intellectual Property Rights).178

3.2.2 WHY WAS TRIPs NEEDED?

Frustrated by an increase of piracy and counterfeiting of intellectual property rights

and inadequate protection from WIPO, developed countries sought alternative ways to

protect their intellectual property rights. The United States of America, in particular,

decided to enforce its law, the Trade Act of 1974, 179 through bilateral agreements as an

alternative. Whereas this was, indeed, an effective way, it was not an ideal strategy. It

inevitably caused severe tension between the United States of America and its allies,

such as Canada, and trade partners such as Thailand. In the Certain Automotive Spring

Assemblies conflict, the United States of America excluded Canadian products from

importation, on the basis that the Canadian companies infringed the US patent.

Consequently, Canada requested consultations with the United States of America. It was

the first time that an intellectual property issue was brought formally before the

176 See TRIPs Article 61.

177 See TRIPs Article 63.

178 See TRPs Article 41(4).

179 The Trade and Tariff Act of 1974, Pub.LNo. 93-618, 88 Stat.2041. (1984).
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GA1T. 180 In Thailand, a demonstration was held in Bangkok because there was a

feeling that Thailand had been unduly forced to protect intellectual property rights by the

United States of America.181

Above all, while the United States of America was condemned throughout the world,

other developed countries gained some benefits as 'free riders' (this term describes a

situation where one country claims a right/benefit from another country while the latter

has no obligation to grant such a right/benefit in return).182 These crucial reasons led

the United States of America to bring the intellectual property issue to the GAIT for

consideration.

It has been suggested that developing countries were not totally satisfied with the

success of the TRIPs negotiation. Nevertheless, they seemed to be optimistic about this

result, rather than feel that they were losers. There were a number of reasons for this

reaction. First of all, the Draft Final Act was tailored as a package of the whole Uruguay

Round negotiation. It was based upon a 'take all or leave all' basis. From this Draft, it

seemed that every country gained and lost some of its benefits. Developing countries,

for instance, had to be bound to these new stringent rules while benefiting from an

incredibly long transitional period to comply with such obligations.

Secondly, even though developing countries dissented from TRIPs because they

believed that strong intellectual property rights protection would widen the gap between

180 See United States - Imports of Certain Automotive Spring Assemblies, fl 30th Supp.BISD (1984) p.107.

181 The Nation, November24. 1987, p.1. Forsome critiques, seeE Uphoff, Intellectual ProDerty and US Relations

with Indonesia. M?ysia. Singapore. and Thailand (New York: Cornell Southeast Asia Program. 1991). 0. MacLeod,

"U.S. Trade Pressure and the Developing Intellectual Property Law of Thailand. Malaysia and Indonesia," University of

British Columbia Law Review 26(1992) pp.343-374.

182 Even today. the United States of America still considers that other countries "free ride" on American efforts to open

up the world for international trade. See M. Stutchbury. "1J5 - Sino Spats Could Turn into Something Nasty," Iha

Ejnncial Review June 21. 1996. p. 21.
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them and developed countries, 1 83 they had to accept this agreement as inevitable. If

they were to benefit from other trade areas, they had to come to terms with a new

dimension of intellectual property rights pmtection. 1 The American stance on this issue

was firm that no GAIT is better than a bad GATT'. 185 The United States of America

made it clear that it would only be satisfied with a proper standard of intellectual

property rights protection. If this was not settled, there was no other option but to have

recourse to its own tough measures. The stringent unilateral strategy of the United States

of American was, and will be, a measure against which other countries all over the world

have to be on their guard. Thus, it was more beneficial for countries to defend their

interests in a multilateral system, even though they did not have bargaining power,

rather than being exposed to unilateral determination.1

Besides, not every developing country obstructed the negotiations. Some of them

joined the negotiations in order to protect their other interests. Thailand, for instance,

preferred to adhere to the obligations under the GAIT to comply with an American

demand.1 87 In the Thai cigarettes dispute. 188 the Thai representative was quoted as

183 see Kostecici. op.cit. p.272.

184
This idea was indirectly presented by a Thai official when he indicated that the law to protect trade secrets must

be provided for in Thailand. See P. Payakkanithi. "Trade Secret Law: Thais or Foreigners will be benefit?" Thai Post

December 6, 1999. P.11. As a result, many developing countries, particularly ones in the South East Asia region, have

revised their laws, or have introduced new laws, to conform with TRIPs. For more information, See M. Blakeney, "The

Impact of the TRI Ps Agreement in the Asia Pacific Region"	 18 (1996) pp.544-554.

185 See The Washington Post. .anuary29. 1993. p.1.

186
In this case, it is hoped that this situation will be improved since TRIPs will ensure a high level of intellectual

property rights' protection. Unilateral sanctions will soon be eliminated and every countries will be benefit through

international co-operation. See Correa. op.cit. p.443.

187 See S. Chirathivat. "Managing Thai Trade Policy to Better Access Developed Countries' Market," ASEAN

pomic Bulletin 8(1991) p.79.

188 Thailand - Restrictions on Importation of and Internal Taxes on Cigarettes. OS 10/R, adopted on November 7.

1991, 37S/200. reprinted in LLM.. 30(1991) p.1122. In this case, Thailand prohibited imports of cigarettes on the
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saying that Thailand intended to abide by its GATT obligations and wanted to ensure

that it would not be forced to accept conditions imposed above and beyond such

obligations. 1 89 In addition, some countries had already amended their intellectual

property laws to concur with TRIPs even before they had to comply with it.19°

Furthermore, it was discovered that the 'North-North' conflict was the real obstacle

for the negotiations of intellectual property rights protection, rather than the 'North-South'

one. There were a lot of 'disagreements' among developed countries over the issues of

intellectual property rights protection, such as the issue of moral rights. 191 and rental

rights.192 Moreover, there was a conflict in another crucial area, namely agriculture,

which nearly caused the breakdown of the whole negotiations of the Uruguay

Round.193

It is also noteworthy that it was practically up to only two trading powers, the United

States of America and the then European Community, to decide the future of the trade

negotiations. It was considered undesirable, however, for developing countries to be left

ground of the necessity to protect human health (GAiT exception, Article XX (b)). For more information, see 1.

McDorman, "U.S.-Thailand Trade Disputes : Applying Section 301 to Cigarettes and Intellectual Property." Michkan

Journal of International Law 14(1992) pp.90-119, and S. Thaveechaiyagam, "Current Developments: The Section 301

Cigarette Case Against Thailand - A Thai Perspective," Law and Policy in International Business 21(1990) pp.367-389.

189 dM1246. November23, 1990. cited in GAiT, Analytical Index: Guide to GAiT Law and Practice (Geneva: 1994)

p.525.

190 See Zheng Chengsi. "TRIPs and Intellectual Property Protection in China," E1E1 19(1997) pp.243-246.

191 While other countries, in their proposals, agreed to provide the protection of moral rights in TRIPS, the American

proposal referred merely to the economic rights provided in the Berne Convention. The United States of America

insisted that it was unnecessary to adopt Article 6bis of the Berne Convention in TRIPs. See Draft Agreement on the

Trade-Related Aspects of Intellectual Property Rights. Communication from the United States. GAiT

Doc.No.MTN.GNG.ING11IWITO (May 11,1990) Article 1.

192 The American industry preferred an absolute right to prohibit commercial rental of its works, while, under the

Japanese law, it had a right to ban rentals during the llrst year. For more detail, see Stewart T. op.cit . p.2281.

193 Stewart 1. op.cit :p.1931.
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out of the negotiations although they did not have a vital role in the negotiations. If this

had happened, developed countries would have been allowed to continue the

negotiations totally in their own ways and developing countries would probably have

gained nothing from the global trade negotiations.

From Thailand's perspective, there are many reasons which keep Thailand in a weak

position when negotiating in the GATT. First of all, The United States of America, not the

GAIT Agreement, is of the greatest concern to Thailand since it is the biggest importer

of Thai goods. In 1995, for instance, the volume of exported goods to the United States

of America was US $ 11.4 billion. 194 It is suggested that the remarkable growth of the

Thai economy during this decade has come about mostly as a result of the American

market Thailand is, therefore, inevitably forced to do anything to keep this market, in

order to retain its economic growth. As a consequence, many efforts, such as the

establishment of specific courts or offices in several departments, have been made to

deal with intellectual property rights protection primarily because of pressure from the

United States of America. These steps have been taken not as a result of an intention to

implement the GAIT Agreement since there is no international obligation to do so.

A second reason which keeps Thailand in a weak negotiating position is that a

developing country such as Thailand plays a very small role in the GAIT. Thailand failed

to utilize the negotiations on intellectual property at the GAiTs forum to solve the

problem of intellectual property rights infringements because the United States of

America had forced Thailand to reform its own intellectual property laws to match the

194 LJSTR. 1996 National Trade Estimate: Thailand p.1. available on the Internet
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American-determined standards, rather than to come into line with existing obligations

under multilateral agreements or international intellectual property conventions.195

Several questions have been raised regarding the role of both the Association of

Southeast Asian Nations (ASEAN) and Thailand in GAiTs negotiations. ASEAN is a

regional organization set up in 1967 by countries in the South East Asia, namely,

Indonesia, Malaysia, the Philippines, Singapore and Thailand. Among its principle

objectives were the acceleration of economic growth, social progress and cultural

development in the region through joint endeavours in the spirit of equality and

partnership in order to strengthen the foundation for a prosperous and peaceful

community of South East Asian Nations. 196 Brunel Darussalam and Vietnam later joined

this organization. It has been regarded as the most successful regional organization

outside Europe in recent decades. To some extent, therefore, ASEAN should possess a

bargaining power when negotiating with its trade counterparts. Similarly, Thailand, with

support from ASEAN, should also possess a bargaining power on the international

stage.

Although ASEAN has been established for a long period of time and cooperation

among these countries is progressing steadily, it has failed to define its precise goals

and its future role. 197 Historically. ASEAN was mainly formed because of political and

security threats. 198 Economic growth was not the real objective of the organization.

Consequently, ASEAN has not had an important role in global economy. Differences in

196 Macleod. op.cif . p.353.

196 See the Bangkok Declaration. August 8, 1967. signed by the Foreign Ministers of such countries in Bangkok.

Thailand.

197 H. Deborah. Out of Others Shadows: ASEAN Moves Toward Greater Regional cooperation in the Face of the EC

and NAFTA, The American University Jouma of International Law and Policy 9(1994) p.812.

198 See the Preamble of the Bangkok Declaration. 	 .	 -
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both size and level of economic development between members seem to make it

difficult for ASEAN to cooperate effectively.199

In addition, each member still prefers to follow its own economic path to serve its own

interests. Since each member benefits by trading with countries outside the

Organization instead of carrying out intra-ASEAN trade, indMdual members prefer

GAiTs free trade approach to the concept of a regional trade bloc. In other words,

trading under the GAiT rules far outweighs the burden to comply wIth the restricted

protection of intellectual property, which they have eventually had to accepL Any

success of member states in ASEAN has, therefore, been considered to be a success

due to individual efforts, rather than a result of the ASEAN membership. In sum, although

ASEAN is the only regional free trade organization outside Europe which has survived

for a long period of time, its success is not considered to be due to ASEAN practice as

such.

It is difficult for Thailand to receive strong support from other members. They produce

similar products for the same global markets and, as a result, frequently become

business rivals. It is for this reason that each of them has to protect and consider its own

benefit first. This is also the reason why Thailand has not received strong support from

other countries in its negotiations with the United States of America. Investment from the

United States of America in Indonesia or Malaysia, for instance, is substantially greater

than investment in Thailand. fri 1988, American foreign investment in Indonesia and in

Malaysia amounted to US$ 758 million and US$ 491 million respectively, as compared

199 In 1993, GNP per capita of Singapore. MaIaysa, ThaIand, the Phdipptnes, and Indonesia were US$ 19850. 3140.

2110, 850. and 740 respectively. See Asian Development Bank, IKey Indicators of Developipg Asian and Pacilic

Countries
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with US$ 217 million in Thailand.200 The two countries are, therefore, more susceptible

to American pressure than Thailand.201

3.2.3JHE IMPACT OF TRIPs

It is worth noting that there are some GAIT (1947) provisions which relate to

intellectual property. Article IX, for instance, deals with marks of origin. The purpose of

this provision, however, is primarily to ensure that the adoption or enforcement of laws

and regulations relating to such marks should not become barriers to trade, with regard

to the necessity of consumer protection. Patents, trade marks, and copyrights are

referred to in Article XII (3)(c)(iii) and Article XVIII (10). According to these provisions,

contracting parties are not allowed to apply restrictions which would prevent the

importation of commercial samples or to prevent compliance with such rights. ln

addition, Article XX (d). which is an exception to the General Agreement, 202 provides

that the adoption or enforcement of measures necessary to secure the protection of

patents, trade marks, and copyrights is regarded as one of the exceptions. In other

200 s• Guisinger. Foreign Direct Investment Rows in East and Southeast Asia. ASEAN Business Bulletin 8(1991)

p.29.

201 International Financial Statistics of 1991. by IMF.

GOP: US S Billlon	 Population: MIlion

Indonesia	 128.17	 182.94

Malaysia	 48.136	 18.33

Thailand	 98.25	 56.57

Figure 2 GOP and population.

202 The Panel Report on Canada - Administration of the Foreign Investment Review Act". U5504, adopted on

February 7, 1984, 308(140, para,5.20, cited in GAiT. Analytical lndex op.cit. p.519.
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words. Article XX (d) would be applicable to the above measures if the basic regulations

are not conflict with the GAiTs provisions,203

Apparently, the protection of intellectual property rights under GAIT (1947) was

insufficient. This is why TRIPs is expected to set a new standard of protection for

intellectual property rights. Under the TRIPs regime, there are four remarkable impacts

on the protection of intellectual property rights. First of all, subject matters to be

protected are specified. Secondly, the operation of TRIPs is monitored by an institution

under the new trade organization. The third is the process of dispute resolution. Finally,

the effective enforcement of intellectual property rights is provided.

3.24 INTELLECTUAL PROPERTY RIGHTS UNDER TRIPs

The intellectual property rights to be protected under TRIPs are provided for in Part II.

They are 1) copyright and related rights, 2) trade marks, 3) geographical indications, 4)

industrial designs, 5) patents, 6) layout designs (topographies) of integrated circuits,

and 7) undisclosed information. Generally, these rights are not new, neither were they

invented by TRIPs. They are rights which have already existed and have been

acknowledged in several intellectual property conventions under the auspices of WIPO,

namely, the Beme Convention, the Paris Convention, the Rome Convention, and the

Treaty on intellectual property in Respect of Integrated Circuits. 204 However, TRIPs

makes it clear that these rights, such as computer programs, 205 or layout designs of

203 me Working Party on The Haitian Tobacco Monopoly. U454. adopted on November22 1955. 4S/38, para.6.

cited in GAiT. Analytical index. op.cit . p.5 19.

For references to these Conventions, see TRIPS footnote a

TRIPs Article 10 (1).
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integrated circuits,206 are protected as intellectual property rights. Moreover, TRIPs

ensures that these rights will be protected, particularly in their trade-related aspects,

notwithstanding the fact that its members are under no obligation to comply with the

above Conventions.

3.2.4.1 COPYRIGHT AND RELATED RIGHTS

Apart from computer programs and compilations of data. 207 other types of copyright

and related rights are not explicitly provided for. Nevertheless, it is understood that

these rights concern the literary and artistic works and neighbouring rights provided for

in the Beme Convention and the Rome Convention respectively.

For the literary and artistic works, they are:

"... every production in the literary, scientific and artistic domain, whatever may

be the mode or form of its expression, such as books, pamphlets and other writings;

lectures, addresses, sermons and other works of the same nature; dramatic or

dramatico-musical works; choreographic works and entertainments in dumb shows;

musical compositions with or without words; cinematographic works to which are

assimilated works expressed by a process analogous to cinematography; works of

drawing, painting, architecture, sculpture, engraving and lithography; photographic

works to which are assimilated works expressed by a process analogous to

photography; works of applied art illustrations, maps, plans, sketches and three-

dimensional works relative to geography, topography, architecture or science,208

TRIPS Article 35.

207 TRIPS Article 10(1) and (2).

208 The Beme Convention (1971)Article2 (1).
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Similarly, they concern performer's rights, phonogram producer's rights, and

broadcasting organization's rights, within the meaning of the neighbouring rights.209

Although members are obliged to comply with the Beme Convention, they are not

required to provide moral rights for the authors. 21 ° On the other hand, members are

required to comply with the rental rights, particularly for computer programs and

cinematographic works.211 It should be noted that the copyright and related rights

which already existed before TRIPs came into effect will be protected subject to the

conditions of TRIPs Article 70 (1)-(5).

3.2.4.2 TRADE MARKS

A trade mark is defined as "any sign, or any combination of signs, capable of

distinguishing the goods or services of one undertaking from those of other

undertakings".212 It is obvious that the issue of trade marks in TRIPs was influenced by

the Paris ConventiOn (1967). The Pans Convention Article 6bis, for instance, will apply in

TRIPs mutatis mutandis 213 Furthermore, any registrations of marks under the definition

in TRIPs Article 15 (1) would be refused if such marks are prohibited by the provisions of

the Paris Convention (1967), such as the use without an authorization of armorial

bearings, flags or other state emblems.214

209 The Rome Convention (1961)Articles 7, 10. 13. See also TRIPs Artide 14 (1),(2),(3).

210 TRIPS Article 9 (1) and The Berne Convention (1971) Article 6 bis.

211 TRIPsAtliclell.

212 TRIPs Article 15 (1). It should be noted that the protection of service martcs is not mandatory under the Pans

0011vention (1967) Article 6 sexies.

213 TRIPs Article 16 (2).(3).

214 See the Pans Convention (1967) Article 6 ter(l).
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Generally, a registered trade mark owner has an exclusive right to prevent other

persons from using identical or similar signs : 1) in trade, 2) without the owner's consent,

3) for goods or services which are identical or similar to those of which the trade mark is

registered, and 4) if they are likely to cause confusion.215

This exclusive tight will be protected indefinitely,216 subject to the requirement of

use.217 Nevertheless, actual use should not be required as a registered condition.218

Similarly, this right may be assigned with or without the transfer of the business to which

the trade mark belongs.219 Furthermore, this exclusive right should not be restricted by

compulsory licensing.220 However, an exclusive right will not prejudice any existing

prior tights, nor affect the availability of an unregistered trade markP1

215 TRIPs Article 16 (1). It ts presumed that there s a likelihood of coafi.tsion when an identical stga s used for

identica l goods or services.

216 The term of protection is not less than seven years and indefinitely renewable. TRIPs Article 18.

211 TRIPs Article 19.

218 TRIPs Article 15(3).

219 TRIPs Article 21.

220 Ibid.

fll TRIPs Article 16 (1).

85



3243 GEOGRAPHICAL INDICATIONS

The significance of the protection of geographical indications, particularly for wines

and spirits, is emphasized in TRIPs, even though this issue has been less attractive

recently.222 Members, for instance, have been urged to enter into neQotiations which

wi increase such protection.223 Likewise, the protection of these rights has been

reviewed by the Council for TRIPs. 224 In addition, members are obliged not to diminish

the protection which already exists for such rights.225

Generally, geographical indications are indications which identify a good as

originating in a certain territory, region or locality in such a territory, on condition that a

given quality, reputation or other characteristic of the good is essentially attributable to

its geographical origin.226 The purpose of this protection is to prevent the use of

indications which mislead the public over the geographical origin of the good,227

nol.withstanding that the temtorial indication is literary true. 228 or even where the true

origin is indicated,229 or such indication is used in translation or accompanied by

certain expressions like 'kind', 'type'. 'st,1e'. or 'imitation' 23° This protection also

There were seventeen signatories up to 1 January 1996 for the Lisbon Agreement for the Protection of

Appellations of Origin and their International Registration (1958) in which the protection of these rights is provided for.

See MPO. General Information (Geneva: W1PO. 1996) p.37.

223 TRIPs Article 24 (1).

224 TRIPs Article 24 (2).

225 TRIPs Article 24 (3).

TRIPS Article 22 (1).

TRIPs Article 22 (2) (a).

228 TRIPs Article 22 (4).

TRIPs Article 23 (1).

Ibid.
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prevents any use which constitutes an act of unfair competition, subject to the meaning

provided in the Pans Convention (1967) Article 10 bis.231

With regard to the issuing of a trade mark, registration of a trade mark will be denied

if such a mark contains or consists of geographical indications with respect to goods not

originating in the territory indicated and if the proposed trade mark might mislead the

public as to the true place of origin.232 The specific condition is provided for in the case

of a trade mark concerning wines and spirits.233

There are some exceptions to these exclusive rights. The first is the use of such

indications in good faith.23 The other exception is the geographical indication which is

identical to the term in a common language used as the common name for goods or

services in a certain temtory.235 Similarly, the names of people in business, 236 the

indication of which have ceased to be protected, or are disused, 237 are excepted from

the TRIPs' protection.

32A.4 INDUSTRIAL DESIGNS

The definition of an industrial design is not explicit Apparently, an industrial design is

the ornamental aspect of a useful article. It may be composed of lines, designs, or

colours, or any three dimensional form. 238 Members are obliged to protect industrial

231 TRIPs Article 22 (2) (b).

232 TRIPS Article 22 (3).

233 TRIPS Article 23 (2).

234 TRIPs Article 24 (4), (5).

23 TRIPS Article 24 (6).

236 TRIPS Article 24 (8).

237 TRIPS Article 24(9).

238 See WiPO. General Information. op.cit. p.15.
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designs which are new or originaL 239 The condition of 'new or original' is described as

the significant difference beiween these designs and the known designs or

combinations of known design features. 24° However, members may exclude the

protection of these rights from automobile spare parts.241

An owner of industrial designs is empowered to prevent other persons from : 1)

making, selling, or importing articles bearing or embodying a design which is a copy, or

substantially a copy, of the protected design, 2) Without the owner's consent, and 3) if

such acts are undertaken for commemial purposes.242

Members, however, may provide limited exceptions to the protection of these

designs, subject to the normal exploitation, and the legitimate interests of the designs'

Owner.243

32.4.5 PATENTS

This right will be conferred on any inventions, in all fields of technology, which are

novelty, involve an inventive step, and are capable of industrial application. 244 Such

inventions could be either products or processes. 245 In the case of a product, a patent

owner is empowered to prevent other persons from the acts of making, using, offering

239 TRIPs Article 25(1).

240 Ibid.

241 Ibid. '... designs dictated essentially by technical or ftinctional considerations'. See J. Reinbothe. et  aL. 'The

State of Play in Negotiations on Trips (GATT/Uruguay Round),' EiPE 5(1995) p.162.

242 TRIPs Article 26(1).

243 TRIPS Article 26 (2).

244 TRIPS Article 27(1). For more information, see C. Correa, The GAIT Agreement oci Trade-related Aspects of

Intellectual Property Rights: New Standards for Patent Protection,' 	 8 (1994) pp.327-335.

245 Ibid.
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for sale, selling, or importing the product without his consent. 246 In the case of a

process, an exclusive right is obtained to prevent other persons from the act of using the

process, and the acts of using, offering for sale, selling, or importing the product

obtained directly by that process without the owner's consent247 Likewise, the patent

owner has the right to assign, transfer, and license his patent.248 These exclusive rights

may be limited subject to a normal exploitation of the patent, and the legitimated

interests of the patent owner.249

Members are allowed to exclude some inventions from being patentable for the

necessity of protecting public order, morality, human, animal or plant life or health, or to

avoid serious prejudice to the environment.250 In addition, the exclusion may include:

(a) diagnostic, therapeutic and surgical methods for the treatment of humans or

animals

(b) plants and animals other than micro-organisms, and essentially biological

processes for the production of plants or animals other than non-biological and micro-

biological processes.251

There are three remarkable issues concerning patent which are provided in TRIPs.

Firstly, compulsory licensing is acknowledged,252 whereas several conditions are

246 TRIPs Article 28(1) (a).

247 TRIPs Article 28 (1) (b).

248 TRIPs Article 28 (2).

24 TRIPs Article 30.

250 TRIPs Article 27 (2).

251 TRIPs Article 27 (3).

252 A compulsory license is a measure that a country uses to encourage a patentee to exploit his monopoly right

tinder the circumstances, the patentee may be forced, by the authorities, to grant a license, if it is found that he has

abused his monopoly right
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required to ensure that a patent owner will be treated properly ,253 Secondly, the term of

protection is provided for twenty years from the filing date. 254 The term of protection is

more significant in the case of existing pharmaceutical and agricultural chemical

products. In such cases, so called 'pipeline protection' is provided. 255 Under such

protection, a member has to provide protection and exclusive rights for pharmaceutical

and agricultural chemical products since TRIPs came into effect, especially if such

protection does not yet exist in the niember 1s domestic laws. The criteria for patentability

are as laid down in TRIPs Article 27 and such a product should be patented and

marketed in other members. 256 The term of protection will be five years after obtaining

marketing approval in the member or until the patent for such a product is granted or

rejected, whichever period is shorter.257

The third issue is the burden of proof. 258 It is difficult for a plaintiff to prove that the

process to obtain an identical product is the same as the patented process. This is why

the onus shifts to the defendant. In civil proceedings, it is possible to make a

presumption in the plaintiffs favour. In such a case, it will be deemed that such an

identical product was produced through the patented process, unless the defendant

can prove otherwise. This presumption arises when the plaintiff can prove that the

disputed product is new, and/or that there is a substantial likelihood that such a product

253 TRIPs Article 31.

254 TRIPs Article 33.

255 TRIPs Article 70 (8).(9). This is sometimes called a 'mail-box' or black-box' protection. See I.C.C. op.cit . p.72.

256 TRIPS Article 70(9).

251 (bid.

258 TRIPs Article 34.
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was made by the patented process even though plaintiff is unable to determine the

process actually used.259

3.2.4.6 LAYOUT DESIGNS (TOPOGRAPHIES) OF INTEGRATED CIRCUITS

It is understood that the protection of these rights in TRiPs wilt accord with the Treaty

on Intellectual Property in Respect of Integrated Circuits.26° Such exclusive rights will

prevent other persons, without the authorization of the right holder, from importing,

selling, or distributing for commercial purposes a layout design, an integrated circuit in

which a protected layout design is incorporated, or an article incorporating such an

integrated circuit only in so far as it continues to contain an unlawfully reproduced layout

design.261 The term of protection is ten years from the filing date, 262 or the date of the

first commercial exploitation.263 Members may provide that the term of protection is

fifteen years from the date of the creation of the layout design.264

3.2.4.7 UN.JCLOSED INFQRMATION

The information will be protected if it:

1) is a secret

2) has commercial value

3) has been subjected to reasonable steps to keep it secret,265

259 TRiPs Article 34.

260 TRIPs Article 35.

261 TRIPs Article 36.

262 TRIPs Article 38(1).

263 TRIPs Article 38 (2).

264 TRIPs Article 38 (3).

265 TRIPS Article 39(2).
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The protection will prevent other persons from disclosing, acquiring, or using such

information in a manner contrary to honest commercial practices without the consent of

the person to whom information lawfully belongs. 266 Under such protection, data

concerning pharmaceutical and agricultural chemical products which has been

submitted to governments or governmental agencies wifl be protected against unfair

commercial use.267

3.3 THE WORLD TRADE ORGANIZATION

TRIPs is overseen by the new institution, namely, the World Trade Organization

(WTO). This organization is regarded as the first international trade institution in history. It

was established by the Agreement Establishing the World Trade Organization, 268 which

was an integral part of the Final Act Embodying the Results of the Uruguay Round of

Multilateral Trade Negotiations (the Final Act).

The idea of an international trade institution is not novel. It began fifty years ago when

global economic reconstruction was required. Fierce economic measures, such as

import quotas or export subsidies, were blamed as some of the reasons that brought

about the Second World War.269

To avoid a repetition of such events, three specialized institutions were set up to

maintain economic stability and to ensure that unfair strategies would not be introduced

again. They were the International Trade Organization (ITO), the International Bank for

266 TRIPs Article 39 (2).

267 TRIPS Article 39 (3).

268 The WTO Agreement UJ 33(1994) p.1144.

269 See Stewart. op.cit. p.1896.
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Reconstruction and Development (the World Bank), 270 and the International Monetary

Fund (IMF).211 The ITO was expected to govern the conduct of world trade.

Unfortunately, the establishment of the ITO collapsed after the Havana Conference,272

due to the lack of support from the United States of Amenca.273

Nevertheless, this period marks the beginning of the feeling that such an international

trade institution was essential. Recently, global trade has been intensified by the idea of

an integrated multinational economic system. Regional trade blocs have been formed in

many parts of the world, such as European Free Trade Area (EFTA), North American

Free Trade Area (NAFTA), and ASEAN Free Trade Area (AFTA). This idea inevitably has

a self-protective effect in the global trade, i.e. it provides different trade measures to

countries outside the bloc. For example, by forming NAFTA, it seemed as if the United

States of America was ready to move away from the multilateral system to regional

preference.274 This gave the impression that international trade relied more on bilateral,

rather than multilateral agreements. Therefore, the new organization was needed to lead

world trade in the right direction before the concept of protectionism would spread all

over the world.

Moreover, it was the time to establish a 'real' international institution to administer the

international trade agreements. Whereas the GATT was regarded as a successful forum

for multilateral trade, the GAIT per se lacked an institutional framework to enforce its

270 The World Banl was created to assist countries to reconstruct their economies.

271 The IMF was created to facilitate trade and help countries to stabilize their domestic monetary systems.

272 Final Act and Related Documents. United Nations Conference on Trade and Employment, Havana, Cuba. 21

November 1947 to 24 March 1948, U.N.D0cJCITO!1/4 (1948).

273 The United States of America announced its decision not to resubmit the Havana Charter to Congress. See

GATT!CP/86. December 7, 1950. For more detail, see Stewarl op.cit. p.1800.

274 Demarel op.cit. p.132.
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rules. Historically, the GATE was drafted as a multilateral treaty to be appended and

administered by a separate organization.275 In other words, GATT's effectiveness was

limited by inadequate enforcement. The dispute settlement process was a critical

example in that a contracting party was allowed to disobey a panel

recommendation.276 The Nicaragua sugar dispute is an illustration. 277 In this case, the

United States of America embargoed the importation of sugar from Nicaragua on the

basis of national security.278 The United States of America reiterated that the GATT had

no role in such a dispute and refrained from lifting the embargo until 1990 when there

was a political change in Nicaragua.279

Furthermore, there have been many trade issues to deal with, apart from custom

tariffs. During the Tokyo Round, several agreements were made and contracting parties

were given the choice to join these agreements or not.280 The so called 'a ía carte'

situation undermined the principle of most-favoured-nation since a contracting party

which did not join a particular agreement could gain a privilege provided by other

contracting parties as a 'free rider'. This practice also eroded contracting parties'

275 1. Stewart, op.cit. .l9Ol. J. Bliss. "GAIT Dispute Settlement Reform in the Uruguay Round: Problems and

Prospects." Stanford Journal of International Law (1987) P.33. However. It was argued that. even though the GAIT

forfeited its institutional status by an international political reason, the GAIT per so was do facto an organization. This

idea was supported by several factors, such as its own staff, budgets, and internal rules. See A. Lowenfeld,

"Remedies Along With Rights: Institutional Reform in the New GAIT." American Journal of International Law 88(1994)

p.478. and ft Brand. "Private Parties and GAIT Dispute Resolution: Implications of the Panel Report on Section 337

of ttie US Tariff Act of 1930," Journal of World Trade Law 24(1990) p.a.

276 1. Stewart. op.cit. p.2669.

277 U5607, March 2, 1984. BISD 31st Supp. (1985). p.67.

278 GAIT (1947) Article XXI.

279 C/M!240 Meeting April 3. 1990.

280 Demaret. op.c it . p.128.
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incentive to join such agreements. In addition, world trade has become far more

complex and cortelated with other issues, inter alia. environmental issues.281

It is worth noting that the idea to establish the international trade institution arose

during the negotiations in the Uruguay Round, not from the beginning in the Ministerial

Declaration of Punta Del Este.282 The idea of the WTO was created by the then Italian

Trade Minister,283 and was proposed by the Canadian Ambassador to the meeting of

Trade Ministers at Puerto Vallarta, Mexico. 284 Subsequently, the European Community

submitted the idea of another international trade institution, namely the Multilateral Trade

Organization (MTO). to administer the GATT agreements. 285 By the end of the

negotiation, the latter appeared in Section A (3) of the Dunkel Draft. Eventually, the idea

of the WIO was considered to be more favourable than the MTO.

3.3.1 THE FUNCTIONS OF THE WTO

The WTO was established to administer several GAIT agreements, including TRIPs,

the Understanding on Rules and Procedures Governing the Settlement of Disputes (The

'Dispute Settlement Understanding' or 'DSU'),286 and the Trade Policy Review

Mechanism (TPRM).281 It will facilitate and provide the framework to operate and to

281 For an argument concerning this issue, see, for example, S. Chamovitz, "The World Trade Organization and

Social Issues,' Journal of World Trade Law 28(1994) pp.1 7-33.

282 G. Aldonas, "The World Trade Organization: Revolution in International Trade Dispute Settlements,' Dispute

gtionJoi!mat 50(1995) p.74. Also ft Hudec. Enforcing International Trade Law: The Evolution of the Modem

&iLegal System (New Hampshire: Butterworth Legal Publishing,1993) p. 238.

283 Mr.Renato Ruggiero, the present Director General of the WTO.

284 International Trade Rep. (BNA) 7(1990) p.548.

285 Communication from the European Community, GAiT Doc.No.MTN/GNGING14mI42 (July 1,1990).

286 The WTO Agreement Article III (3).

281 The WTO Agreement Article III (4).
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implement these Agreements.288 Furthermore. the WTO will become a new forum for

trade negotiations among members. 289 Additionally, it will co-operate with the World

Bank and the IMF regarding the achievement of greater coherence in world economic

policy-making.290

3.3.2 THE SCOPE OF THE WTO

The scope of the WTO seems to be broad, judging from the provisions of the

Agreement itself and the recent negotiations in the GAIT. According to Article II of the

WTO Agreement, the WTO is to provide the common framework for the conduct of trade

relations among members in matters relating to the agreements and associated legal

instruments included in the Annexes to this Agreement'. Literally, the WTO could deal

with any aspects which 'relate' to trade. There have been attempts, for example, to put

environmental and labour issues in trade negotiations under the WTO. 291 Having been

initially discussed in the GAIT Working Group on Environmental Measures and

International Trade, a work program on trade and the environment was proposed and

subsequently adopted by the WTO Committee on Trade and the Environment292

The issue of the environment was once implicitly acknowledged in the 'Tuna/Dolphin

Dispute'.293 This is what happened when the European Community and the

288 The WTO Agreement Article III (1).

289 The WTO Agreement Article III (2).

2° The WTO Agreement Article III (5).

291 See H. Ward, '(ommon but Differentiated Debates: Environment, Labour and the World Trade Organization,"

rnatipnal and Comparative Law Quarterly 45(1996) pp.592 - 632.

292 The Final Act. Reprinted in LLJi. 33(1994) p.1126.

293 Report of the Panel, United States - Restrictions on Imports of Tuna, GAiT Doc.DS29/R, June 1994. reprinted in

33(1994) p.839. (Hereinafter 'the Tuna 1994 Report'.)
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Netherlands complained against the American practice which prohibits the importation

of certain tuna products. The Panel concluded that:

[it] noted that the objective of sustainable development, which includes the

protection and preservation of the environment, has been widely recognized by the

contracting parties to the General Agreement.".2

3.3.3 THE STRUCTURE OF THE WTO

The WTO's structure consists of a Ministerial Conference, a General Council, and

several other Councils, namely a Council for Trade in Goods, a Council for Trade in

Services, and a Council for Trade-Related Aspects of Intellectual Property Rights.295

The Ministerial Conference is composed of representatives of all members. It will meet at

least once every two years to carry out the functions of the WTO and take actions

necessary to this effect.296 The Ministerial Conference has the authority to establish a

Committee on Trade and Development, a Committee on Balance-of-Payments

Restrictions, a Committee on Budget, Finance and Administration, and additional

Committees with such functions as it may deem appropriate.297 Above aI, it has the

authority to take decisions on all matters under the agreements.

The General Council, which is a replacement of the GAIT Council, is also composed

of representatives of all members. It will carry out the functions of the Ministerial

Conference and meet as appropriate in the intervals between the meetings of the

The Tuna 1994 Report. p.898.

295	 WTO Agreement Articte V.

The WTO Agreement Artide IV (1).

297	 WTO Agreement Article IV (7).
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Ministerial Conference. 298 They will convene as appropriate to discharge the

responsibilities of the Dispute Settlement Body (DSB), 299 and the Trade Policy Review

Body (TPRB).300 It also bears the responsibility for making appropriate arrangements

with non-governmental and other intergovernmental organizations whose mandates

overlap with that of the WTO.301

3.3.4 THE COUNCIL FOR TRIPs

Generally, like other Councils, membership of the Council for Trade-Related Aspects

of Intellectual Property Rights is open to representatives of all members. Meetings will be

held when necessary to carry out its funclions.302 The Council for TRIPs has the

authority to create subordinate organizations. 303 It will establish rules of procedure for

itself and its subordinates under the guidance of the General Council.304

Specifically the Council for TRIPs will monitor the operation of TRIPs. 305 Members

could support TRIPs by notifying required information to it.306 The other function of the

Council for TRIPs is to grant extension of a transitional period to the least developed

country in the case of a request from such a country. 307 Furthermore, it will review the

2)6 The WTO Agreement Article IV (2).

The WTO Agreement Article IV (3).

300 The WTO Agreement Article IV (4).

30 The WTO Agreement Article V.

302 The WTO Agreement Article IV (5).

303 The WTO Agreement Article IV (6).

301 The WTO Agreement Article IV (5).

TRIPs Article 68 and the WTO Agreement Article IV (5).

TRIPS Articles 1 (2), 3(1). 4 (d), 63 (2).

307 TRIPs Article 66.
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implementation of TRIPs after the year 2000 .308 and may refer a requirement for

amending TRIPs to the Ministerial Conference.309 Such an amendment should be done

only to achieve a higher level of protection of intellectual property rights. For the

protection of geographical indications, particularly for wines and spirits, the Council for

TRIPs will undertake negotiations in order to establish a multilateral system of notification

and registration for such protection.310 These negotiations will be reviewed from time to

time.311

Members are able to consult the Council for TRIPs on matters relating to the trade-

related aspects of intellectual property rights. 312 Similarly, the Council for TRIPs will

carry out other responsibilities as assigned to it by members. 313 In addition, the Council

for TRIPs will examine the situation of dispute settlements concerning TRIPs and submit

its recommendations to the Ministerial Conference for approval.314

3.3.5 THE DISPUTE SETTLEMENT PROCESS

There were a few controversies regarding dispute settlement during the negotiations

in the Uruguay Round.315 Despite being regarded as one of the GATT's

308 TRIPs Article 71.

309 TRIPs Article 71(2) and the WTO Agreement Article X (6).

310 TRIPS Article 23 (4).

311 TRIPs Article 24 (2).

312 for example, see TRIPS Articles 1.3. 4. and 23.

313 TRIPS Article 68.

314 TRIPs Article 64.

315 It was claimed that the text for dispute settlement was one of the agreements which finished on time, and parts of

the text were adopted and applied, on a trial basis, during the remaining years of the negotiations. Aldonas. op.cit. p.

.75.
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aóhievements, the dispute settlement mechanism was, to a certain extent, not so

effective. This is because GAT1's dispute settlement was traditionally operated on a

consensus basis.316 As a result, this process could, in practice, be blocked and

delayed at any stage. The American DISC dispute is an example. 317 It concerned an

American law, the Domestic International Sales Corporation law, which granted special

tax benefits to the local exporters.318 The European Community complained that this

law violated the GAIT Article XVI (4), which prohibits export subsidies. Essentially a

DISC was set up to buy goods from exporters and resell them to buyers abroad. The

profits of the corporation were distributed back to the exporters. One half of such profits

was required to be subjected to income taxes whereas tax liability on the other half was

'indefinitely' deferred. The complaint was made in 1973 and the members of the Panel

were appointed in 1976. Subsequently, the Panel report held in the complaints favour.

However, adoption of the report was blocked by the United States of America.319

Moreover, there was no effective measure to enforce a panel report 320 In other

words, even a successful party could do nothing when the other party refused to comply

with a panel's decision. A recent example is the EC banana dispute.321 In this case, the

European Community had provided the privilege of tariff quotas on bananas to certain

countnes, subject to the Lome Convention. The Panel held that such a privilege was

316 This practice is acknowledged in the WTO Agreement Article IX (1).

317 L14422, November 2, 1976, B1S023 rd Supp. 1977. p.98.

318 Revenue Act of 1971, Pub.LNo.92-178, 85 Stat.535 (1971) Ss.501-507.

319 See GAIT Council Annual Reports. 114594. November18. 1977.

320 o. Leebron, "An Overview of the Uruguay Round Results, Columbia Journal of Transnational 1w 34(1995) p.14.

321 GAIT Dispute Settlement Panel Report on the European Economic Community - Import Regime for Banana. LUt

34(1994) p.177.
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inconsistent with GAiTs rule (Article I). However, the Panel did not deny the Lome

Convention's objectives. As a result, the European Community was allowed to seek a

waiver through Article X)(V (5) of GATT (1947). Consequently, that privilege has

remained intact

The new dispute settlement mechanism under the WTO, which applies to TRIPs

through DSU Article 1 (1) and TRIPs Article 64, is enforced through the Understanding

on Rules and Procedures Governing the Settlement of Disputes. The OSU offers

significant amelioration over the previous GATT dispute settlement system and solve

many of its shortcomings. Firstly, the DSU creates a unified system which overcomes the

problem of uncertainty in determining which procedures should be applied. Several

Agreements under the GAIT possessed their own dispute settlement mechanisms, even

though they were based on the general procedure that had been developed within the

GAiTs framework.322

Secondly, it establishes a new organ, the Appellate Body. 323 to review legal issues

decided by the panel. Thirdly, decisions of both the Panels and the Appellate Body, will

be strengthened through the adoption of a process of reverse or inverted

consensus.324 This means that once a member country requests the appointment of a

dispute settlement panel, only a consensus on the Dispute Settlement Body (DSB) can

block the establishment of that panel. Similarly, when the panel issues its report, the

report will be deemed to have been adopted by the DSB unless there is a consensus not

322 For example. Article IV (5). (6) of International Dairy Arrangement. BISD 26th Supp. (1980) p.91. Article 8 of

Agreement on Trade in Civil Aircraft, BISD 26th Supp. (1980) p.162.

323 The Dispute Settlement Understanding Articles 17 (1)

324 The Dispute Settlement Understanding Article 17(14). See I. Dillons, The Woild Trade Organization: A New

Legal Order for World Trade?. Michigan Journal of International Law 16(1995) p.373.
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to do so.325 This mechanism will retain the concept of consensus and, at the same time,

strengthen the certainty of the report. The only way the report can be changed is by

persuading the successful country to vote against the report.

Fourthly, strict time limits are imposed throughout the process. This will prevent the

delay which used to occur in any stage. 326 The Panel, for instance, has to follow a

proposed timetable.327 It will ensure that, unless there are exceptional circumstances.

the entire process should last in a proper period of time. Additionally, a sanction is

applied soon after the panel report is adopted. If a member found in violation of its

obligation does not bring its practice into compliance within a reasonable period of time,

or offer satisfactory compensation, then the aggrieved member may request

authorization from the DSB to suspend concessions equivalent to . the level of the

nullification or impairment of its benefits under the relevant WTO Agreement.328

3.3.5.1 THE EVOLUTION OF THE RULE-ORIENTED METHOD

The new dispute settlement mechanism is seen as a victory for international trade

legalists.329 A legal/diplomatic dichotomy has long been chronically debated over the

principle undering this mechanism.33° It is believed that the dispute settlement

325 The Dispute Settlement Understanding Articles 6 (1). 16 (4).

326 See the Dispute Settlement Understanding Articles 4, 5. 7. 8, 12. 16, 17, and 21.

327 See the Dispute Settlement Understanding Appendix III (12).

328 The Dispute Settlement Understanding Articles 22(4).

329 R.. Shell. "Trade Legalism and International Relations Theory: An Analysis of the World Trade Organization." !iis

L jcurni 44(1995) p.833.

330 For a critical comment, see R. Hudec. "The GAiT Legal System : A Diplomat's Jurisprudence "Journal of World

]L 4(1970). p.665.
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mechanism has gradually evolved into a rule-oriented method. 331 This view is

supported by the extensive reforms of enforceable rules and remedies in the dispute

settlement mechanism.332

Dispute settlement has been regarded for a long time as a diplomatic tool. Its aim

was to reach a positive, mutual, and acceptable solution. In other words, this

mechanism intended to promote compromise and to reduce tensions among contracting

parties. It, therefore, does not tend to provide strict legal effect in order to force

contracting parties to obey the decision, or even to accept any step of the dispute

settlement process.

This so called 'pragmatic' approach has gained support from many trade experts. It

has been suggested that the GATT system was founded on an economic basis, not a

legal one. The primary objective, thus, is "not to decide who is right and who is wrong, or

to determine a State's responsibility in the matter, but to proceed in such a way that

even important violations are only temporary and are terminated as quickly as

possible".333 According to this perspective, lawyers (judges in particular) are unlikely to

be appropriate persons to deal with this issue since they do not realize the reality of the

business life. It was argued that lawyers tended to reach their decisions through rigid

rules of laws, which were not suitable for trade or business and, at the same time, failed

to understand the need for compromise in these matters. 334 The ultimate goal of this

approach is to stimulate international trade transaction, rather than to control parties'

331 Shell. op.cit. p.840. Also Lowenfeld. op.clt . p.481.

332 See the Dispute Settlement Understanding, for instance. Artides 17, 18.21. and 22.

333 3. Malinvemi, Le ReIement des Differends d !es Ov-ganisations !ntemationJes Econorniques (Geneve: 1974)

p.106 . interpreted and cited in Long. op.cit. p.l1.

334 See Hudec. The GATT Legal System. op.ct. p.619.
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activities. Therefore, Nit is better to have a flexible, imperfect system that protects the

major principles than a system so disciplined that it provokes violation and

deflance.335

Nevertheless, it seems acceptable that the dispute settlement mechanism contains

the nile-oriented method. First, this will make a panel report or a DSB decision 'secure

and predictable'.336 These features will possibly help members to realize the world

trade rules. Since the WTO is now a new forum of fortune, it is inevitable that members

will reap and protect their benefits in this forum. A diplomatic method might not work

well when a conflict involves a huge amount of money. Besides, members will find that it

is hard to accept any decisions which are against their will and cost them a great loss. A

firm and foreseeable measure is therefore essential. The Tuna/Dolphin disputes are

illustrations. The United States of America prohibited the importation of tuna products

which concerned fishing technology that resulted in excessive incidental takings of

marine mammals (the use of purse-seine nets), which was subject to the Marine

Mammal Protection Act of 1972.	 In the first Report, it was found that such prohibition

was not justified by the GATT's rules since a contracting party could not restrict imports

of a product merely because it originated in a country with environmental policies

different from its own. 338 The second Report reached the same solution, although the

environmental concept was implicitly acknowledgecj339 Apparently, these secure and

335 Lowenfeld. op.cit. p.481.

336 The Dispute Settlement Understanding Article 3(2).

331 16 U.S..1361 if. Pub.LNo.92-522, 86 Stat.1027.

338 The 1991 Report.

339 The 1994 Report.
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predictable measures will benefit 'less powerful countries, such as developing

countries, since it seems that every country will receive the same decision.

The second advantage is that the dispute settlement could possibly be enforced in

an active approach. Its enforceable rules and remedies will introduce a deterrent effect

to trade negotiations. 340 Instead of taking a risk for a subsequent result, which is varied

from case to case and time to time, members will be aware of what is going to happen if

they breach a nile. In other words, they can anticipate that the dispute settlement

process will cause subsequent retaliation when they do not comply with the rules.

To some extent, the rule-oriented method may not be as rigid as it has been

suggested. Seemingly, this situation has already evolved. Nowadays, lawyers, or even

judges, seem to be more liberal and know the basic principles of economies from either

their educational background or their experience. 341 They may be able to interpret

trade rules with proper perspectives. A process of selecting DSB's members is likely to

ascertain that an appropriate person is selected to do this job.342

However, this rule-oriented method has irritated some countries more than was

expected. It has been feared that the national freedom of economic policy might be

restricted by the Panel report or the DSB decision. This is a crucial aspect which may

ruin an effectiveness of the dispute settlement mechanism. The United States of America

340 A. Otten. "The Implications of the TRIPs Agreement for the Protection of Pharmaceutical Inventions," WHO Drug

forn,ation ll(l997) p.16.

341 It is reported that judges in England. for instance, have a variety of educational backgrounds. Of the top ten law

lords, at least four have either mixed or non-law degree from their universities. R. Earls, "A Broad Entry to Legal

Profession," The Times May 30. 1995. p.33.

342 The Dispute Settlement Understanding Article 17(3).
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failed to ratify the Havana Charter to establish the ITO and the attempt to establish such

an international trade organization was aborted primarily because of this issue.343

It is obvious that the United States of America required a change in the dispute

settjement mechanism and preferred this rule-oriented method. 3 However, it is the

United States of America, ironically, that explicitly expressed its dissatisfaction upon the

sovereignty issue. For instance, it was quoted in the American media that "the WTO

would become an all - powerful bureaucracy, able to undercut American

sovereignty'.345 The American apprehension is also stimulated by an idea that a state is

going to lose its freedom in an interdependent world economy, and that international

economic integration, influenced by a multitude of uncontrollable actors, entails a loss of

sovereignty".346 The previous reports of the Panels, such as the Tuna/Dolphin

dispute,347 are good examples for the sceptics to prove that the American policy would

be affected by the multilateral institutional decision.

Regarding this apprehension, it is suggested that the dispute settlement mechanism,

and the WTO as such, retains no direct enforcement to forfeit members' sovereignty.348

This mechanism, to some extent, lacks many characteristics necessary to transform

S. Hainsworth, "Sovereignty, Economic Integration, and the World Trade Organization." Osqoode Hall Law Journal

33(1995) p.594.

Brand. op.c it . p.12, Lowenfeld. op.cit . p.479. Shell. .cit. p.845. However. Shell suspected the American

intention in making this requirement

See D. Sanger, "Senate Approves Pact to Ease Trade Curbs : A Victory for ainton," The New York flmes

December 2, 1994. p.22.

346 M. Hilt. "Settlement of Disputes in International Economic Organization : Comparative Analysis and Proposals for

Strengthening the GAiT Dispute Settlement Procedures, in E Petersmann, et al. (ed.) The New GAiT Round of

Multilateral Trade Negotiations: Legal and Economic Problem (1988) pp. 285. 321.

347 The1991 Report.

348 Dillon. op.cit . p. 376.
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itself to the international trade courL349 Moreover, it was suggested that the WTO has

no more real power than that which existed for the GATI under the previous

agreements".35°

Furthermore, it does not seem possible that this mechanism will be enforced against

the American will. Political will is regarded as a crucial factor for the effectiveness of the

dispute settlement mechanism.351 Thus, it is up to members, particularly the powerful

ones, to decide how the dispute settlement should be enforced. The EC Banana dispute

was cited to exemplify the present situation that International dispute settlements are the

result of political maneuvering, rather than a genuine concern for improving the

conditions of international tcade.352

Additionally, it was stated that the WTO could not change an American law and

nothing could be imposed on the United States of America without its consent. 353 This

statement is supported by the fact that there has been no major sign that the United

States of America wilt revise its laws, even though these laws were found to be

inconsistent with GATT. 354 Furthermore, a plan has been prepared for the United States

349 Nainsworth. op.cit. p.619.

3 J. Jackson. lJruguay Round Legislation. Hearin gs Before the Senate Finance Committee 103d Cong., 2d Sess.

195(1 994) p. 197.

351 Bael. The GATT Dispute Settiement Procedure, Journal of World Tradaiw 22(1998) p.76. Also Bliss. op.cit.

p.5O.

352 A. Khansari, Searching for the Perfect Solution: International Dispute Resolution and the New World Trade

organization. Hastings International and Comparative Law Review 20(1996) pp.183-203.

35 M. Getlan. TRlPs and the Future of Section 301 : A Comparative Study in Trade Dispute Resotution, Columbia

Journal of Transnational Law 34(1995) p.216.

35 In the Brazil pharmaceutical dispute (L/6386). the United States of America responded by challenging that Brazil

could bring a complaint if and when retaliation was taken, even though it seemed clear that the American action had

violated GAIT rules. See Hudec. Enforcing lntemational Trade L.aw op.cif . p. 229.
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of Amenca to withdraw from tt)e WTO.8 55 it is apparently true that "the GAiTs

contracting parties have the dispute sethement process they deserve. It works

surprisingly well in most places where they want it to work, and does not work where

they do not want it to".356

Every country, as a member of the world society, has to abide by the rules of the

society. Its rights, freedoms, or even sovereignty might, to a certain extent, be affected

by these rules. The word 'sovereignty' may have been misinterpreted, 357 intentionally or

unintentionally, merely to oppose the dispute settlement mechanism, or the WTO as a

whole. Besides, the concept of absolute sovereignty might not be appropriate in the

current situation.358

The other aspect of sovereignty regards an issue of harmonization. The issue of

sovereignty may be raised again if there is concrete evidence that TRIPs attempts to

harmonize members' domestic laws. The concept of harmonization is not promising and

it is unlikely that TRIPs tends to do so. It is important to remember that TRIPs aims to

reach art ultimate result. i.e. effective enforcement, whichever 'methods' are used.359

There is a plan to appoint a commission to review the Panel's decisions which affect the United States of Amenca.

If the commission finds that the Panel exceeds its authority or acts arbilrarity 3 times within 5 years, any Congress

member can initiate a withdrawal vote. See P. Behr, "Dole Joins President on GAiT. Senate GOP Leader Gets

Escape Hatch" on Trade Arbitration," Washington Post November 24, 1994. p.1. For more detail, see G. Horlick,

'WTO Dispute Settlement and the Dole Commission," Journal of World Trade 29(1995) ppA5-48.

R Plank. "An Unofficial Description of How a GATT Panel Works and Does Not, Journal of International Arbitration

4(1987) p.101.

3 See S. Croley. et a!, "WTO Dispute Procedures, Standard of Review, and Deference to National Governments,"

American Journal of International Law 90(1996) p.211.

See L Henkin. "The Mythology of Sovereignty," ASIL Newsletter (March - May 1993) p.1.

359 TRIPS Article 1(1).
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This could be supported by the Panel report on the American Section 337 dispute. 360 A

contracting party was not asked to change its substantive law, or even the level of

enforcement of that law. However, the contracting party was required to obtain the level

of enforcement which was consistent with the GATT provisions.361

To the contrary, it has been suggested that TRIPs is the largest and most ambitious

attempt to harmonize intellectual property rights on a world scale. 362 This may be true if

the meaning of 'harmonization' is construed in a broad sense. Since one of the TRIPs'

aims is to set minimum standards of protection in members' domestic laws, it is

inevitable that it will have some effect

It seems clear that TRIPs intends to guide such domestic laws in the same direction

and finally produce similar results. This, to some extent, should affect society's

perspectives. If a law is regarded as a product of a social norm, societies with similar

norms should produce similar laws. It may, then, be argued that similar laws will be a

factor in an attempt to bring one society's perspective into conformity with that of

another. This assumption, if it really exists, is unpleasant since it is the first step toward

penetrating other country's sovereignty and it will bring the world to a new era of

colonialism. It may create a situation where developing countries' perspectives are

undermined through the concept of 'one law throughout the world'.

The rule-oriented method has also been viewed optimistically in that it may reduce

the risk of unilateral action. 363 One reason is that retaliation has never been an ideal for

dispute settlement. It is generally believed that the termination of offending measures,

360 U6439. adopted on November 7, 1989. 363/345,392.

361 Ibid. Paragraph 5.26. cited in GATT. Analytical Index. op.cit . p.538.

362 Demaret. op.cit. p.162.

363 Demaret. op.cit. p.136.
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rather than retaliation, is the aim of such a . process.364 Statistics showthat retaliation

has only once been authorized in the context of the dispute settlement under the

GAIT.365 The other reason is that a member which seeks redress will be bound by the

rules and will not be allowed to decide by itself that a violation has occurred. 366 This

rule will prohibit the member from taking justice into its own hands.367

As for the process of sanction, generally the prevailing party should first seek to

suspend concessions or other obligations with respect to the same sectors as that in

which the panel or the Appellate Body has found a violation or other nullification or

impairment. If the party considers that it is not practicable or effective to do so, it may

seek to suspend concessions or other obligations in other sectors under the same

agreement. If the party considers that the circumstances are serious enough, it may

seek cross retaliation, i.e. to suspend concessions or other obligations under another

covered agreement.368

However, the reasons which support the idea that a unilateral action will be limited

have not been persuasive. On the contrary, the cross retaliation, in particular, has been

viewed as a reproduction of Section 301 of the American Trade Act of 1974. This is not

overstated. It is apparent that, unless the intellectual property rights are 'appropriately'

361 One of the GATT (1947) purposes is to hmit the retaliatory action, through the process of consultation and dispute

settlement. See a comment of the GATT Director General in EPCT/AJPVF6, p.4. cited in GAiT. Analytical Index. op.cit.

p.645.

The U.S. Dairy Quotas Case: The Netherlands Action Under Article XXUI:2 to Suspend Obligations to the United

States, GATT (November 8, 1952), BISD. 1st supp., 1953, p.32.

The Dispute Settlement Understanding Article 23.

Leebron. op.cit. p.17. Lowenfeld. op.cit. p.481, Shell. op.cit. p.852.

368 The Dispute Settlement Understanding Articles 22(3).
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protected certain countries, such as the United States of America, will not be reluctant to

enforce trade sanctions in order to acquire the appropriate protection.

It is assumed that the United States of America will not hesitate to seek a resolution

through the dispute settlement process. Although the fact that only one authorized

sanction was allowed under GAIT was impressive, statistics show that, during 1948-

1989, the United States of America was a complainant in over a third of all cases.369

Having played a vital role in forcing the American Government to use Section 301,

private actors are likely to persuade the Government to bring more cases, especially in

the area of intellectual property rights protection, to the dispute settlement process.37°

As mentioned earlier, conflict in the intellectual property field was previously regarded

as conflict in principle between the 'North' and the 'South'. Such an issue was so

delicate that it was difficult to examine which side was right and which one was wrong.

This conflict hardly exists today since it was settled in TRIPs. The controversy, if any, will

possibly concern the issue of enforcement. As a result, members will be ready to bring

their cases to the dispute settlement process.311

Furthermore, cross retaliation seems to be the gist of the American scheme for

dispute resolution. In unifying dispute settlement in the GAIT, it will allow trade sanctions

to be enforced in the area of the new agreements, such as TRIPs. An American

delegation overlooked an idea to set up a dispute settlement mechanism in the WIPO

The figures showed that, of 207 cases, the United States of America was a complainant in 72 cases. See Hudec.

Enforcing International Trade Law. op.cif . pp.590-608.

370 It was believed that more cases would be taken into the WTO dispute setttemenL See International Trade

Reporter 11(1994) p.30. See also Aldonas. op.cit . p.79.

371 A research was undertaken and it was found that of 18 complaints which developed countries made against

developing countries, 10 were put forward by the United States of America. 2 of them concerned patent protection.

See Table 11 in P. Kuruvila, Developing Countries and the GATTWTO Dispute Settlement Mechanism. Journal of

World Trade 31 (1996) p.187.
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conventions primanly because there was no need for a separate agreement on the

dispute settlement in the WIPO conventions. 312 It is unlikely that the United States of

America will allow any unnecessary rules to undermine the effectiveness of this cross

retaliation. Apparently, the benefits derived from intellectual property of other countries

are regarded as insignificant when compared with those of the United Statas of

America.373 That is why it seems to be more practicable and effective to retaliate

against a developing country, such as Thailand, in a major trade area of agriculture, or

textile, rather than in art intellectual property area as such.

The attitude of developed countries on this issue is another reason that makes

developing countries worry about such retaliation. It appears that trade liberalization is

the goal for developed countries, particularly the United States of America, which they

will do everything to achieve. The use of Section 301 was justified as the proper strategy

in bringing other contracting parties to the GATT negotiations. 374 Moreover, it was

suggested that, to some extent, breaking GATT rules by enforcing Section 301 to

achieve this aim, was better than doing nothing and leaving global trade in chaos.375

At present, no one can be assured that other members will act reasonably under the

TRIP's rules. As a result, dispute settlement and retaliation will inevitably be sought. If

372 Internationat Bureau ofMPO, Committee of Experts on the Settlement of Intellectual Property Disputes Between

States, 7th Sess. \MPO Doc.SD/CEMI/8 (June 2. 1995).

373 See F. Abbott. 'The Future of the Multilateral Trading System in the Context of TRIPs," Hastings International and

çgparative Law Review 20(1996) p.674.

37 C. Taylor. 'The Umits of Economic Power: Section 301 and the World Trade Organization Dispute Settlement

System." Vanderbilt Journal of_]Iransnational Law 30(1997) p.222. It was claimed that the purpose in using Section 301

was to force other countries to accept a more reliable dispute settlement mechanism. See Aldonas. op.cit . p.74.

375 R Hudec. "Thinking about the New Section 301: Beyond Good and Evil." in J. Bhagwati. eta!. (ed.) Aggressive

Jjj[atemlism : America's 301 Trade Policy and the World TradinqSystem (Michigan: University of Michigan Press,

1990) p.151.
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the free trade concept cannot be achieved through this process, due to the American

perspective, it is likely that the United States of America will decide to 'play its own

game' again.

It has been argued that there is no conflict between Section 301 and Artic'e 23 of

DSU. Of the sixteen American complaints to GATT between 1975 and 1985, e(evec

started from the investigation under Section 301 •376 It has also been suggested that

there are fundamental similarities between Section 301 and DSU, inter ella, the idea that

retaliation is a last resort. 377 By this view, the United States of America merely needs to

adjust its timetable to conform to the timetable of dispute settlement under the WTO,

awaiting the results of those procedures before making any determinations or imposing

any sanctions.378

The argument that both measures share a similar nature, to a certain extent, seems to

be true since they provide legal sanctions, notwithstanding no rule has been

violatecj379 Section 301 allows the United States of America to sanction other countries

which do not provide appropriate protection to its intellectual property rights, even when

their laws conform to their international obligations. 380 In the Brazil pharmaceutical

dispute, the United States of America imposed sanctions against imports from Brazil on

the ground that Brazil had failed to afford patent protection for American

ptiarlTlaceuticals, even though it seemed that Brazil had not violated the GATT's

376 USITC. Pub. No.1793. Review of the Effectiveness of Trade Dispute Settlement Under the GATT and the Tokyo

ROUfld Agreements. Report to the Committee on Finance. US Senate. on Investigation No.332-212 Under S.332 (G) of

the Tanif Act of 1930. (1985) pp.49-51.

377 Getlan op.cif. p.2O5.

378 See Leebron. op.cit. p.l?.

37 See Taylor. op.cit . pp.209-348.

380 Braga. op.cit . p.259.
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rules.381 According to an interpretation of the Phrase 'nullification and impairment',

ironically also derived from the American proposal, 382 a member may seek authority to

retaliate against other members even when TRIPs rules have not been violated yet.383

It is enough for a member to seek a sanction for an action with which has interfered with

the attainment of some benefit the member could reasonably have expected to obtain

from TRIPs. The member may contend either that TRIPs has not been complied with, or

that effective enforcement and remedies have not been provided.

3.4 ENFORCEMENT IN TRIPs

It appears that the issue of enforcement concerning intellectual property rights is a

major part of TRlPs. Unless enforcement is efficient, TRIPs' success will inevitably be

undermined. This success will be determined through the achievement of the TRIPs'

goals i.e. to reduce distortions and impediments to international trade.385

To accomplish this goal, effective action must be provided against any intellectual

property rights infringements.386 This includes expeditious remedies to prevent

infringements, and remedies which constitute a deterrent to further infringements.387

381 GAIT complaint 1.16386. See Hudec. op.cit . p.571.

382 US Department of State. Pub.No.241 1, Commercial Policy Series 79. Proposals for Expansion of the World Trade

and Eniployrnent, (1945) p.24.

The GAIT (1994) Article XXIII (lXb). the Dispute Settlement Understanding Article 26(1). See also Hudec.

Enforcing International Trade Law. op.cit . p.6.

It has been argued that ... future development of the WTO system not only must improve the dispute settlement

procedures, but should first concentrate on improving national procedures for protecting individual rights and

interests." See HiIf. The Role of National Courts in International Trade Relations op. cit. p. 356.

385 See TRIPs Preamble.

TRIPS Article 41(1).

TRIPs Article 41(1).
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Likewise, enforcement must not be unnecessarily complicated or costly, neither should it

entail unreasonable time-limits or unwarranted delays.388 Moreover, it must be fair and

equitable.389

'Fair and equitable' enforcement is exemplified, in civil procedures and remedies,

such as the defendant's right to written notice.390 the right to be represented by

independent legal counsel. 391 the right not to have imposed overly burdensome

requirements concerning mandatory personal appearances, 392 and the right to an

opportunity to substantiate the claims and to present all relevant evidence.393

Additionally, such procedures and remedies must be transparent. This qualification is

the basic principle of international trade which allows members to understand, and to be

able to inspect, such procedures and remedies. This will ensure that such procedures

and remedies are fair and equitable. In this respect, decisions are required to be made

in writing and reasoned. 394 They must be based only on evidence in respect of which

parties were offered the opportunity to be heard.395 Similarly, such procedures and

remedies must be made available to the parties without undue detay.396 An

opportunity for a judicial review should also be provided.39?

388 TRIPS Article 41(2).

389 Ibid.

390 TRIPs Article 42.

391 Ibid.

392 TRIPs Article 42.

393 Ibid.

394 TRIPs Article 41(3).

395 Ibid.

396 TRIPs Article 41(3).

391 TRIPs Article 41(4).
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Generally, several approaches have been used in enforcing remedial measures. One

of them is the preventive approach. It is intended, for instance, to deter a person from an

infringement.398 Next is an approach to deter a person from committing the illegal

activity. This approach provides the effect both before and after an infringement is

committed. The effect before the infringement is committed tends to deter a person from

planning to infringe an intellectual property right. This approach makes the person fear

the consequence, such as criminal sanctions. 399 This should be an ultimate goal for

TRIPs since it will protect intellectual property rights from being infringed. The effect

after the infringement is committed tends to minimize an injured person's damage by

deterring further infringement, for example, by stopping infringing goods from circulating

into the market40° The other approach is restoration. This approach puts an injured

person back to the position he was in before an infringement occurred, for instance by

compensating him in damages.401

To a certain extent, the issue of enforcement could be regarded as the ultimate goal

of the decade-long negotiation. Unless such enforcement exists under the TRIPs regime,

the United States of America will sanction other countries with Section 301 again.402

Furthermore, it seems unbelievable that an intellectual property rights' owner will be

396 TRIPs Article 44.

399 TRIPs Article 61.

400 TRIPs Article 51.

401 TRIPS Article 45.

402 In 1994 it was stated that Section 301 remained exactly today as it always had been, and that the United States of

America would still be able to retaliate unilaterally against other countries. See USTR Says Accord Preserves Section

301 : Gephard Pledges Support for GAiT Deal. International Trade Rep. 11 (BNA)1. January 5, 1994, p.30. This study

found that the United States of America still identified countries that had been failing to meet TRIPS obligation or

otherwise failing to protect intellectual property rights property every year. 37 and 34 countries were identified in 1995

and 1996 respectively. See Taylor. op.cit . p.235.
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satisfied with the fact that all countries have already provided 'acceptable' enforcement

and remedies in their domestic laws. What he is concerned with is the actual remedy he

will receive, not remedial measures provided in a statute.

A mere appropriate law cannot provide appropriate remedy, unless such a law is

appropnately enforced. This idea seems to be supported by the TRIPs' concept which

aims at the accomplishment of intellectual property rights protection, whichever method

is used.403 The next question, therefore, regards how to enforce such remediaf

measures in an 'acceptable' way.

3.5 REMEDIAL MEASURES IN TRIPs

Several proposals were submitted during the negotiations in order to express the

concern of contracting parties on this issue. The American Proposal for the Negotiations

on Trade-Related Aspects of Intellectual Property Rights, 404 for instance, was

introduced soon after TRIPs was included in the 1986 Ministerial Declaration. This

proposal stressed the need for the creation of an effective economic deterrent to the

infringement of intellectual property rights protection through the implementation of

border measures.405 Two main objectives of this Proposal were, firstly, to reduce

distortions and impediments to legitimate trade in goods and services caused by

deficient levels of protection and enforcement of intellectual property rights, and,

secondly, to persuade all countries to join the agreement in order to resolve disputes

'tO3 According to Article 1(1). member countries are free to determine the appropriate method of implementing the

provisions of TRIPs within their own legal system and practice.

United States for Achieving the Negotiating Objective. GArr-Doc.MTN.GNG/NG11N/14 (20 October 1987).

Reprinted in Beier and Schricker. (Hereinafter the American Proposal)

The American Proposal. opcit. p.182.
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under a multilateral settiement mechanism. It proposed that an intellectual property

rights' owner should be entitled to lodge art application to prevent importation of

infringing goods. Other remedies should include preliminary and final injunctions,

damages, seizure and destruction of infringing goods, as well as criminal sanctions.

Such remedial measures would, according to the American proposal, be considered for

both trade-based remedies and those under intellectual property laws.406 The

European Community and Japan introduced their own proposals and, in the main,

accorded with the American Proposal. 407 These guidelines seemed to support the

American Proposal in ensuring that intellectual property rights protection would be

discussed as an international trade issue in GAIT.

However, there were some differences between the American proposal and the EC

Guidelines. While the American Proposal stressed importation, for instance, the EC

guidelines aimed at customs procedure in general such as import, export, and so

forth.408 Moreover, the former simply defined appropriate deterrent penalties such as

imprisonment and monetary fines while the latter did not make explicit provision for

penalties. They merely suggested that large fines and prison sentences should be

considered as possible sanctions.409

Subsequently, the Basic Framework of GAIT Provisions on Intellectual Property

(incorporating the views of the European, Japanese and United States Business

406 The American Proposal. op.cit. p.185.

407 Guidelines Proposed by the European Community for the Negotiations on Trade-Related Aspects of Intellectual

Property Rights. GATT-Doc.MTN.GNG/NG1 1tJ/16 (20 November 1987). Reprinted in Beier and Schricker.

(Hereinafter the EC Guidelines) Suggestion by Japan for Achieving the Negotiating Objectives.

GAU.Doc.No.MTN.GNGING11IW/17 (November 23, 1987).

EC Guidelines. op.cit . p.205.

The EC Guidelines. op.cit p.210.
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Communities) was produced. This Basic Framework also concurred with the American

Proposal and stressed international trade. Border measures, for example, were

interpreted as measures to isolate significant infringements or importations from

countries whose inadequate laws and enforcement procedures permit infringements

and other misappropnations of intellectual property, by cutting off exporters from their

main foreign markets.41°

It should be noted that contention on remedial issues was scarcely noticeable when

compared with that on other issues, such as the basic principles or the scope of

intellectual property rights. This was probably because there were not many conflicts

concerning the remedial concepts among the contracting parties. Even though the legal

backgrounds between common law and cMl law systems are different, they could

manage to overcome these differences and form compromise measures. It has been

argued that the experience of internal negotiations on the basis of the European

Community Draft successfully helped in promoting these global negotiations.41 1

Remedial measures in TRIPs are divided into four parts, namely,

- civil remedies

- Injunctions

- Damages

- Orders of disposal or destruction

- Order of information

- provisional measures

410 The Basic Framework of GATI Provisions on Intellectual Property - Statement of views of the European. Japanese

and United States Business Communities. June 1988. Reprinted in Beier and Schricker. op.cit . p.367.

411 See 1. CoWer. 'The Prospects for Intellectual Property in GAiT.' CMLR 28(1991)p.41O. See also Draft Agreement

on Trade-Related Aspects of Intellectual Property Rights. MTN.GNGING1 1NI68 (29 March 1990).
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- border measures

- criminal sanctions

3.5.1 INJUNCTIONS

The purpose of this measure is to prevent and to deter imported goods which are

involved in the infringements of intellectual property rights (hereinafter the infringements)

from entering into the markets, immediately after customs clearance of such goods. The

judicial authorities should have the power to order a party to desist from the

infringements.412 Members, however, are not obliged to provide for this measure to

protect subject matter which was acquired or ordered without knowledge of, or

reasonable grounds to know, the infringing nature of such goods.413 Remuneration

might be provided as an alternative remedy in a case of use, or authorization, by a

government.414 Similarly, in a case where this measure is inconsistent with members'

laws, declaratory judgments and adequate compensation will be the alternatives.415

Normally, injunctions are regarded as a common law - remedy since they are claimed

as a creation of the courts of equity.416 They are defined as orders either prohibiting a

person from doing some specific act, called a prohibitive injunction, or commanding a

person to undo some wrong or injury, called a mandatory injunction. According to this

concept, it is likely that injunctions will be enforced in a rather broad sense. 417 In other

412 TRIPS Article 44.

413 TRIPS Article 44 (1).

414 TRIPS Article 44 (2).

415 TRIPs Article 44 (2).

416 L A. Sheridan. injunction in General (Chichester: Barry Rose Law Publishing. 1994) p.4.

417 The English Court of Appeal held in a recent case that the civil remedy could even be sought in aid of the

criminal law, to uphold the public policy of ensuring that a criminal did not retain profit derived directly from the
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words, it is suggested that this measure is discretionary and based on equitable

principles. To a certain extent, this measure seems flexible enough to allow a judge to

provide an effective remedy to an intellectual property right holder from an early stage

and the status quo is restored in order to protect the right holder from further harm.

However, it is not clear that injunctions in Article 44 will be enforced exactly the same

way as they are in English or any other common law system. The significant question is

whether injunctions will be granted only where legal remedies such as damages would

provide an inadequate remedy.418 This traditional rule stems from the equitable

concept which provides that equityfollows the law".419

It is unlikely that this rule will be regarded as the major condition in granting

injunctions under Article 44, since this rule does not appear in this provision. Besides,

members which are not familiar with the equitable procedures might be reluctant to

follow this rule. It seems to be more appropriate to take the availability of other remedial

measures as one of the elements to be in considered in determining the application of

this remedial measure. The more restrictive approach identified above might be

regarded as an obstacle to access to an effective remedy and it could become a bamer

to trade.

commission of his crime. Attorney General v. Blake (December 16. 1997). reported in The Times December 22. 1997.

'p.40. In this case, the defondant, a former member of the Secret Intelligence Services, had revealed some information

in his autobiography without any permission or approval from the Government. The Attorney General sought an action

against him from profiting from publication of his autobiography.

418 R J. Sharpe. Injunctions and Specific Performance (roronto: Canada Law Book, 1983) p.5.

419	 p• Parker. et aI. (ed), Snell's Equity (London: Sweet & Maxwell. 1990) p.27.
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3.5.2 DAMAGES

This measure is provided for in Article 45 of TRIPs. Adequate damages should be

available to compensate an injured person when

1. an infringer engaged in an infringing act or acts, and

2. an infringer knowingly, or with reasonable grounds to know, did so.

Expenses of the action, which may include appropriate attorney's fees, should also

be available.

The judicial authorities should have a discretionary power to order recovery of profits

and/or payment of pie-established damages even where the infringer did not knowingly,

or with reasonable grounds to know, engage in an infringing activity.420

Apart from the purpose of restoration, these measures may tend to prevent an

infringing act and/or to deter a further infringement The phrase 'damages adequate to

compensate for the injury the right holder has suffered' seems to hint at an endorsement

of the restorative approach. However, 'adequate damages' could be used for the

preventive and deterrent approaches too. This idea is based on an assumption that if

there is no profit in such infringements, no one would engage in these illegal activities, It

is apparent that intellectual property rights have been infringed because there is a huge

profit in these illegal activities. Such motivation is wrong and should be discouraged.

Arguably, the idea of using orders for damages for preventive or deterrent

approaches is supported by the provisions of TRIPs per Se. A broad interpretation of

Article 41 will possibly allow the judge to use damages as the means to deter further

infringements committed by the infringer, or other persons. The order of recovery of

TRIPS Article 45 (2).
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profits or. pre-establistied damages also gives support to this idea.421 This concept is

likely to discourage intellectual property rights infringements. No one should gain any

profit from an illegal activity even when he does not commit it intentionally.422

Generally, it seems that this idea has not been pursued sufficiently in many countries.

The seriousness of injury is one major aspect In other words, the amounts of damages

are obviously inadequate to prevent or deter further infringements. There are no explicit

criteria for assessing the level of seriousness of injury, so it is decided on a 'case by

case' basis. It is possible that, for instance, an infringement of a large quantity of goods

which involves a large amount of profits will be regarded as serious. However, in some

countries, art infringement of luxury goods might not be regarded as severe.423

Decisions may vary even in the same court because they are mainly based on the

individual background and knowledge of each judge. Different cultures and economic

structures are the other factors.

The other reason why the deterrent approach is not effective is that it seems rather

difficult to determine adequate damages. Compensation required by an injured person

is sometimes overestimated.424 A judge, therefore, has to decide moderate damages

421 TRIPs Article 45. See L Bently, Accounting for Profits Gained by Infringement of Copyright: When Does It End?.

E!fi 1(1991) pp.5-15.

422 See Hall T. The Infringement of Patent for Inventions. Not Designs (Cincinnati: 1893) p.224. However, this

deterrent approach may be limited merely to discourage the infringements, not to punish the infringers. See My Kinda

Town v. SoIl [1982] F.SR p.156 per Slade J.

423 Luxury goods such as clothes, leather bags, orjewellery watches are, from time to time, regarded as less

important than necessary goods such as agricultural or phannaceutical products. See M. Kostecki, 'Sharing

Intellectual Property Between the Rich and the Poor. iEi 8(1991) p.271.

424 In one patent case, the plaintiffs sought damages for a total of 9,355.600 Baht (approximately 200,000 Pounds).

The Thai Supreme Court. however, found that the adequate damages were 5,022,400 Baht (approximately 100,000

Pounds). The Supreme Court Judgment 237912537 (1994 A.D.). Regarding an exchange rate between Thai and

English currencies, the Thai Baht has been affected by the current situation, particularly in 1997-1998. It has
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for the injured person, which may be less than the actual damages. In such a case, the

remedy has a small effect and does not deter an infringer. A reasonable royalty method

to compensate the injured person.425 particularly in a patent case, might be a relevant

option.

The situation will be more complicated when there is no explicit injury which the

injured person has suffered. Damage to reputation is an example. The infringer may not

have received any benefit from an infringement and/or the injured person may have

suffered no actual loss. The judge may conclude that there is no actual damage that the

infringer has to compensate in the case. Even when the infringer is ordered to pay

expenses, this order, in some countries, hardly delivers any deterrent effect to

discourage his wrongful motivation.426 In such cases, an award of statutory damages

seems to be an appropriate resolution. This is an amount of compensation fixed by law

that the injured person may elect to recover instead of actual damages.427

In this situation, the 'value of use' test was adopted in one of the American cases to

compensate the plaintiff in a case where the defendant earned no profits and the plaintiff

lost no prospective sales. The court held that the defendant could reduce its own

fluctuated between 40 Baht (per 1 Pound) and 92 Baht (per 1 Pound). For this research. nevertheless, this exchange

rate is not so significant Therefore, the rate of 40 Baht pen Pound is used throughout the study.

425 This damage is equal to the amount which the infringer would have had to pay had he had a license upon the

terms normally granted by the patentee. See Catnic Components v. Hill & Smith Ltd.. [1983] FSR518. Also Meters

Ld. v. Metropolitan Gas Meters Ld. (1911)28 RPC. p.164.

426 The maximum court fees for a civil case in Thai law is 200,000 Baht (approximately 4.000 Pounds). The Civil

Procedure Code, Table II.

427 This method is available in many counthes domestic laws, for instance. Article 88 of the Republic of China

Copyright Law, translated and reprinted in N. Trop, and L Chen, "A Bold New Awakening? The New Taiwanese

Copyright Law," Journal of the Patent and Trademark Office Society 74(1992) p.856.
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campaign costs by paying no royalty to thecopyright owner for the infringing

material.428

The other significant aspect of damages is expenses. Certain expenses, particularly

attorney's fees, have been regarded as the necessary expenses which an injured

person had to assume in order to find redress against the infringement of his intelleàtual

property rights.429 An order covering expenses will ensure that a11 litigants have equal

access to the COurt to vindicate their statutory rights and also prevent [the] infringements

from going unchallenged".430 It is obvious that such expenses are considerably high in

many countries.431 It will become a barrier for an intellectual property right holders to

seek justice unless they can cope with such costly expenses. It should, therefore, be

acceptable to place this burden on the infringer since such responsibility will discourage

other persons from infringing intellectual property rights.

Members are not obliged to provide for attorney's fees in their domestic laws. It is

worth noting that TRIPs merely concerns 'appropriate' attorney's fees. 432 not the full

actual fees. Even though these fees could serve in the deterrent approach, 433 this

method may be corruptly used by the injured person. Several American cases could be

426 Deltak Inc. v. Advanced Systems Inc., 767 F.2d 357 (7th Cir.1985)

429 Committee of Experts on Measures Against Counterfeiting and Piracy. 'MPO Meetings. invfiiaIPr92t 9

(1968) p.340.

430 See Quinto v. Legal limes of Wash.Inc., 511 F.Supp.579.581 (D.D.C.1981)

431 In one American decision, attorney's fees of over USS 1.4 million were awarded to the plaintiff. See Refac Intl v.

Hitachi Ltd.. 921 F.2d 1247(Fed.Cir.1990)

432 In the United States of America. a reasonable fee is considered as a 'moderate' amount which is frequently less

than such a fee would be if property fixed between the client and his attorney. See Key West Hand Pnnt Fabncs Inc. v.

Serbin Inc., 269 F.Supp.605 (S.D.FIa.1965)

433 In the United States of America, the reason for awarding attorneys fees is sometimes to penalise the losing party.

See Rose v. Bourne, 176 F.Supp.605 (S.D.N.Y. 1959)
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raised to demonstrate this anxiety. In one case, a party tried to make a profit in payment

of attorney's fees over and above the amount that the client actually paid to the

attorney.434 In another case, a party unreasonably prolonged litigation for the purpose

of collecting disproportionately large statutory damages and the attorney's fees.435

3.5.3 ORnElOF DISPOSAL OR DESTRUC11ON

According to Article 46 of TRIPs, members have to endow the judicial authorities with

the power to order that infringing goods be disposed of outside the channels of

commerce, or be destroyed (subject to the constitutional restrictions), to avoid any harm

caused to the right holder. Likewise, the judicial authorities have the power to order that

materials and implements predominantly used for infringement purposes be disposed of

outside the channels of commerce so as to minimize the risk of further infringements.

Such orders will be made without compensation of any sort. In considering a disposal

request, the judicial authorities will consider the issue of 'proportionality' as between the

seriousness of the infringement and the remedies ordered in addition to the interests of

third parties.

It appears that this measure is intended to deter infringements. The drastic result of

this measure is that infringing goods will be removed from the market permanently. In

the case of trade marks, it is provided that the mere removal of an infringing trade mark

from goods will not usually be sufficient to permit the release of counterfeit trade mark

goods into the market.436

434 Jewish Employment & Vocational Serv. Inc. v. Pleasantville Educ. Supply Corp.. 601 F.Supp.224,223 U.S.P.Q.763

(ED 1983)

435 Warner Bros. Inc. v. Dae Rim Trading Inc.. 677 F.Supp.745.773 (S.D.ftY.1988)

436 TRIPS Article 46.
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It has been argued that orders , for destruction should not be placed among civil

remedies, since the purpose of civil remedies was to cause the wrongful act to stop, not

to inflict punishment. 437 A significant effect when this measure is regarded as a civil

remedy, rather than a cnminal one, relates to the interpretation of the law. The law can

be broadly interpreted and flexibly enforced within the scope of the civil law. This differs

from the area of criminal law, where all measures are strictly interpreted and enforced.

The interpretation of the concept of 'goods', 'materials' or 'implements' is an

illustration. Since this measure concentrates on an 'object', rather than a 'person', it is

likely that all objects 'that have been found to be infringing' could be disposed of or

destroyed. It possibly brings about a problem when there is concrete evidence that such

goods belong to a third person who knows nothing concerning any infringement.438

Although it is provided that the interests of third parties should be taken into account

when considering any request for Such a measure, 439 the innocent person has already

been placed in an insecure positIon.440

Moreover, these words might be broadly interpreted to include tools, equipment, and

components, and might even be construed to cover 'legitimate' goods in order to deter

an infringer from committing such infringement in future. This might arise, for in stance,

where 'legitimate' goods are imported without the consent of a right holder. This is the

437 Committee of Experts on the Protection Against Counterfeiting. WIPO Meetings.' Industrial Ptopertty 10(1987)

p.366.

438 may be sufficient to prove merely that the goods were found in the infringer's possession. See J. Bomlcamm,

'An Overview of the Actions and Remedies for Dealing with Infringement of Intellectual Property Rights,' WIPO ASEAN

gnaI Colloquium on Inetlectual Property for the Juça WIPOI1PIJUIBKKI95t2 p.la

43 TRIPs Article 46.

44 The American court once held that the remedy of forfeiture and destruction is not available as against an innocent

third party who acquires infringing goods, but does not himself engage in any act of infringernent See Applied

Innovations Inc. v. Regents of the Univ. of Minn.. 876 F.2d 626.637-8(8th ar.1989).
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concept of 'parallel imports' which, to some extent, is legally acknowledged. 441 The

judgments of the European Court of Justice that 'a patentee has to accept the possibility

of parallel imports' are raised to support this situation. 442 The concept of 'exhaustion of

rights' is likely to support this situation too.443 Such 'parallel import' goods are obviously

competitive since they are similar goods but cheaper than those in the imported

markets. This inevitably affects the market prices of the right holder's goods. Under

these circumstances, the right holder is probably dissatisfied with the situation, and

regards it as an infringing act. 444 Consequently, the order of disposal or destruction

might be sought

441 This is a situation when the goods were legally circulated in one country by. or the consent of. a right holder. Such

goods were later imported into another country without authorization of the right holder.

442 Joined cases. Merck v. Primecrown (c-267195) and Beecham v. Europharm (c-268/95) [1997) 1 	 p.83.

443 TRIPs Article 6. Obviously, once a goods is sold, a right holder has no right o prevent a purchaser from reselling.

4 The right holder, especially in the patent case, could argue that he has a right to prevent other persons from

importing a patented product or a product obtained directly by the patented process. See TRIPS Article 28(1).
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3.5.4 RIGHT OF INFORMATION

The right of information is another type of civil remedies. It tends to enable an

intellectual property rights' owner to obtain knowledge of sources and distribution

channels of the goods that infringe his rights. This measure is an option that members

may incorporate in their domestic laws.

This measure also aims to prevent an infringement and to deter a further

infringement. In doing so, it will cut off the infringing act both upstream, at the source,

and downstream, at the various commercial outlets. 445 An infringer will be ordered to

inform the right holder of the identity of third persons involved in the production and

distribution of the infringing goods or services, and of their channels of distribution.

However, it is likely that this measure penetrates an individual right of self-

incrimination. This conflict arises when the infringer declines to comply with the order.

Normally, he is entitled to the privilege against self-incrimination, 446 i.e. the right of an

accused or an offender to remain silent and refrain from answering any question which

might tend to incriminate him. This privilege comes from the fundamental right that no

person will be compelled in any criminal case to be a witness against himself. It tends to

maintain a good balance between personal rights and state power to enforce the

criminal law.

Since modem society has evolved from the time the right of self-incrimination was

created, the concept of this right apparently has been undermined. There is also a sign

445 See Committee of Experts on Measures Against Counterfeiting and Piracy. op.cit p.338.

446 For more explanation, see 0. Walk, The Oxford Companion to Law (Oxford: Oxford University Press. 1980)

p.1129.
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that the scope of this right has been narrowed. 447 In England, for instance, after a

crucial decision that a defendant was entitled to the privilege against self -

incrimination,448 the Supreme Court Act 1981 Section 72 was amended to clarify that

such privilege would not be available to a person in civil proceedings that related to

infringement of intellectual property rigtits.449 Such a statement, however, would not be

admissible in criminal proceedings for a related offence. Nowadays, it seems that the

aim of combating the infringements is more important than the old idea of protecting

individual liberties.

3.5.5 PROVISIONAL MEASURES

The judicial authorities should have the power to order prompt and effective

provisional measure:

1. to prevent the infringing activity, or the entry of infringing goods, and

2. to preserve relevant evidence in regard to the alleged infringement450

An applicant is required to give reasonably evidence to prove that he is a right

holder, and his right is being infringed or the infringement is imminent 451 Furthermore,

he may be required to give other information necessary for identifying such illegal

goods.452

447 See M. Berger. Taking the Fifth (Toronto: Canada Law Book. 1980) p.163.

448 Rank Film Distributor Ltd. v. Video Information Centre [1982) A.C.380 (F-IL)

449 1981 .c.54.

450 Article 50 (1).

451 Article 50 (3).

452 Article 50 (5).
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This measure seems to be similar to the one of the equitable remedies called an

interim injunction. It is a type of injunction. The most well known interim injunction is the

'Anton Piller order. This comes from the decision of the same name of the Court of

Appeal.453 The aim of this injunction is to preserve evidence that may otherwise be

destroyed by a defendant. It is a mandatory injunction in the sense that it requires a

defendant to permit the search of his premises and the seizure of goods for

inspection.454 Apparently, the interim injunction has been enforced successfully.

particularly in England. To some extent, it is said that the majority of illegal activities have

been dealt with by such injunctions before infringers have been put on trial leading to

early settlement of cases. 455 They are regarded as flexible and effective remedial

measures especially in the context of the intellectual property rights infringement.

Generally, one of the important elements in granting this measure is the factor

whether an intellectual property right has been infringed or such infringement is

imminent. This could help a tight holder in finding a quick remedy. However, there is

uncertainty regarding the meaning of the phrase 'such infringement is imminent. It is not

clear whether it could be compared to an attempt or preparatory acts in criminal law. In

other words, it is a question of the difference in the meaning between 'do' and 'about to

do'.456

45 Anton Piller KG v. Manufacturing Processes Ltd. (1976) Ch55.

45 L A. Sheridan. Chancery Procedure & Anton Piller Orders (Chichester: Barry Rose Law Publishing, 1994) p.28.

455" ... Nearly always.....these cases do not go to that. The parties accept the prima fade view of the court or settle

the case. At any rate, in 99 caseS out of 100 it goes no farther". Per Lord Denning in Fellowes & Son v Fisher [1976]

GB 122 (C.A.) p.l29. Also M. Fysh. "The Action for lnfiingernerit of Intellectual Property Rights," Regional Forum and

thLudiciarv and the Intellectual Property System (Geneva:1987) p.174.

In general, the basis of an injunction is the threat actual or implied, on the part of the defendant that he is about

to do an act which is in violation of the plaintiff's right. See 0. Young, eta!. (ed.) Terrell on the Law of Patents (London

Sweet & Maxwell, 1994) p.441.
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Under TRIPS, the defendant will enjoy several forms of protection. Firstly, a security,

or equivalent assurance, maybe required in order to protect the defendant's

position.457 Secondly, a notice of the order should be given to him without delay, so that

he could decide how to deal with this measure appropriately. 458 Next, if proceedings

are not initiated within a reasonable period, the order must be revoked. 459 In addition,

the applicant will be ordered to compensate the defendant where there is no final

determination of the infringement.460

3.5.6 BORDER MEASURES

Border measures enable a right holder to lodge an application with the competent

authorities for the suspension of the release of counterfeit or pirated goods into free

circulation.461 WTO members are required to adopted measures to permit right holders

to instigate the use of border measures. The right holder should have valid grounds for

suspecting that the importation of such goods may take place and he must provide

adequate evidence that his right is infringed, under the laws of the country of

importation.462 A sufficiently detailed description of the goods is also required. 463 If the

suspension is allowed, both the applicant and the importer will be informed. Such goods

will be released unless the proceedings are continued.464

7 Article 50 (3).

458 Article 50 (4).

45g Article 50 (6).

460 Article 50 (7).

461 Article 51.

462 Article 52.

463 Ibid.

464 Article 55.
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Border measures are regarded as crucial since they effectively deter and prevent

infringing goods from circulating into the market They tend to deprive the importer of the

economic benefits of the transaction and deter him from further importation of such

goods.465 Such illegal goods will be dealt with from an early stage since they move

across members' borders. It is unlikely that the right holder could stop or seize such

goods successfully once they have been put onto the market To ensure the

effectiveness of border measures, competent authorities may be allowed to initiate the

process to suspend the release of goods.466 Furthermore, competent authorities should

also be given the power, subject to judicial review, to order the destruction or disposal of

such goods.467 Competent authorities. may also be given authorily to provide the right

holder with information concerning the consignor, the consignee, the importer, and the

goods.468 In addition, it is worth noting that there is no exception in enforcing this

measure even where infringing goods are in possession of an innocent person.469

Apparently, these measures are emphasized in the importation of counterfeit

trademark and pirated copyright goods.47° TRIPs leaves it as an option for member

countries that border measures involving exportation or infringements of other

465 Renoue. op.cif . p.239. See also J. Sweeney, et a!, Heading Them Off at the Pass - Can Counterfeit Goods of

Foreign Origin Be Stopped at the Counterfeiter's Border?' Trademark Reporter 84 pp.477-494. In practice, these

measures rely on correct and adequate information, normally via computerized system. In many countries, particularly

developing ones, the computerized system is still not in use effectively. Therefore, officials always ask for information

from intellectual property right's owners.

' Article 58. It may be very helpful in a case where a right holder is unknown.

467 Article 59.

468 Article 57.

469 It is noted that the American authorities are able to award an order of seizure, forfeiture, and destruction even

when such imported infringing goods are in possession of a noninfringer. See Nimmer. op.cit. p.14-i21.

470 For the definition of 'counterfeit trademark goods' and 'pirated copyright goods', see TRIPS footnote 14.
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intellectual property rights may be provided. Likewise, these measures are not intended

to deal with the importation of small quantities of goods.471

The importer, however, receives some protection from inappropriate use of these

measures. A condition for the applicant to provide a security, 412 or the right to be

compensated for an injury are required. 473 Moreover, the defendant's confidential

information has to be protected.474

Nevertheless, there is fear that such measures might be corruptly enforced. One

purpose of a requirement of a security is to prevent abuse. 475 Furthermore, there is an

anxiety that such measures may be used as a strategy to limit importation. 476 In other

words, they may be used to delay, or even prevent, foreign goods from competing on

the domestic market.

A similar remedial measure, namely seizure on importation, is provided for in the

Paris Convention (1967).47 This issue was once the subject of huge debate between

developed and developing countries. The original text which mandated the seizure of

counterfeit goods was eventually modified to allow members to decide whether to

provide either this measure or the prohibition of importation or seizure inside the

country.478

471 Article 60.

472 Article 53.

473 Article 56.

474 See TRIPs Article 57.

475 TRIPs Article 53.

476 enoue. op.cit . p.236.

471 Article 9.

478 Olenick. op.cit . p.826.
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5,7 CRIMINAL SANCTIONS

Criminal sanctions seem to be the most important and effective remedial measures in

TRlPs.4 This may be because they are enforced directly against the infringer's right or

property.48° Criminal sanctions here consist of imprisonment and monetary fines. In

appropnate cases, they include seizure, forfeiture, and destruction of the infringing

goods and of any materials and implements, the predominant use of which has been

made in the commission of the offence.481

Criminal sanctions are intended to deter and prevent any persons from committing the

infringements. It is argued that such illegal activities are not a minor offence, but a

particular form of economic crime that must be taken seriously and must be

opposed.482 They should be dealt with by a combination of both imprisonment and

fines.483 This is why TRIPs requires in Article 61 that imprisonment and monetary fines

are sufficient to provide a deterrent, and consistent with the level of penalties applied for

crimes of a corresponding gravity. There was a likelihood that the seriousness of such

infringements would be determined by comparing with the offences of theft or other

monetary fraud.484 However, it was subsequently made clear that there was no

479
It seems that criminal sanctions are more preferable to civil remedies. One reason is that civil remedies are

regarded as time-consumed process. Therefore, they cannot prevent infringement in proper time. See Gervais. op.cit.

p.198.

480 See Jennings. op.cit. p.808. Also Gervais. Op.cit. p.198. Civil action is frequently regarded as a time-consuming

process. As a result, it is not perceived as effective in preventing intellectual property rights' infringement.

481 TRIPsArticIe6l.

482 0. Brouer, "The Law to Enforce the Protection of Intellectual Property and to Combat the Piracy of Products,"

12(1990) p.410.

483 See Jennings. op.cit. p.815.

484 The Basic Framework, op.clt. p.401.
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intention to assimilate these offences into theft. The comparison was made, primarily to

find out the suitable sanctions for such offences.485

Article 61 provides a mandatory punishment only in cases of wilful trade mark

counterfeiting and copyright piracy. 486 leaving other types of intellectual property rights

infringements as 'options' for members. It seems that trade mark counterfeiting and

copyright piracy are more harmful than other infringements and so are dealt with by

these more effective sanctions. This is apparentiy true when judging from the results of

such infringements. The more severe the punishment, the more it Will deter such illegal

activities. Nevertheless, a patent right holder might wonder why he is treated differently

from a trade mark or a copyright holder. From the former's perspective, it might be more

appropriate to punish all types of the infringements. Consequently, the different

infringements should be dealt with by the different levels of punishments, according to

their seriousness. This argument could be supported by the concept of the 'horizontal

approach'.487 Thailand,488 for instance, seems to support this approach since they

provide criminal sanctions for all infringements of intellectual property rights.

The additional element in criminal sanctions is that such activities should be carried

out on a commercial scale. The phrase 'on a commercial scale' is rather obscure. It

485 See Committee of Experts on Measures Against counterfeiting and Piracy. op.cit . p.34.

The American court had once suggested that 'witfol' may only mean an intent to copy and not to infringe. See

United States v. Becker, 134 F.2d 533 (2d ar. 1943) It was late construed that the concept of 'wilfulness' required for

criminal copyright infingement should be 'voluntary, intentional violation of a known legal duty'. See United States v.

Moran, 757 F.Supp.1046 (D.Neb.1991)

487 This approach finds that piracy is not different from a normal infringement it is merely an act of infringement

characterized by a specific aim and would be punished the same as a normal infringemeni See Brouer. op.cit -

p.410. It is noted that German jurists support this approach. See also F. Wooldridge, "The Enforcement of the TRIPs

Agreement in Germany,' Intellectual Prooerty Quarterfy 2(1997) p.240.

See the Copyright Act B.E.2537 Section 70. the Patent Act B.E.2522 Section 85, the Trade Marks Act B.E.2534

Section 108.
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should be stncliy construed since this is a criminal measure: It was once discussed

whether the quantity of goods should be taken into consideration. 489 It was also

argued that the qualification on a commercial basis was intended to cover repeated

offences.49O This phrase might be added to ensure that this measure deals primarily

with the trade related aspects.

Apparently, the specific intention of the infringer is not required. To some extent, it is

easier for the right holder to prove that the infringement was committed on a commercial

scale, compared with an attempt to prove the specific intention of such an infringer.491

489 Committee of Experts on Measures Against Counterfeiting and Piracy. op.cit. p.333.

490 See Brouer. op.cif . p.411.

491 For this issue, the phrase 'for the purpose of commercial advantage or private financial gain' provided for in the

American copyright law is regarded as the equivalent of tor profir. 17 U.S.C. Section 506 (a) The American court held

that this phrase did not require that the offender should actually make a profit, but only that he engage in a business

to hopefully or possibly make a profit. United States v. Shabazz, 724 F.2d 1536(11th Cir.1984)
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CHAPTER 4 INTELLECTUAL PROPERTY LAW IN THAILAND

4.1 INTRODUCTION

There has been a great deal of controversy over Thai intellectual property laws even

though they are, to some extent, based on international criteria and regarded as

modem. The United States of America, as well as some European countries, have

complained that law enforcement and remedial measures to combat counterfeiting and

piracy in Thailand are both inadequate and ineffective. For example, it was estimated

that American industry lost $70 - 100 million dollars, as a result of Thai piracy of videos,

audio-cassettes, books, and computer software, in 1990 alone. 492 Therefore, the United

States Trade Representative (USTR) placed Thailand on the 'priority watch list' and later,

in responding to a recommendation from the President's Economic Policy Group, put

Thailand on the Special 301 priority list. 493 This step was taken on the basis that

Thailand had engaged in certain intellectual property practices that created barriers to

market access.494 This was the pretext for demanding restrictions on the Generalized

System of Preferences (GSP) for Thailand and inevitably the reform of Thai intellectual

property laws.

It is, therefore, important to find out why intellectual property law is not so effective in

protecting intellectual property rights. An answer of this issue may be found when

considering intellectual property law in Thailand and its historical background.

Copyright law, patent law, and trade mark law, in particular, will be scrutinized

492 Termination of Section 302 Investigation Regarding Thailand's Enforcement of Copynght Protection. 56 Fed. Reg.

67.1 14 (USTR 1991)

493 Notice of Countries Identified as Priority Foreign Countries. 56 Fed. Reg. 20.060 (USTR 1991)

49 Mesevage. op.ciL p.431.
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respectively. Consequenhiy, this Chapter will discuss the change of Thai intellectual

property law, especially under international obligations. The prime result of this change,

the set up of the Central Intellectual Property and International Trade Court, will also be

considered.

4.2 COPYRIGHT LAW

The Royal Proclamation of the Vajirayarn Library Ror.Sor.111 (1892 A.D.) 495 is

regarded as the first copyright law, also the first intellectual property law, in Thailand.

This Proclamation was enacted during the reign of King Chulalongkom (Rama V) of the

Chakri Dynasty.496 Since the country was ruled by absolute monarchy at that period,

this Proclamation was considered as a law.497 As a result, everyone had to abide by

this Proclamation and, in practice, might have been punished for violating such a

Proclamation, even though it provided neither civil nor criminal sanctions.

This Proclamation prohibited any person from publishing or printing the Vajirayam

Vises Books without the permission of the Library Committee. The Vajirayam Library was

mainly intended as the Royal Family's library.498 The other intention was to encourage

Thai peop'e to create and enjoy Thai literature. 499 Accordingly, a number

495 The Royal Gazette, September20 B.E.2435 (1892 A.D.). Ror.Sor. (Rattanosin 50k) refers to the number of

years which have passed since the time when the Chakn Dynasty reigned the country (B.E2325). Rattanakosin is the

formal name of Bangkok'.

496 1898-1910A.D.

97 See C. Hemarachata. Some Aspects About Copyright Law (Bangkok: Netitham Publishing. 1985) p.9.

4 Damrong Rajanubhab. Prince,History of the National Ubrarv reprinted for the funeral of Phra tntabenya (Bangkok

Aksom Charoentat. 1969) p.15.

99	 Royal Proclamation of the Rewards for the Authors. The Royal Gazette, September25 B.E.2432 (1889 A.D.).
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of invaluable works were printed in the Vajirayarn Vises Books. It was discovered later

that some of these works had been copied and sold without prior consent of the Library

Committee. After this Proclamation came into force, no single infringement was

reported 500

It is apparent that, at this stage, authors and their tights were not the main focUs of

protection. The rights of the authors were not explicitly acknowledged in this

Proclamation. Furthermore, permission from the Library Committee, rather than from the

individual author, was required. This idea is supported by the fact that this law was

intended to protect the literary works in the Vajirayam Vises Books only, not all literary

works in the country. In other words, specific works were the aim of this protection.

Subsequently, the Ownership of Writers Act Ror.Sor. 120 was enacted in 1901 501

One of the main purposes of this law was to protect economic rights of writers,502

Therefore, this law extended the protection to all books in the country. 503 This purpose

was later extended to cover other types of literary works, such as newspapers,

pamphlets, and lectures, by the Amendment of the Ownership of the Writers Act

B.E.2457 (1914 A.D.).504

It has been argued that the Ownership of the Writers Act Ror.Sor.120 was influenced

by the English copyright concept. 505 Firstly, the Preamble of this Act referred to other

countries' laws which discouraged any persons from copying or publishing any books

500 Damrong Rajanubhab. op.cit p.102.

501 The Annual Law Report, Part I, Vol.18, Ror.So.120 (1901 &D.) p.65.

502 The Preamble of this Act.

603 A book was protected when it was first published in Thailand and was first sold in Thailand. See Section 7.

504 The Annual Law Report Vol.27, B.E.2457 (1914 A.D.). p.426.

505 See Subhapholsiri. Copyiight Law (1996). op.cit . p.5.
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without the writer's consenL Secondly, there were some significant similarities between

this Act and the English laws,506 such as the term of protection. Copyright subsisted for

the natural life of an author and a further seven years after his death. If such a term was

shorter than forty two years, the copyright would subsist for the term of forty two

years.507 In addition, it is possible that Prince Rajaburi Direknt, highly regarded as the

father of modem Thai law, introduced English laws to the Thai legal system since he

completed his legal education there. The Prince himself wrote many books at that time

and might have found that appropriate protection, as provided under English law, was

needed.508

This was the first lime that remedial measures had been provided. Under the

Ownership of Writers Act Ror.Sor.120, an infringer could be ordered to pay 'appropriate'

damages to the writer if he had been found to be infringing the writer's rights. 509 In

addition, any books which were published without the writer's consent were deemed to

be the writer's property and could be forfeited.510

In 1931, the Literature and Artistic Work Protection Act B.E.2474 was enacted.511

This Act aimed at replacing the Ownership of Writers Act Ror.Sor.120 which was

considered obsolete.512 In it, the word 'copyright' was acknowledged for the first time

506 The Statute of Queen Anne 1710. c.19; the Uterary Copynght Act 1842, c.45.

507 The Ownership of the Writers Act Ror.Sor.120 Section 6. and the Literary Copyright Act 1842 Section III.

508 Nitisartpaisam. Phraya. "Lecture on the Uterature and Artistic Work Protection Act)." in Corn øilation of Lectures at

the Association of Samakayacham from B..2470 -2474) (Bangkok: Fuengnakom. 1931) p.598.

509 Section 16.

510 Ibid.

511 The Royal Gazette, Vol. 48, June 21, 1931, p.l27.

512 Nitisartpaisarn. op.cit p.602.
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and protection was exteQded to cover another type of work, namely, artistic work.513

Additionally, the Act was enacted in order to comply with international practice and to

enable Thailand to become a member of the Beme Convention for the Protection of

Literary and Artistic Works.514

Both civil and criminal remedies were provided for in this Act. As regards civil

remedies, the author was able to apply for a prohibitive order, account of profit, and

other measures according to the laws of tort 515 Moreover, such copies would be

deemed to be the author's property.516 Criminal sanctions for copyright infringement

were explicitly covered in Sections 25 to 27. Sanctions provided for in this Act only

extended to monetary fines.

4.2.1 THE COPYRIGE-IT ACT B.E.2521

The Literature and Artistic Work Protection Act B.E.2474 was in force for nearly 50

years until it was repealed by the Copyright Act B.E.2521 (1978 A.D.)S 517 There were

many reasons for introducing this Act to society. One of them, not surprisingly, was to

strengthen copyright protection. Remedial measures, particularly criminal sanctions,

were claimed to be too lenient and ineffective.518 The only penalty, a fine not exceeding

500 Baht (12.50 Pounds), became an insignificant deterrent and resulted in many

infringements.

513 The Preamble of the Act.

514 s. Ratanakom, 'The Judiciary and the Intellectual Property System in Thailand,' in Regional Forum and the

the Intellectual Property System (Geneva: WIPO, 1987) p.308.

515 Section 22.

516 Section 23.

517 The Royal Gazette, Special issue, Vol.95, No.143, December18. 1978. p.1.

518 The reason for the enactment of the Act.
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As a result, several criminal sanctions with more severe punishments were provided

for in Sections 43 to 49. The minimum fine, for instance, was increased to 10,000 Baht

(250 Pounds) while the maximum could amount to 100,000 Baht (2.500 Pounds). 519 If

such infringement was committed in connection with a commercial purpose, the

minimum line was set at 20,000 Baht (500 Pounds) and the maximum of 200,000 Baht

(5.000 Pounds).52° In addition, imprisonment was for the first time introduced into the

law for infringers who committed an offence in connection with commercial purposes.

The infringer could be punished by up to a year imprisonnient521 If it was a secondary

infringement, the imprisonment was reduced to a term not exceeding six months.5

Nevertheless, it is noteworthy that civil remedies were omitted from the copyright law.

The author, therefore, had to seek damages, and other civil remedies, through the laws

of tort. The other significant issue is that the prohibitive order was also omitted from the

law and the author had to seek alternative remedies through the Civil Procedure Code.

There have been many attempts to amend the Copyright Act B.E.2521 in the last

decade. The most crucial one was in 1988. Responding to pressure from the United

States of America, the Royal Thai Government decided to submit the Amendment Bill to

the Parliament. This turned out to be a political issue and heated debate was

widespread throughout the country. The Amendment Bill was overwhelmingly opposed

in society at large and many members of Parliament were reluctant to vote in favour of

the bill. Finally, although it was passed by the House of Representatives, the Prime

519 Section 43 para.1. If it was a secondary infringement, the amount of monetary fines were between the minimum of

5000 Baht (125 Pounds) to the maximum of 50.000 Baht (1.250 Pounds). Section 44 para.1.

520 Section 43 para.2. If it was a secondary infringement, the amount of monetary fines were between the minimum of

10,000 Baht (250 Pounds) to the maximum of 100.000 Baht (2,500 Pounds). Section 44 para2.

521 Section 43 para.2.

522 Sections 44 para.2.
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Minister decided to dissolve Parliament and called an election the same day. This

unanticipated incident resulted in the nullification of the bill.523

4.2.2 THE COPYRIGHT ACT B.E.2537

Most recently, the Copyright Act B.E.2521 was repealed in 1994 by the Copyright Act

B.E.2537.524 The present law was enacted in the light of changes in both internal and

external circumstances (particularly the development and expansion of the domestic

and international economy and consequent trade and industry).525 Even though the

Copyright Act B.E.2537 has repealed the Copyright Act B.E.2521, it still contains several

important principles which existed in its predecessor, such as the principle of national

treatment.526

In addition, the types of work protected under the Copyright Act B.E.2537 are rather

similar to those provided for in the previous Act They are literary, dramatic, artistic,

musical, audio-visual, cinematographic, sound recording, sound and video

broadcasting work, and any other work in the literary, scientific or artistic domain

whatever may be the mode or form of its expression. 527 However, the Copyright Act

B.E.2537 has made a significant change regarding this issue by stipulating that

523 Macleod. U.S.Trade Pressure. op.cit. p.355.

524 The Royal Gazette, Special issue. Vol.111. No.59. December21. 1994. p.1.

525 See note of the copynght Act B.E.2537.

526 For example. Section 8 provides that "The author of a work is the owner of copynght in the work of authorship

subject to the following conditions: (1) in the case of unpublished work, the author must be a Thai national or reside in

Thailand or be a national of or reside in a country which is a member of the convention on the protection of copynght

of which Thailand is a member provided that the residence must be at all time or most of the time spent on the

creation of the wodc (2)..."

527 The Copynght Act B.E2537, Section 6.
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computer programs are literary works,528 and thereby protected under copyright

law.529 This has ensured that Thai law conforms to TRIPs,53° and, at the same time,

ended the chronic controversy over whether or not computer programs are protected

under Thai laws.

In the past, it had been argued that computer programs were not protected under

copyright law because computer programs could not be regarded as literary works; few,

if any, could understand and enjoy computer language in the manner ordinary people

enjoy literary works.531 Furthermore, the issue of computer programs had not been

discussed when the Copyright Act B.E.2521 was drafted, whereas other issues had

been deliberately considered. 532 In addition, copyright law, to some extent, is regarded

as criminal law since it contains punishments for persons who violate the law.

Consequently, the law Should be strictly interpreted; 533 and Since the law did not

explicitly cover such matters, it should not be f'exibly interpreted to protect computer

programs.

528 The Copyright Act B.E.2537. Section 4 provides that ... 'Literary work' means any kind of literary work such as

books, pamphlets, writings, printed matters, lectures, sermons, addresses, speeches, including computer programs.

52 The Copyright Act B.E2537, Section 4 also provides that ... 'Computer program means instructions, set of

instructions or anything which are used with a computer so as to make the computer work or to generate a result no

matter what the computec language is.

530 TRIPS Article 10(1).

531 p. Deepadung, "Copyright and Computer Sofare." in ! jlectual Propertyj (Bangkok: Rung-Rueng Printing,

i939) p.440.

532 It was argued that specialists in several branches of copyright work, excluding computer programs, were invited

to express their comments on the draft of this Act D. Subhapholsin, In Depth of Co pvnciht Law 2537 (Bangkok: Se-

Education Public, 1995) p.28.

53 J. Pakdithanakul, Intellectual Property Law in Thai Court" Doonlapth 40(1993) p.10.
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On the other hand, others had challenged that computer programs were protected as

copyright works. Some jurists argued that computer programs were protected as 'other

work in the scientific domain'.534 Others had simply indicated that computer programs

should be regarded as literary works and were thus protected by the law. 535 This

controversy did not reach a conclusion until the Copyright Act B.E.2537 was enacted.

The subject of moral rights has also been adapted in the Copyright Act B.E.2537.

Previously, the Copyright Act B.E.2521 stated that

In the case wten the copyright has already been assigned according to

paragraph 2, the author of the copyright work in this Act is still entitled to prohibit the

assignee or any person from distorting, shortening, adapting or doing anything against

the work to the extent that such act would cause damage to the reputation or dignity of

the author.5

From this provision, it appeared that the author enjoyed the only type of moral rights

under this law, namely, the right of integrity. It was unclear how long these rights were

protected. Generally, there are three opinions relating to such terms of protection. First is

the argument that moral rights should be protected perpetually. This opinion follows the

concept of French law that moral rights are personal to the author, 537 therefore, these

rights should be protected indefinitely. 538 The second opinion is that moral rights

should be protected in the same way as economic rights. There is no difference

534 The Report of the Office of Juridical Council, June 23. 1985.

535 y. Puongraj. In Depth of Copvnaht Law 2537 op.cit. p.19.

536 The copyright Act B.E2521 Section 15.

531 The French Copyright Statute Law No.57-298 on Uterary and Artistic Property, Article 6 pam. 2.

538 See S. Stewart. International copyright and Neighbouring Riaj (London: Butterworths. 1983) p.61.
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between these two categories of rights. 539 The last opinion suggests that moral rights

are personal rights and are acknowledged primarily to protect the author's reputation.

Thus, these rights relate to individual concern and should only be exercised by the

author. As a result, these nghts should not exist after the author's death.540

The Copyright Act B.E.2537 follows the second opinion, as above, in that it not only

stipulates that the author has the right of paternity and the right of integrity, but also that:

when the author has died, the heirs of the author are entitled to litigation for the

enforcement of his right through the term of copyright protection unless otherwise

agreed in writing.Mt

The clause 'unless otherwise agreed in writing' remains ambiguous. It leads to

confusion whether the term of protection for moral rights can be extended or shortened

by a written agreement542 This clause, however, seems to relate to moral rights per se

and should be understood to mean that the author can waive his moral rights by

agreeing with other parties in writing.543

The introduction of performer's rights is another major change in the new copyright

law. According to TRIPs, performer's rights are to be regarded as neighbouring rights

(or related rights);544 and therefore Thailand has to provide them protection. Other

types of neighbouring rights, namely, audio-visual work and broadcasting work had

539 This idea is acknowledged and provided in the Berne Convention Article 6 bis (2).

540 In Thailand. it was once argued that, since moral rights were defined as personar rights, moral rights should exist

ont when the author was still alre. 0. Subhapholsin. copygb (Bangkolc: Mititham Publishing, 1992) p.B1.

541 The Copyright Act B.E2537 Section 18.

542 Subhapholsin. Copyright (1996). op.cit. p.157.

543 Comparing with the English Copyright. Designs & Patents Act 1988. Section 87(2).

544 TRIPS Article 14(1).
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already been protected under copyright law in Thailand.545 The Copyright Act B.E.2537

retains provision for the protection of audio-visual work and broadcasting work as

copyright work and recognizes the performer's rights as a neighbouring righL According

to the copyright Act B.E.2537, 'performer' means a performer, musician, vocalist,

choreographer, dancer, or a person who acts, sings, speaks, dubs a translation or

narrates or gives commentary or performs in accordance with the script or performs in

any other manner.546

The performer has exclusive rights to the following acts concerning his performance

1. sound and video broadcasting or communication to the public of the

performance except the sound and video broadcasting or communication to the public

from a recording material which has been recorded;

2. recording a performance which has not been recorded;

3. reproducing the recorded material of a performance which has been recorded

thout the consent of the performer or the recorded material of the performance with

the consent of the performer but for another purpose or the recorded material of a

performance which falls within the exceptions of the infringement of performer's

rights.

Another new exclusive right provided in the Copyright Act B.E.2537 is the rental right.

This right is provided in accord with TRIPs. 548 It gives exclusive rights to the owner of

the copyright to rent the original or copies of a computer program, an audio-visual work,

545	 Copyright Act B.E252l. Section 4.

546 Section 4.

547 The Copyright Act B.E.2537 Section 44.

548 TRIPS Article 11.
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a cinematographic work, and sound recordings, 549 since the benefits of copyright

owners are massively decreased when such rental rights are not protected.

The Copyright Committee was first set up by the Copyright Act B.E.2537. It

comprises of the permanent secretary of the Ministry of Commerce as Chairman, and

members, not exceeding twelve persons, appointed by the Cabinet in which not less

than six persons are appointed from representatives of associations of the owners of

copyright or performers' rights and representatives of associations of the users of

copyright or performers' rights.550

In general, this Committee has authority to give advice or consultation to the Minister

of Commerce,551 and to decide appeals against orders of the Director General of the

Department of Intellectual Property relating to the amount of remuneration stipulated by

the Director General.552 The establishment of the Committee, also the selection of

members of the Committee, will ensure that right owners and performers will be

appropriately protected. Through their representatives, they will have the chance to

express their opinions and examine the authorities' decisions. This Will make the process

of decision making more transparent.

Remedial measures were revised to accommodate change and promote the

increasing creation of work in literary and artistic domains and other relevant fields. It

was indicated that the requirement of efficient measures for copyright Protection was

one of the major reasons for the proclamation of the Copyright Act B.E.2537 553

549 The Copyright Act B.E.2537 Section 15(3).

550 The Copyright Act B.E2537 Section 56.

551 The Copyright Act B.E.2537 Section 60 (1).

552 The Copyright Act B.E2537 Section 60 (2). See a'so Sections 45 and 55.

553 See Note of the Copyright Act B. E2537.
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Generally, by virtue of the law, any person is prohibited from reproducing, adapting,

or communicating the copyright work to public, without the consent of the copyright

owner.554 Consequently, the rental right was introduced to provide protection for

owners of audio-visual work, cinematographic work, sound recordings, 555 and

computer programs.556 Furthermore, the law provides that any of the following acts

which is committed without the permission of the right owner will be deemed as the

infringing act

1. making an audio-visual work, a cinematographic work, a sound recording or a

sound and video broadcasting work whether of the whole or in part;

2. rebroadcasting whether of the whole or in part;

3. making a sound and video broadcasting work to be heard or seen in public by

charging money or another commercial benefit.557

In addition, any of the following acts will be deemed as the infringing acts if they are

committed by any person who knows or should have known that a work is made by

infringing the copyright of another person

1. selling, occupying for sale, offering for sale, leffing, offering for lease, selling by

hire purchase or offering for hire purchase:

2. communication to public;

3. distributing in the manner which may cause damage to the owner of copyright;

4. self-importation or importation by order into the country.558

554 The Copyright Act B.E.2537 Section 27.

555 The Copyright Act B.E2537 Section 28.

556 The Copyright Act B.E.2537 Section 30.

551 The Copyright Act B.E.2537 Section 29.

558 The Copyright Act B.E.2537 Section 31.
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Several remedial measures • were provided for in the Copyright Act B.E.2537.

According to this Act, the Court has the authority to order an infringer to compensate the

owner of copyright or performer's rights for damages. 559 The judge will consider the

amount of damages by taking into account the seriousness of injury, the loss of benefits,

and expenses necessary for the enforcement of the nght of the owner of copyright or

performer's rights. Previously, the Court had the authority to order damages for the

owner by virtue of the general law provided in the Civil and Commercial Code, 56° which

is rather broad. To some extent, the new, more specific provision will be used as guide-

lines for the judge in considering the appropriate amount of damages to compensate the

right holder.

A new development introduced in the Copyright Act B.E2537 is provisional

measures. The law states that

In case there is an explicit evidence that a person is doing or about to do any act

which is an infringement of copyright or performer's rights, the owner of the copyright

or performer's rights may seek the injunction from the Court to order the person to stop

or refrain from such act.

This measure does not prejudice the owner's right to claim damages ,562 In order to

relieve the injury, one half of the fine paid by the infringer will be paid to the owner of the

559 The Copyright Act B.E2537 Section 64.

560 Section 420.

561 The COPYflghtActB.E2537 Section 65 para.1

562 The Copyright Act B.E.2537 Section 65 para.2.
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copyright or performer's ribhts. 563 This does not prejudice the right to bring a civil

action for damages.564

Additionally, the Court is authorized to forfeit the things used for committing the

offence. 565 Similarly, the Court is authorized to order that all things made or imported

into the country which constitutes an infringement of copyright or performer's rights and

the ownership of which are still vested upon the infringerwill belong to the owner of such

copyright or performer's rights. 566 It is noteworthy that these measures are provided in

Chapter 8 : Penalties of this Act Apparently, they may be regarded as criminal

measures. Therefore, it leads to an opinion that these measures should be strictly

exercised subject to the criminal concept

For the criminal sanctions, an infringer may be inflicted with either fines or

imprisonment, or both. The law states that an infringer will be inflicted with a fine from

20.000 Baht (500 Pounds) up to 200.000 Baht (5.000 Pounds). 567 If such infringement is

committed with the commercial purpose, the punishment will be increased to a term

from six months up to four years imprisonment, or a fine from 100,000 Baht (2,500

Pounds) up to 800.000 Baht (20,000 Pounds). or both. 568 Moreover, a person who

commits the so called 'secondary infringement' can be inflicted with a fine from 10,000

Baht (250 Pounds) up to 100.000 Baht (2,500 Pounds) .569 where there is a

563 The Copyright Act B.E.2537 Section 76.

564 Ibid.

565 The Copyright Act B.E.2537 Section 75.

566 Ibid.

561 The Copyright Act B.E.2537 Section 69 para.1.

565 The Copyright Act B.E2537 Section 69 para2.

569 The Copyright Act B.E.2537 Section 70 para.1.
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commercial purpose, the infringer will be inflicted with imprisonment for a term from

three months up to two years, or a fine from 50,000 Baht (1,250 Pounds) up to 400,000

Baht (10,000 Pounds), or both.57°

By providing for severe punishment, it was hoped that copyright infringement would

be deterred. The concept of a 'compoundable offence' was deleted. Furthermore, the

penalties are increased for a persistent offender. The recidivist will be inflicted with

double the prescribed penalty for the offence he has committed if within the previous

five years he has previously been convicted under this Act571

4.3 PATENT LAW

It can be argued that the idea of protecting inventors has existed in the Thai legal

system for a long time.572 Since 1956, secrets concerning industry, discoveries, and

scientific inventions have been acknowledged and protected under the Penal Code

B.E.2499.573 According to this Penal Code, a person will be found guilty of the offence

of disclosure of a private secret if he discloses or uses such a secret which he has

known or acquired through his duties, profession, or calling of trust. 574 It was not until

1979, however, that the patent law was enacted.

570 The Copyright Act B.E.2537 Section 70 para.2.

571 The Copyright Act B.E2537 Section 73.

572 It was claimed that the patent law was first drafted in the English language in 1913. See Department of Intellectual

PropertY. nnl Report (Bangkok: Asom Thai Printing, 1996) p.1.

573 The Royal Gazette, Spectal Issue, Vol.73, No.95, November 15, 1956. p.1.

574 Section 324.
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4.3.1 THE PATENT ACT B.E.2522

The Patent Act B.E.2522 was enacted primarily because it was deemed expedient to

grant protection for inventions and industrial designs. 575 It appears that this Act, to a

certain extent, confomis to the standards of the Pans Convention, 576 even though

Thailand is not a member of this Convention. For instance, an invention is patentable

only when it is new, involves an inventive step, and is capable of industrial

application.577 A patent, however, could not be granted

"1) for food, beverages, a pharmaceutical product or pharmaceutical ingredient:

2) for any machine particularly made for use in agriculture;

3) for any variety of animal or plant or any essential biological process for the

production of animals or plants;

4) for a scientific or mathematical rule or theory:

5) for a computer program:

6) for an invention the exploitation or publication of which would be contrary to

public order or morality, public health or welfare;

7) for any invention prescribed in a Royal Decree". 578

At present, the Patent Act B.E.2522 is still in force. However, under pressure from

developed countries, this Act was amended in 1992 by the Patent Act (No.2)

B.E.2535.579 This amendment made several significant changes in patent matters.

Generally, such changes were made to improve the Patent Act B.E.2522. In addition, the

575 The Royal Gazette, Vol.96, No.35. Special issue. March 16. 1979. p.1.

576 The Paris Convention for the Protection of Industhal Property 1883.

571 The Patent Act B.E2522, Section 5.

578 The Patent Act B.E.2522, Section 9.

579 The Royal Gazette, Vol.109. No.34, April 3, 1992. p.1.
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law was amended to ensure that the patent law complies with international standards,

particularly to the requirements of TRIPs. For example, this amendment allows certain

subject matters to be patented. In the past, several subject matters such as food,

beverages, pharmaceutical products or pharmaceutical ingredients were not protected

under the patent law.58° The Patent Act B.E.2522 now provides that

The following inventions are not protected under the Act

1. naturally existing microorganisms and their components, animals, plants or

animals and plant extracts;

2. scientific or mathematical rules or theories;

3. computer programs;

4. methods of diagnosis, treatment and care of human and animal diseases;

5. inventions contrary to public order, morality, hea(th or welfare. 581

Furthermore, the term of protection has also been changed from fifteen years to

twenty years.582 In addition, compulsory licensing has been amended. Generally, the

patentee can license another person to use his rights, 583 subject to restrictions under

Sections 39 and 41 . Likewise, the patentee may notify consent that his rights are to be

made available to others in the Patent Register. 585 Moreover, the patentee may have to

580 The Patent Act B.E.2522 Section 9 (before the amendment).

581 The Patent Act B.E.2522 Section 9.

582 The Patent Act B.E.2522 Section 35. See TRIPs Article 33.

583 The Patent Act B.E.2522 Section 38.

Section 39 states that, in granting a license under Section 38. (1) the patentee will not stipulate any condition.

restriction or compensation which will have the effect of unfairly limiting competition; (2) the patentee may not require

the licensee to pay compensation for use of the patented invention after the patent has expired under Section 35.

Section 41 states that patent licenses and assignments under Section 38 will be in writing and registered with the

competent officer in accordance with the rules, procedures and conditions prescribed in Ministerial Regulations.

The Patent Act B.E.2522 Section 45.
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license other persons to use his rights involuntarily. The so called 'compulsory' license

can be granted in two circumstances. The first relates to the patent per se . Any person

may apply for a license, if it is found that, after the expiration of three years from the

granting of a patent or four years from the date of application,

1. the patented product is not being produced or the patented process is not being

used in the country without sufficient reason; and

2. without sufficient reason, the patented products are not being sold in the country,

or are being sold at unreasonably high prices or in quantities insufficient to meet

domestic demand.586

The second circumstance concerns patent claims. A person may apply for a license

if

1. the working of any claims contained in his patent is likely to constitute an

infringement of the patent claims of another persons,

2. the granting of such a license will not unreasonably affect the use of the patentee's

rights,

3. the invention of this person is of great economic importance or meets domestic

demand,

4. this person cannot work his patent economically unless he is licensed.587

Additionally, the patentee may be forced to license his rights by the State. The

authorities are able to use any patents which relate to activities of public utility or one

essential for national defence, or for the preservation or realization of national resources

or the environment or for relief of a severe shortage of food or drugs or for other public

Patent Act B.E2522 Section 46.

The Patent Act B.E2522 Section 47.
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benefit. 588 Moreover, the authorities have power tG use any patents during a state of

war or emergency.589

The most controversial issue in this amendment was the establishment of the Drug

Patent Board. This Board is composed of the Under-Secretary of the Ministry of

Commerce, Director-General of the Department of Intellectual Property, Secretary-

General of the Food and Drug Commission, Director of the Office of the Consumer

Protection Board, Director-General of the Internal Trade Department, and not more than

six additional members of which at least three will be appointed from the private

sector.59° Its responsibilities are

1. to follow and compare the price of drugs protected by patents with the price of

unpatented drugs of the same category:

2. to take action in the event there is no sale of the patented drug or the drug is

sold at an unreasonably high price or the price is increased in excess of the consumer

price index without sufficient reason or without sufficient reason the supply of the drug

is insufficient to meet domestic public demand;

3. to submit opinions to the Council of Ministers concerning policy in respect of

drug patents and patents on processes for drugs and their ingredients as well as

policy and measures to promote research and development of drugs and processes

for drugs and their ingredients;

4. to consider and prescribe regulations concerning the subsidizing of research

and development of drugs and processes for producing drugs and their

ingredients. 591	 -

588 The Patent Act B.E2522 Section 51.

589 The Patent Act B.E2522 Section 52.

590 The Patent Act B.E.25 Section 55 ter.

591 The Patent Act B.E.2522 Section 55 quater.

157



In addition, this Board has the power to notify the Central Committee on Price Fixing

and Monopoly Prevention to consider action under the law on price fixing and monopoly

prevention,592 and to notify the Director-General to consider action under Section 46

bis. 593

It has been argued that the setting up of this Committee is, to a certain extent,

against the principle of free trade in TRIPs. 594 Thai industry representatives, arguably.

have been appointed as members of the Drug Patent Board. This practice, therefore,

may not conform with Article 31(l) and (j) of TRIPs mandate for judicial review or review

by a neutral body.

Provisions relating to remedial measures have also been amended to protect the

patentee's exclusive rights. In case of product patent, the exclusive rights are the right

to produce, use, sell, possess for sale, offer for sale and import the patented

product.596 Similarly, the exclusive rights for the process patent are defined as the

rights to use the patented process, to produce, use, sell, possess for sale, offer for sale

and import products made by the patented process.597

These exclusive rights, however, are not applied to

1. any act for the benefit of education, research, or experimentaUon;

592 The Patent Act B.E.2522 Section 55 quinque (1).

593 The Patent Act B.E.2522 Section 55 quinque (2).

594 For more information, see J. Kuanpol, "Analysis of the Draft Revision of the Patent Act: A Study of Principles

under TRIPs and Pans ConventiOn,' Thammasart Law Journal 26(1996) pp.426-457.

Pharmaceutical Research and Manufacturers of America, Industry lsues Internajiona] November26. 1996. P.3.

This information is accessed via internet.

596 The Patent Act B.E2522 Section 36(1).

591 The Patent Act B.E2522 Section 36 (2).
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2. production of the patented product or use of the patented process where the

producer or user, in good faith, has engaged in the production or has acquired the

equipment therefore prior to the date of the patent application in Thailand, Section

1 gbis not being applicable hereto;

3. any act in respect of products acquired in good faith;

4. the compounding of drugs under a physician's prescription by a professional

pharmacist or medical practitioner including acts in respect thereto;

5. any act in respect of applications for drug registration, the applicant intending to

produce, sell or import the patented pharmaceutical when the patent expires. 598

Apart from that, any act which is committed without the permission of the patentee

will be regarded as the infringement, and the patentee is able to seek for remedies.

Since the definition of the infringement is not specifically provided, the provision of tort in

the Civil and Commercial Code should be applied.599 This, inevitably, leads to a

practical controversy. Whereas the patentee has the exclusive rights, Section 420 of the

Civil and Commercial Code states that

A person who, wilfully or negligently, unlawfully injures the life, body, health, liberty,

property or any right of another person, is said to commit a wrongful act and is bound

to make compensation therefor.

Therefore, it is unclear whether the patentee has to prove the intention of an infringer

in order to constitute his claim. There has not been any Supreme Court precedent on

this issue yet.

Other remedial measures, namely damages, provisional measures, orders of

confiscation and destruction, were specifically provided when the Patent Act B.E.2522

598 The Patent Act B.E.2522 Section 36 para2.

59	 Civil and Commercial Code Section 420.
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was amended. Generally, they have been enacted with similar wording to that used in

the Copyright Act B.E.2537, particularly damages, 600 and provisional measures.601 For

the order of confiscation or destruction, the judge is authorized to order that goods in the

possession of the infringer which infringe the patentee's rights could be dealt with by

other measures to prevent further distribution of such goods.2

Moreover, the patentee could be protected through criminal sanctions. These

measures have been available since 1979 and were amended by the revision in 1992.

The punishments of fines and imprisonment have been retained. Nevertheless, it should

be noted that the term of imprisonment was decreased from a maximum of three years

to two years, while monetary fines were increased from an amount not exceeding

300,000 Baht (7.500 Pounds) to 400,000 Baht (1 0.000 Pounds).603

L4 TRADE MARK LAW

In the past, Trade Marks played an insignificant role in Thai society. It might be

because Thailand is an agricultural country and Thai people, to a certain extent, have

never been regarded as merchants. Even though trade has been acknowledged in this

country for over seven hundred years6O 4 the trade marks law was only enacted in the

nineteenth century.

600 The Patent Act B.E.2522 Section 77 ter.

601 The Patent Act B.E2522 Section 77bis.

602 The Patent Act B.E2522 Section 77quater.

603 The Patent Act B.E2522 Section 65.

604 Trading in Thailand was first recorded in the Stone Inscnption. It is believed that such the Inscription was made

dunng the period of King Ramkamhaeng, the Great, of the Sukhothai Dynasty (1279-1300 A.D.).

160



Marks on goods, it is believed, were first known in Thailand only when foreigners

came to trade with Thailand. 605 It was in 1910 when trade rapidly increased that the

Government established the Trade Mark Registration Office in the Ministry of Agriculture.

This office was moved to the Ministry of Commerce and named the Department of

Commercial Registration in 1923. During that period, the Law on Trade Marks and Trade

Names B.E.2457 (1914 AD.) was enacted.

4.4.1 THE TRADE MARK ACT B.E.2474

Subsequently, the Law on Trade Marks and Trade Names B.E.2457 was repealed by

the Trade Mark Act B.E.2474 (1931 A.D.) .606 The aims of this Act were to protect

industry and business, and to strengthen trade actMty in the country.607 This Act was

claimed as modem law since it was modelled on the English Trade Marks laws. 608 as

regards for instance, conditions of registration of trade marks. Both Thai and English law

required that a trade mark must consist of or contain at least one essential particular

such as a name of an individual or firm; a written signature of an individual or firm; an

invented word or invented words; a word or words having no reference to the character

or quality of the goods, and not being a geographical name; etc.609

This Act did not provide any specific civil remedy. It merely provided criminal

sanctions which did not exceed a 1,000 Baht (25 Pounds) fine, 610 and the forfeiture of

605 D. Subhapholsiri. Trade Mark Law (Bangkok: Nititham Publishing. 1993) p.2.

606 The Royal Gazette, October 1. 1931.

607 The Preamble of the Ad

608 C. Chutaratkul. Trade Marks in Thailand, World Trade Mark S ymposium (Geneva:1982) p.188.

See the Trade Marks Act B.E.2474 Section 4, and the Act to Amend the Patents, Designs, and Trade Marks Act.

1883. (c.50. 1888) Section 64.

610 Section 45.
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the goods. 611 This provision was later amended in 1961 by the Amendment of the

Trade Marks Act (Number 3) B.E.2504 to increase such punishment to imprisonment not

exceeding one year or a fine not exceeding 10.000 Baht (250 Pounds) or both.612

4.4.2 THJDE MARK ACT B.E.2534

The Trade Mark Act B.E.2474 was repealed in 1991 by the Trade Mark Act

B.E.2534.613 The new law came into force primarily to improve trade mark protection in

Thailand; the Trade Mark Act B.E.2414 being obsolete and offering inadequate

protection and remedial measures for right holders. This change also aims to extend

protection to other types of marks such as service marks, and certificated marks.6"4

The main reason for this extension is to provide protection for the owners of such marks.

Moreover, this ensures that the Trade Mark Act B.E.2534 complies with the provisions in

TRIPs.615

One significant issue which is regarded as a new issue in trade mark law is the

license process. Even though rights related to trade marks have been licensed for a

long time, the process was based on the general concept of contracts as contained in

the Civil and Commercial Code. Arguably, this situation is inappropriate. It seems that

such general provisions are too broad to use with a specific and rather complicated

contract such as the license contract. These marks, to some extent, represent and

indicate the ongiri and the quality of goods and services. Subsequently, society may be

611 Section 45.

612 The Royal Gazette. Vol.78. No.80. October 3. 1961. p.1084.

613 The Royal Gazette. Vol.108, No.199. Special Issue, November 15, 1991. p.7.

614 The Trade Mark Act B. E.2534 Section 4.

615 TRIPs Article 15.
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confused about the origin of goods and the quality of goods and services if such marks.

are inappropriately licensed. As a result, it is argued, specific conditions are needed to

control this type of contract.

The other important issue provided for in the Trade Mark Act B.E.2534 is remedial

measures. It was complained that several provisions in the Trade Mark Act B.E.2474

were obsolete and could not protect trade mark owners appropriately. 616 As a result.

remedial measures, in particular, had to be strengthened. Consequently, trade mark law

in Thailand, it was expected, would be leveled to the international standard.

Nevertheless, remedial measures in this law, to some extent, are rather different from

those measures provided in the other intellectual property laws. First, there is no specific

provision for damages in this Act Therefore, the provision of tort in the Civil and

Commercial Code has been applied in trade mark cases. Seemingly, this may lead to a

different result for trade mark cases, compared to copyright or patent cases. However,

there is no indication that the trade mark owner will receive inadequate compensation.

On the contrary, the trade mark owner may be compensated more appropriately than

others because the judge can exercise his discretion flexibly under the general provision

of tort.

Secondly, it should be noted that remedial measures are located in the criminal part

of this Act. The Trade Mark Act B.E.2534 composes of six parts and the transition

provision. Subject to the criminal concept of strict interpretation, remedial measures

such as orders of confiscation, 617 and provisional measures,618 may be enforced

restrictively. This may lead to differences in the enforcement of such measures,

616 See the Noteof theTrade MarkActB.E2534.

617 The Trade Mark Act B.E.2534 Section 115.

618 The Trade Mark Act B.E.2534 Section 116.

163



compared to the copyright and patent laws, even though they are provided in the similar

wordings with those provisions existing in the copyright and patent laws.

For the criminal sanctions, an infringer may be inflicted with either fines, or

imprisonment, or both. Previously, the punishment was regarded as lenient, and

consequently as an inadequate deterrent Therefore, the punishment has been

increased to provide a stronger deterrent effect. 619 For instance, fines have been raised

from not exceeding 20,000 Baht (500 Pounds) to not exceeding 400,000 Baht (10,000

Pounds), whereas the terms of imprisonment have been raised from not exceeding one

year to not exceeding four years. The penalties for recidivists will be doubled.62°

4.5 INTERNATIONAL OBLIGATIONS

Up until now, Thailand has been obliged to protect other countries' intellectual

property rights under three international agreements. They are the Beme Convention for

the protection of Literary and Artistic Works, the Treaty of Amity and Economic Relations

Between the Kingdom of Thailand and the United States of America 1966, and TRIPs.

The Beme Convention was the first international convention relating to intellectual

property by which Thailand has abided. Thailand became a member of this Convention

in 1931 , 621 by acceding to the 1908 Berlin revision and the Berne Addition Protocol of

1914. Thailand is also a signatory to the administrative part of the Paris Act 1971. In

1995, Thailand declared its accession to the Paris Act 1971 for the substantive part and

the Director General of the World Intellectual Property Organization later circulated the

619 The Trade Mark Act B.E.2534 Sections 108 -111.

620 The Trade Mark Act B.E.2534 Section 113.

621 The Ministry of Foreign Affairs' Proclamation of Siam Becoming a Member of the Beme Convention for the

protection of Literaty and Artistic Works 1886. July 31, 1931.
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notification to other members. 622 As a member, Thailand. generally, has to protect

works copyrighted by other members of the Beme Convention.

Thailand entered into a bilateral agreement with The United States of America,

entitled "The Treaty of Amity and Economic Relations Between the Kingdom of Thailand

and the United States of America", in 1966.623 This Treaty was signed in Bangkok on

May 29, 1966 and ratified in Washington on May 8, 1968. It contained a provision for the

reciprocal protection of the two countries' copyrights.

ArticleV(1)...

(2) Nationals and companies of either Party shall have within the territories of

the other Party the same right as nationals and companies of that other Party in regard

to patents for inventions, trade marks, trade-names, designs and copyright in literary

and artistic works, upon compliance with the applicable laws and regulations, if any.

Historically, this is not the first time that Thailand has entered into a bilateral

agreement with the United States of America. Thailand and the United States of America

have had trade relations for nearly two hundred years. This has culminated in bilateral

agreements five times. The first agreement was reached in 1833. 624 The second one

622	 Berne Notification No.16 7. The Beme Convention fo the Protection of Literary and Artistic Works. Dedaration

by the Kingdom of Thailand Extending the Effects of Its Accession to the Pans Act (1971) to Articles 1(021 and the

Appendix and Notification Concerning Article II of the Appendix. June 2. 1995.

623 This Treaty is reprinted in The Department of Treaties and Laws, the Ministry of Foreign Affairs. Treaties and

Iitral Agreements between the Kingdom of Thailand and Other Countries and International Organizations Vol.9

(Bangkok: Srideja. 1986) pp.25-57.

624 The Treaty of Amity Between the United States of America and the Kingdom of Siam B.E2376. Reprinted in the

Department of Treaties and Laws, the Ministry of Foreign Affairs, Treaties and Bilateral Agreements Between the

!jngdom of Thailand and Other Countries and International Or ganizations Vol.1 (Bangkok: Srideja. 1969). pp.153-

155.
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was reached in 1856. The third and the fourth were reached in 1920 and 1937

•	 626
respectively.

The other agreement relating to intellectual property by which Thailand has abided is

TRIPs. According to this Agreement, Thailand has to protect most types of intellectual

property rights, such as copyright, patent, trade mark, geographical indication, etc.,

which are protected by other TRIPs members. Several domestic laws, such as the

Protection of the Operations of the World Trade Organization Act B.E.2537 (1994 AD.),

were enacted in order to ensure that Thailand would comply with its obligation.

The foregoing study of the historical background to Thai intellectual property law is

very crucial. It reveals many significant facts such as that intellectual property laws in

Thailand have been in force for a long time. Furthermore, these laws have been

improved, from time to time, to raise the standard of protection to meet the requirements

of various international agreements, particularly TRIPs. Accordingly, it is believed that,

by the year 2000, Thailand will comply with all its obligations under TRIPs.

However, the study also shows the other side of this issue. Apparently, many

countries were not satisfied with the level of protection of intellectual property in

Thailand. The owners of intellectual property, they argued, were protected

inappropriately. As a result, Thailand has been forced to strengthen its protective

625 The Treaty of Amity Between the United States of America arid the Kingdom of Siam B.E.2399. Reprinted in the

Department of Treaties and Laws, the Ministry of Foreign Affairs. jes and Bilateral Agreements Between the

jggoni.gfThailapd and Other Countries and International Organizations Vol.1 (Bangkok: Srideja, 1969). pp.47-55.

626 The Treaty of Amity Between the United States of America and the Kingdom of Siam B.E.2463. Reprinted in the

Department of Treaties and Laws, the Ministry of Foreign Affairs. Treaties and Bilateral Agreements Between the

jggdorn of Thailand and Other Countries and International Or ganizations Vol.3 (Bangkok: Srideja, 1969). pp.1-14,

and the Treaty of Amity Between the United States of America and the Kingdom of Siam B. E2480. Reprinted in the

Department of Treaties and Laws, the Ministry of Foreign Affairs. Treaties and Bilateral Agreements Between the

i^indom of Thailand and Other Countries and International Organizations Vol.5 (Bangkok: Sndeja, 1975). pp.1-23.
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measures several times. Not surprisingly, Thai society disagreed with this analysis and

regarded it as interference from other counhjies.

It could be argued that Thai society does not support the government in

strengthening intellectual property law primarily because of a lack of knowledge about

this issue. Seemingly, there are several facts that contribute to Thai society's lack of

knowledge in this area. One of the major factors, arguably, is because the law is not

clear. It appears that the society does not clearly understand even the purposes of the

intellectual property rights protection measures.

For example, the main reason for Thailand to comply with such international

obligations is to strengthen and extend the protection of the intellectual property rights to

owners under other countries' laws. In addition, Thailand expects that the country, as a

whole, will benefit from technology transfer, knowledge from modem inventions, and

foreign investment. 627 This will strengthen the Thai economy and, subsequently, raise

the Thai standard of living and income.

However, it seems that many in Thai society do not agree with this idea. They argue

that Thailand has complied with these international obligations primarily due to other

reasons, not for public or private benefit. For example, it could be argued that, from

history, Thailand acceded to the Beme Convention because of two significant reasons.

First, it was because Thailand was forced to comply with by the bilateral agreement.

There was evidence, in the Treaty of Amity between France and the Kingdom of

Thailand B.E.2467, that Thailand agreed to provide domestic laws in accordance with

the Beme Convention.628 Second, it was to demonstrate that Thai laws were as modem

627 See V. Puongraj. Arguments on Amending Intellectual Property Law: Who Gains. Who Loses. Tax Bulletin 12

(1993) PP.86-91.

628 Section 24 of the Treaty of Amity between France and the Kingdom of Thailand B.E2467. February 14. 1924.
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as other civilized countries' laws. This was a crucial reason since many countries, at that

time, complained that Thai law was cruel and obsolete. 629 As a result, they did not allow

their citizens and subjects to be tried in Thai courts. 630 This situation caused a lot of

trouble, and Thailand was afraid that such a situation would subsequently undermine its

sovereignty. Accordingly, several Thai laws were huniedly revised and were enacted in

order to acquire international acceptance. 631 These additional reasons seem to be

more significant than the desires to strengthen copyright protection within the country.

Likewise, it seems that Thailand did not really intend to provide protection for

American intellectual property rights. Such a protection clause was provided in the

Treaty merely because it was modelled from other Treaties. 632 This clause was first

contained in Article 12 of the Treaty of Amity Between the Kingdom of Siam and the

United States of America B.E.2463, 633 the third bilateral agreement between these

countries. Article 12 of the Treaty stated that

The subjects or citizens of each of the High contrcng Parties shall enjoy in the

temtories and possessions of the other, upon fulfilment of the formalities prescribed by

629 See V. Mahakhun, History of Thai Law (Bangkok: Chulalongkom University Printing. 1980) pAO.

630 For example, see Sections 2.3,5. and 9 of the Treaty of Amity Between the United States of America and the

Kingdom of Siam B.E.2399. Reprinted in the Department of Treaties and Laws, the Ministry of Foreign Affairs. Treaties

and Bilateral Agreements Between the Kingdom of Thailand and Other Countries and International Organizations

Vol.1. op cit. pp.47-55.

631 See P. Duke, Foreign Affairs and Thai Independence and Sovereignty (From Kin g Rama IV until the end of the

pggof Marshall P. Pibulsongkram (Bangkok: Chao Phraya Printing, 1984).

632 For this argument see P. Premsmit. ScoDe of Protection of Uterary and Artistic Work Under Thai Law: A Case

5y of Thai - US Copyright Law Issue Before the US Became Member to the Beme Convention (LLM. Thesis,

Chulalongkom University, 1990) pp.78-79.

633 It is reprinted in the Department of Treaties and Laws, the Ministry of Foreign Affairs, Treaties and Bilateral

Agreements Between the Kingdom of Thailand and Other Countries and International Organizations Vol.3 op.cit. pp.1-

14.

168



law, the same protection as native subjects or citizens, or the subjects or citizens of the

nation most favoured in these respects, in regard to patents, trade marks, trade names,

designs, and copyright.

It is believed that this provision was modelled from Article 16 of the Treaty of

Commerce and Navigation Between the United States of America and Japan 1894.634

Consequently, the protection of intellectual property remained in the bilateral agreement

between the United States of America and Thailand. It was adapted by deleting the

clauses of 'most favoured nation', 'subjects', and 'the formalities prescribed by law'.635

In addition, it could be argued that the main reason for Thailand acceding to TRIPs

was trade. At present. Thailand has to rely on international trade and, as a result. has to

follow the rules of international trade. TRiPs is known as one of the packages by which

developing countries, such as Thailand, have to abide.

The fact that Thailand has not yet decided to accede to other conventions or

agreements relating to intellectual property seems to support the opinion that intellectual

property rights protection is not a main concern for Thailand. Apparently, it could be

explained that there was no significant factor to stimulate Thailand to accede to the other

conventions such as the international patent agreement First, Thailand, like other

developing countries, has felt that several measures under the Paris Convention for the

634 This Treaty was signed at Washington D.C. on November22. 1894, ratification exchanged at Washington D.C. on

March 21, 1895. Article Xvi provided that The citizens and subjects of each of the High Contracting Parties shalt

enjoy in the temtones of the other the same protection as native citizens or subjects in regard to patents, trade-marks,

and designs, upon fulfilment of the formalities prescribed by law'.

635 See Article 5(2) of the Treaty of Amity Between the Kingdom of Thailand and the United States of Ameiica

B. E.2509.
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Protection of Industrial Property, for instance, do not respond well •to its need.636

Up until flOw, Thailand has not acceded to the Paris Convention for the Protection of

Industrial Property, and has consistently insisted on not becoming a member of this

Convention. 637 Second. even though Thailand has not acceded to the Paris

Convention, the Patent Act B.E.2522 was drawn up following the international criteria in

several areas, inter alia. the right of priority, 638 etc. As a result, Thailand had never

been criticized for its patent laws until the last decade.639

The wording of law is also ambiguous, and inevitably leads to dispute when any

provisions have been interpreted. Recently, there were serious arguments, for instance,

as to whether copyright work which is already protected under other countries' laws

would be protected under Thai law, and by which conventions such work would be

protected.

According to the Copyright Act B.E.2521, works copyrighted under other countries'

laws would be protected if

(1) the work is copyrighted under the laws of a country which is a member of a

convention on copyright protection of which Thailand is also a member, and if under

the laws of such other country, reciprocal protection is provided for works copyrighted

under the laws of other member countries.

636 See H. P. Kunz - Hallstein, 'The Revision of the tritemational System of Patent Protection in the Interest of the

Developing Countries."	 10 (1979) p.649. Also C. Chutaratkul, 'Patent Administration in Thailand,' Nitisart Journal 13

(1983) p.?1.

637 see B. Uwanno, "The Report on the Research of Inteflectual Property Rights.' Chulalonakorn Law Journal 15

(1994) p.59.

638 The Patent Act B.E2522 Section 6.

639 Mesevage. op.cit p.448.
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(2) the work is copyrighted under the laws of an international organization of which

Thailand is a member. 6,40

This Act, nevertheless, did not specify the categories of works which would be

protected, nor provide the degree of protection that would be given to such works. This

Act provided only that these works would be protected subject to conditions prescribed

in a Royal Decree. 641 Unfortunately, a Royal Decree for this issue was not enacted for

decades until the United States of America claimed that Thailand had an obligation to

protect American copyrights.

Regarding the question whether Thai law provides protection for works copyrighted

under other countries' laws or not, there were two opinions. One was that such works

were already protected, despite the absence of a Royal Decree, if the general

requirement of Section 42 of the Copyright Act B.E.2521 had been satisfied. The Royal

Decree merely provided the conditions to restrict the protection for works copyrighted

under other countries' laws. The other opinion was that the conditions for protecting

such works must be contained in the Royal Decree. This opinion was based on the fact

that works copyrighted under other counthes' laws were directly protected under the

Literary and Artistic Work Protection Act B.E.2474, whereas the Copyright Act B.E.2521

provided that such works were protected subject to the conditions in the Royal

Decree.642 Therefore, such works were not automatically protected unless the Royal

Decree was enacted and provided the conditions for such protection.643

640 Section 42.

641 Ibid.

642g. Hunpayon, 'copyright Law and the Video Trade.' Chulalongkonibw,çurnal 1(1984) p.i9s.

643 j. Pakdithanakul. 'International copyright.' Nitisart Journal 4(1983) p.47.
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There was no solution for this dispute even though the former opinion seemed to .be

more plausible than the latter. Later, the Government decided to enact the Royal Decree

Prescribing Conditions for the Protection of International Copyright B.E.2526 (1983 A.D.)

to settle this dispute.644 This Royal Decree contained six sections. It provided

definitions in Section 3, described the conditions under which international copyright

would be protected in Section 4, and provided the degree of protection to be given to

the international copyright in Section 5.

This Royal Decree raised another conflict of intellectual property rights protection.

The word 'Convention' in Section 3 of the Royal Decree referred to the Beme Convention

for the Protection of Literary and Artistic Works 1886, revised by the 1908 Berlin revision

and the protocol which was completed and signed at Beme in 1914. It was clear that

this definition excluded the Universal Copyright Convention. 645 However, this definition

led to the argument that Thailand was bound only to protect the copyright of member

countries of the Beme Convention which acceded to the Berlin Act 1908 and the Beme

Additional Protocol of 1914. not all member countries. 646 This opinion was apparently

supported by several judgments of the Supreme Court. Some of these judgments,

particularly regarding protection for copyright owners in Hong Kong, indicated that such

copyright was protected since the United Kingdom, including Hong Kong, adhered to

the Beme Convention of the 1908, Berlin Revision in 1912, and the Beme Additional

Protocol of 1914 in 1915.647

644 The Royal Gazette. Vol.100. No.15. Special Issue. February 9. 1983. p.10.

645 K. Ruechai, "The Enforcement of Foreign Copyright in Thailand." Chulalon gkom Law Journal 9(1964) p.7.

646 p. Deepadung. "The Pnnciple of National Treatment and International Copyright" in Intellectual Property Law

(Bangkok: Rrung-Rueng Printing. 1989) p.365. See also Ratanakom. op.cit p.301. Pakditanakul. International

Copyright op.ciL p.52.

647 For example, the Supreme court's judgments no.3895/2535, 1302/2537.
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Nevertheless, this concept was strongly OPposed as it is against both the law of

treaties and the concept of international copyright.648 According to this concept, each

Act under the Beme Convention may be regarded as independent and can be totally

separated from other Acts. As a result, relationship between members (of the Beme

Convention) bases upon the Act, not on the Beme Convention per so. This concept

seems to contrast with the principle of the Beme Convention of 'the universal nature of

the convenUon'. In other words, the Beme Convention indicates that every member

has rights and obligations vis-a-vis every other member, whether or not bound by the

650
same Act. Furthermore, the Beme Convention indicates that

... but the creation of a single Union, based on the principle of the assimilation of

foreigner to national, with certain minimum standards of protection, and capable, by

means of revision, of meeting world change, allows recently joined countries to have

international relationships with all the Union countries including those not yet bound by

651
the most recently revised text of the Convention."

Furthermore, judgments of the Supreme Court did not explicitly insist that only

member countries of the Beme Convention which acceded to the Berlin Act 1908 and

the Beme Additional Protocol of 1914 would be protected. Therefore, they should not be

regarded as precedents in this issue. Later, the 2526 Decree was repealed by the Royal

Decree Prescribing Conditions for the Protection of International Copyright B.E.2536.652

The latter solved this confusion by merely referring to members of the Beme

648 Subhapholsiri. Copyright (1992). op.cit p.l48. Also K Ruechal, 'Hong Kong Copyright.' chuLatongkorn Law

irn! IO(1985)p.85.

WIPO. Guide to Beme Convention (Geneva WIPO 1978) p.9.

650 wi po op.cit. p.135.

651 
WIPO. op.cit p.9.

652 The Royal Gazette. Vol.110, No.147, Special Issue, September27. 1993. pp.1-4.
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Convention.653 This Decree also provided a list of ninety-five members of the Beme

Convention in the Appendix. Subsequently, ten more members were added to the list by

the Royal Decree Prescribing Conditions for the Protection of International Copyright

(No.2) B.E.2537.654

As regards the question of protection for American intellectual property rights, it was

argued that, even though this issue is provided in the American-Thai Treaty, such

provision was codilied in neither the Copyright Act B.E.2521 nor the Royal Decree

Prescribing Conditions for the Protection of International Copyright B.E.2526.655

Therefore, this caused doubt as to whether Thailand would actually protect American

copyrights in Thailand to the extent provided for by the Treaty. 656 It seems that

protection for copyright work which was protected under other countries' law had been

denied for a long time before Thai law was made clear.

If the ambiguities and uncertainties in the law persist as it has been, it will effect the

society's attitude as inevitable, and, subsequently, leads to the strong opposition to the

protective scheme for intellectual property rights. In other words, there will be a loophole

and it will allow the law to be challenged and freely interpreted, no matter how clear

wordings of the law are, unless it is known clearly that Thailand intends to comply with

653 Section 4.

654 The Royal Gazette, Vol.111, No.50a. November 9. 1994. pp.51-52.

655 Ruechai. LhEnforcement of Foreicin Cooyright in Thailand. op.cit p.9.

656 See K. Prokati.'Copynght Protection in Thai Law,' Nitisart Journal 13(1983) p.23. In practice. American copyright

holders were able to achieve copyright protection, even before the United States of America became a member of the

Berne Convention, by pubkshing first or simultaneously their works in a Beme member country such as Canada. This

process was normally called the 'back-door to Beme'. American authors can also athieve protection through 'the

side-door', in other words, the national treatment provisions of the Universal Copyright Convention, of which the

United States of America is a member, ensures Beme protection in all countries that are joint Beme - tJCC signatories.

See R. P. Benko. Protecting Intellectual Property Rights (Washington : American Enterprise Institute, 1987) p.6.
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international rules and provides full protection to intellectual property rights. It is,

therefore, important to find out why society lacks such knowledge. This will be helpful in

solving the problem.

4.6 THE AlTITUDE OF THAI SOCIETY ON INTELLECTUAL PROPERTY LAW

From history, it can be argued that intellectual property law was introduced on the

'top down' basis. It was drafted and enacted in the way and when the government felt

appropriate, whereas society, at that time, did not know even what it was. In other

words, the society did not know about such the law, or need to learn about it. As a result,

improve a knowledge relating to intellectual property is essential and must be

disseminated in the appropriate way. If not, the society will not understand and will not

pay attention to this issue.

This 'top down' approach is in opposition to the other approach of 'bottom up' basis.

In this case, such knowledge has already existed and implemented in society.

Subsequently, the law concerning this issue has been enforced merely as scope or

guidelines for the society.

It is not the first time that the 'top down' approach has been practiced in Thailand, the

conflict over the concept of democracy being one example. It is argued that the

democratic system was introduced to Thai society by a group of persons called Kana

Ratsadorn (The Group of People). 657 Most of them were educated from western

countries. From their point of view, they believed that Thailand would develop and Thai

people would have better lives by changing from absolute monarchy to the democratic

667 s• Premjit. Thai History in (tie Democratic System (Bangkok: Fuengnakom, 1962) p.221.
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system.658 Unfortunately, society did not fully support the democratic system.

Seemingly, the society did not realize the extent of this system properly primarily

because society lacked knowledge relating to this system. 659 As a result, even though

the democratic system is regarded as the proper system, Thai society apparently lacks

interest, and consequently, does not support it as it should do.

Intellectual property laws were introduced to Thai society in a similar way. They were

introduced when the society per se did not really need them. In other words, the

majority of Thai people remained the users of such rights, rather than the owners as

such. Therefore, the society did not regard these rights as their private rights or their

own property. Consequently, they did not pay much attention to the issue. Even today,

they are still confused between copyright and patent66° This seems to be the reason

why the society does not feel that such rights should be seriously protected.661

It is not surprising that these people oppose the protection scheme for intellectual

property rights.	 They feel that they will not benefit from complying with these

obligations. Some of them explicitly oppose these obligations because they believe that

658 K. Pongpanich K. The Revolution in B.E.2475 (Bangkok: Prae Pithya, 1971) pp.94-106.

659 K. Tongdhammachart. "The 1932 Revolution and the Age of Democratic Government," Chulalongkorn Law Journal

Special Issue, (1980) p.229.

660 Since the word Likkasft' (copyright) is a created word, many people do not understand clearly what it means.

They misunderstand that this word means intellectual property right, and mix this word up with rights, intellectual

property, and patent See copyright Law Matichon Newspa pers April 4, 1995. p.31: K Boonyakiat. intellectual

Property copyright." Bangkok Business Newspapers March 26. 1995, p.6. Also the advertisement in the Thai Daily

News, (Sunday) March 29, 1998. p.16. This problem may occur in other countries too. In England, for instance, it is

reported that almost a third of companies think their investors 'understand little' or 'not at all' the nature of their

intellectual property rights. See E Fennell, 'Our Bodies Patently Lack Protection," The Times (Tuesday) December 15,

1998. P.37.

661 It has been argued that royalties should not be granted when music has been played on the radio, or even in the

public. Playing the music in these circumstances, to some extent, helps promoting artists. See Intellectual Property

Law "UncIear" Siam Post Newspapers March 27, 1995, pp. 10,26.

176



their current benefits will decline soon after Thailand has provided strong protection for

the owners of intellectual property rights. For example, they feel that providing strong

protection to certain products, such as pharmaceutical products, wilt bar them from

gaining a higher standard of living.662 In other words, their quality of life will be

undermined because they will not be able to afford such expensive products.

Additionally, some Thai people are against intellectual property law since they feel

that Thailand has been forced by the United States of America to improve its intellectual

property law. It was argued by the United States of America that their citizens were not

adequately and properly protected under Thai law. As a result, the United States of

America decided to use Section 301 to force Thailand to provide adequate and proper

protection for American intellectual property.

This impression is not good for Thai society as a whole. It is hard to deny that Thai

goods have been exported primarily to the United States of America.664 In other words.

Thai economic progress has to rely on the American market. Therefore, Thailand cannot

ignore the American complaint.665 Despite its intention to solve the problem in the

international stage, Thailand has had to revise its intellectual property laws to accord

with the American requirement.

Furthermore, the situation that Thai people are still against intellectual property law

will become a real obstacle to law enforcement and intellectual property rights

protection in the country. This situation is very significant for Thailand since it has to

662 See Strong Opposition to the Patent BilI. IPAsia November28. 1991. p.25.

663 See Y. Pattanawong, General Information on Pharmaceutical Patent (An academic report, the Ministry of Health.

July. 1996) P.49. Also Uwanno. op.cit. p.62.

664 The United States of America has been the largest export market for Thai goods since 1 980s. See Far Eastern

Egngmic Review July 25, 1985. p.56.

665 s. Sawetsila, Bangkok Post May 30. 1987. p.1.
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report law enforcement and rights protection to the Council for TRIPs. 666 According to

the Review mechanism, the Council for TRIPs will review the implementation of TRIPs. If

the Council for TRIPs is dissatisfied with the report, Thailand might be forced to revise its

laws to comply with TRIPs, or even face trade sanctions.

4.7 THE CHANGE OF INTELLECTUAL PROPERTY RIGHTS PROTECTION

Thailand is aware of these significant obligations. Recently, a committee was set up

to examine its law and the intellectual property system in order to ensure that, by the

year 2000, Thailand will comply with its obligations under TRIPs. Subsequently, a sub-

committee has been set up to undertake this task; the Sub-Committee to scrutinize the

intellectual property obligations of Thailand under the Final Acts of the Uruguay

Round.667 The main duties of this Sub-Committee are to scrutinize Thai obligations

relating to intellectual property under the Final Acts of the Uruguay Round, to scrutinize

the necessity in Thailand of revising the law and the intellectual property system in

accordance with its obligations, and to report its suggestion to the Committee and the

Government.668

Accordingly, several sub-committees have been appointed to examine specific

issues. they are the Sub-Committee for the Patent Issue, 669 the Sub-Committee for the

666 TRIPs Article 71.

The Order of the Permanent Secretary under the Minister of Commerce to Appoint the Sub-Committee,

No.1/2537. January 10. 1994.

668 Ibid.

669	 Order of the Permanent Secretary under the Minister of Commerce to Appoint the Sub-Committee.

No.2/2537. June 9, 1994.
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Trade Marks and Geographical Indications Issue,67° the Sub-Committee for the

Undisclosed Information Issue,6 71 the Sub-Committee for the Copyright and

Neighbouring Rights Issue,672 the Sub-Committee for the Integrated Circuits

Issue,673 the Sub-Committee for the Law Enforcement Issue, 674 and the Sub-

Committee for the Border Measures Issue.675

The first special Sub-Committee has power to examine the patent issues. It has

considered TRIPs provisions relating to patent and Thai law, namely the Patent Act

B.E.2522. Consequently, the result has been reported that, generally, Thai law has

already conformed to TRIPs. 676 Nevertheless, there are a few issues in TRIPs which

have not been implemented yet.

The first concerns the principle of national treatment From the report, Sections 14, 19

bis, and 60 bis of the patent Act B.E.2522 should be amended to extend the protection

to nationals of TRIPs members,6' and legal persons who are domiciled or have a real

670 The Order of the Permanent Secretary under the Minister of Commerce to Appoint the Sub-Committee,

No.3/2537. June 9, 1994.

671 The Order of the Permanent Secretary under the Minister of Commerce to Appoint the Sub-Committee.

No.4/2537. June 9, 1994.

672 The Order of the Permanent Secretary under the Minister of Commerce to Appoint the Sub-Committee.

No.5/2537, June 9. 1994.

673 The Order of the Permanent Secretary under the Minister of Commerce to Appoint the Sub-Committee,

No.6/2637, June 9. 1994.

674 The Order of the Permanent Secretary under the Minister of Commerce to Appoint the Sub-Committee.

No.7/2537. June 9, 1994.

675 The Order of the Permanent Secretary under the Minister of Commerce to Appoint the Sub-Committee.

No.6/2537. June 9, 1994.

676 The Final Report of the Sub-Committee for the Patent Issue, Ministry of Commerce 0705/672, October 14, 1994.

p.3.

671 See TRIPs Article 3(1).
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and effective industrial or commercial establishment in a separate customs territory

Member of the Woild Trade Organization. 678 Secondly, the provisions concerning

restrictions of the exclusive rights should be amended. They should be

revised,679 abolished,680 and added to.681 to accord with TRIPs Article 30 and the

Paris Convention Article 5 ter. Thirdly, the provision of compulsory licensing should also

be reformed.682 Compulsory licensing should be granted to prevent the abuses which

might result from the exercise of the exclusive rights conferred by the patentee.683

Fourthly, Section 47 of the Patent Act B.E2522 which refers to the exploitation of other

patents should be revised to conform to TRIPs Article 31(i). Accordingly, the wording

which relates to Section 47 and is also provided in Section 49 should be deleted.

Furthermore, the process of judicial review or other independent review, also the

condition that importation will not entail forfeiture of the patent, should be added to

Section 52,685 and Section 55 of the Patent Act B.E.2522 respectively. 686 In addition,

there is an apprehension about the provisions relating to the Drug Patent Board. 687 It

678 See TRIPS footnote 1.

679 The Patent Act B.E.25 Section 36 (2).

680 The Patent Act B.E2522 Section 36 (4), (5).

681 At present, there is no provision concerning patented devices forming part of vessels, aircraft, or land vehicles in

Thai patent law.

682 The Patent Act B.E2522 Sections 46 and 46 bia

683 See the Pans Convention 5 A (2).

684 Sections 49-52 of the Patent Act B.E.2522 are provided in Part V 'theExercise of Patent Rights'. Section 49 is

about compulsory licensing procedure and how to apply for a compulsory license. Some details of these issues have

already been amended and provided in Section 47. Such parts of Section 49. therefore, are redundant and.

according to the Sub-Committee, should be deleted.

685 See TRIPs Article 31 (i).

686 See the Paris Convention 5 A (1).

687 The Patent Act B.E2522 Sections 55 bis to 55 septo.
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seems that these provisions are inconsistent with TRIP .688 As a result, the Sub-

Committee suggested that these provisions should also be deleted.

In the Sub-Committee's report, there is also an opinion that the wording of the Patent

Act B.E.2522 Section 36 (3) is so ambiguous that, subject to the interpretation, it may or

may not conform to TRIPs.689 Additionally, the Sub-Committee suggested that the

protection of plant varieties should be provided in the form of sui generis law, not in the

patent law.69°

The second sub-committee was appointed to scrutinize the issues of trade marks

and geographical indications. It has considered these issues through several statutes,

inter alia, the Penal Code, the CMI and Commercial Code, the Consumer's Protection

Act B.E.2522, and the Trade Mark Act B.E.2534. Subsequently, the Sub-Committee

concluded that there are some issues on which Thai law does not conform to TRIPs.691

One of them is about the period to renew trade mark's registration. Section 56 of the

Trade Mark Act B.E.2534 stipulates that a proprietor of a trade mark has to renew a

registration within ninety days before the expiration of the registration, whereas the Paris

Convention Article 5 bis allows a grace period of not less than six months for the

maintenance of rights. The others concern the measures to protect geographical

indications for which have not been yet provided in Thai law. First is a requirement of the

legal means to prevent any use which constitutes an act of unfair competition.692

688 It has been argued that the owners of pharmaceutical products will be discriminated by such provisions.

689 Section 36(3) provides that "any act in respect of products acquired in good faith".

690 The Final Report of the Sub-Committee for the Patent Issue, Ministry of Commerce 0705/672. October 14. 1994.

p.6.

691 The Final Report of the Sub-Committee for the Trade Marks and Geographical Indications Issue, October 19.

1 gg4, pp.2-3.

692 TRIPs Article 22 (2)(b).
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Secondly, the protection should be applicable against a geographical indication which

falsely represents that the goods originate in another territory, notwithstanding such the

geographical indication is literally true.693 Accordingly, geographical indications for

wines and spirits have not been protected yet in Thai law.694

The Sub-Committee for Undisclosed Information Issue has to consider the way to

implement TRIPs Article 39. The study has been undertaken by considering the

related laws, inter ella, the Civil and Commercial Code, the Penal Code, the Trade Mark

Act B.E.2534, the Patent Act B.E.2522, and the Draft Copyright Act B.E.....(at that time).

The study showed that the protection for such the information is apparently insufficient

under Thai law.696 Subsequently, the Sub-Committee suggested that sui generis law

should be enacted in order to provide adequate and sufficient protection for this

information.697 Two significant factors should be concerned when drafting the new law,

namely, the promotion of international transfer of technology,698 and the national

interest.699

Accordingly, the report of the Sub-Committee for the Copyright and Related Rights

Issue has been published. 700 From the study, it has been found that, in general, Thai

law is already in conformity with the provisions of TRIPs relating to copyright and related

693 TRIPs Article 22(4).

694 See TRIPs Article 23.

695 This Article provides for protection of undisclosed information.

696 The Final Report of the Sub-Committee for the Undisclosed Information Issue. No.3.1.

691 The Final Report of the Sub-Committee for the Undisclosed Information Issue. No.3.1.

698 See TRIPs Articles 7-8.

699 The Final Report of the Sub-Committee for the Undisclosed Information Issue. op.cit No.1 para.6.

700 The Final Report of the Sub-Committee for copynght and Related Rights Issue, Ministry of Commerte 0706/745.

September 9, 1994.
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rights. Nevertheless, the Sub-Committee has made a few remarks on this issue. First, it

should be noted that the restrictions of copyright provided in Section 32 of the Copyright

Act B.E.2537 are broader than those provided in TRIPs. 701 Secondly, they addressed

the special provisions of TRIPs regarding developing countries. Limitations on the ngtit

of translation which are provided in Sections 54-55 of the Copyright Act B.E.2537

primarily state that the exclusive right of translation will be constituted if the work has not

been translated into Thai language after three years. With regard to the Beme

Convention, the period should be shortened to one year since the Thai language is not

in general use in one or more developed countries which are members of the Beme

Convention.702 Finally, subject to the interpretation of the Copyright Act B.E.2537

Section 61, it is unclear whether the protection will cover copyright and perforrners

rights of TRIPs members who are not yet parties to the Beme Convention and the Rome

Convention.703

The protection of layout designs of integrated circuits has also been scrutinized. The

Sub-Committee has made its suggestion that it is inappropriate to protect this intellectual

property under either the patent law or the copyright law. Layout designs of integrated

circuits should be protected under the sui generis law.704 Additionally, the definition

and scope of protection, the ability of Thai people, the effect on an industrial sector,

701 Ibid. No.3.1.

702 See the Beme Convention, Appendix, Article II (3Xa).

703 The Final Report of the Sub-Committee for Copyright and Related Rights Issue. op.cit No.3.3.

704 The Final Report of the Sub-Committee for the Integrated aitelts Issue. Ministry of Commerce 07021207. October

18, 1994. Nb.2.
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timing, and other countries' laws should be taken into consideration when this new law is

drafted •705

According to the report of the Sub-Committee for the Law Enforcement Issue,706

most measures relating to law enforcement and remedial measures in TRIPs have

already been implemented.707 This opinion is based on a study comparing TRIPs Part

Ill with several statutes, namely, the CMI and Commercial Code, the Penal Code, the

Civil Procedure Code, the Criminal Procedure Code, the Trade Mark Act B.E.2534, the

Patent Act B.E.2522, the Draft Copyright Act B.E.....(at that time), and the Draft Act for

the Establishment of and Procedure for Intellectual Property and International Trade

Court B.E.....(at that time).

The TRIPs measures with which Thai law has already complied are:

1. decisions must be made in the written form and reasons must be given (TRIPs

Article 41 (3)).708

2. the right of defenders to be informed in the written form (TRIPs Article 42);709

3. the right to be represented by independent legal counsel (TRIPs Article 42);710

4. the provisions related to evidence (TRIPs Article 43);71 1

5. the measures concerning injunctions (TRIPs Article 44);712

705 The Final Report of the Sub-Committee for the fritegrated Circuits Issue, Minisb-y of Commerce 07021207. October

, 1994. op.cst. No.4.3.

706 The Final Report of the Sub-Committee for the Law Enforcement Issue. October 19. 1994. p.4.

707 The Final Report of the Sub-Committee for the Law Enforcement Issue, No.3.1.

708 The Civil Procedure Code Section 141. and the Criminal Procedure Code Section 183.

709 The Civil Procedure Code Section 173, and the Criminal Procedure Code Section 165 para.3.

710 The Civil Procedure Code Section 60. and the Criminal Procedure Code Section 165.

711 The Civil Procedure Code Section 85, and the Criminal Procedure Code Section 226.

712 The CMI Procedure code Sections 254.255.267.
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6. the measures concerning damages (TRIPs Article 45);713

7. the provision of a right to compensation when the applicants abuse enforcement

procedures (TRIPs Article 48):714

8. the order of confiscation or destruction (TRIPs Article 46):715

9. the protection of undisclosed information (TRIPs Article 47);716

10. The right to reveal administrative decisions by the judicial authorfl.y (TRIPs Article

41 (4));717

11. the measures concerning provisional measures (TRIPs Article 50).718

Additionally, the Sub-Committee insisted that Thailand has complied with its

obligation regarding the issue of law enforcement and there is no need to amend Thai

law for this purpose, even though there are some measures which Thailand does not

provide in its law specifically. For instance, there is no explicit provision that mandatory

personal appearances are not required.719 Likewise, the measures to order defenders

to reveal information are not provided for in Thai law. 72° In addition, there is no specific

713 The Civil and Commercial Code Section 420. the Patent Act B.E2522 Section 77 ter and Section 64 of the Draft

Copylight Act BE.... (at that time).

714 The Civil Procedure Code Section 263.

715 The Penal Code Section 35. the Patent Act B.E2522 Section 77 quafer. and Section 75 of the Draft Copyiight Act

B.E...-- (at that time).

716 The Civil Procedure Code Section 92. the C1iminal Procedure Code Section 177. the Penal Code Section Sections

322-324. and the Patent Act B.E2522 Section 23.

717 The Trade Mark Act B.E2534 Sections 38. 65. 75; the Patent Act B.E2522 Section 74; and Sections 44. 54 of the

Draft Copynght Act B.E.... (at that time).

718 The Trade Mark Act B.E.2534 Section 116. the Patent Act B.E2522 Section 77 bis. Section 65 of the Draft

Copyright Act B.E.... (at that time), and Sections 24.25 of the Draft Act for the Establishment of and Procedure for

Intellectual Property and International Trade Court B.E.... (at that time).

719 See TRIPs Article 42.

720 See TRIPs Article 47.
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provision that exempts the Officials who take action in good faith from liability to

appropriate remedial measures.721

The Sub-Committee indicated that, for the first case, 722 it is possible for the court to

receive a deposition, since Thai law is not so strict as the common law, thereby an

appearance of a witness is not required. Furthermore, the measures concerning the right

of information are not regarded as compulsory. In addition, subject to Thai law, officials

who act in good faith are, at present, immune from any liability. Subsequently, there is no

need to amend the law for these measures. As a result, it is not expected that there wilt

be dramatic changes in remedial measures.

The issue of border measures is also considered by the specific Sub-Committee.

Similarly to the reports of several Sub-Committees, Thai law, apparently, has already

conformed to TRIPs provisions relating to border measures.723 There are a few minor

issues which are under consideration to be amended.724

4.8 THE INTELLECTUAL PROPERTY AND INTERNATIONAL TRADE COURT

The mere fact that intellectual property law has been provided in Thailand, however,

will not guarantee that owners of intellectual property rights will be appropriately

protected. Even though the intellectual property law has been improved from time to

time, there have been criticisms of legal protection in Thailand. Arguably, law

enforcement is another factor which helps to ensure adequate protection. It is believed

721 See TRIPs Article 48.

722 In case of an explicit provision that mandatory personal appearances are not required.

723 The Final Report of the Sub-Committee for the Border Measures Issue, the Ministiy of Commerce 0701/S/i 71.

October 17. 1994. p.1.

724 Ibid.
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that owners of intellectual property nghts will be protected adequately if the law is

efficiently enforced.

Regarding this concept, Thailand has planned to strengthen its process of law

enforcement. Several organizations such as the Department of Intellectual Property have

been set up.725 The establishment of a special court to cope with intellectual property

cases is the major part of this scheme. The Central Intellectual Property and International

Trade Court was set up in 1996,726 and has operated since December 1. 1997,727

This court is a part of the Thai Courts System. Generally, Thai Courts of Justices are

divided into three tiers. They are the Supreme Court (Dika Court), the Courts of Appeals

(Uthom Court), and the Courts of First Instance.728 The Supreme Court is the final court

of appeal in all CMI and criminal cases. 729 It consists of the President, Vice Presidents.

the Secretary, and a number of Justices. 73° Whereas there is only one Supreme Court,

there are, at present, four courts in the middle level. They are the Central Court of

Appeals, the Court of Appeals Region I, the Court of Appeals Region II, and the Court of

Appeals Region III. They are empowered to consider most civil and criminal cases.731

725 This Department is a part of the Ministry of Commerce and was established on May 3. 1992 by virtue of a Royal

Decree. One of its main responsibility is to develop systems, patterns, and means to protect intellectual property

property and effectively.

It was established by the Act for the Establishment of and Procedure for Intellectual Property and International

Trade Court B.E2539. the Royal Gazette, Vol.113. No55a. October25, 1996. For more information, seeW.

Weeraworawit "The Intellectual Property and International Trade Court" Annual Report 1996: Department of

lecttaLEpry op cst pp.60-69.

727 See "Agenda for the Inauguration Ceremony of the Central Intellectual Property and International Trade Court" in

mcntra1 Intellectual Property and International Trade Court (Bangkok: Gaingrow. 1997) p22.

728 The Organizations of Justice Court Act B.E.2477 (1934) Section 2.

729 The Organizations of Justice Court Act B.E2477 (1934) Section 20.

73OThe Organizations of Justice CourtAct B.E.2477 (1934) Section 8.

731 The Organizations of Justice Court Act B.E2477 (1934) Section 19.
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Bangkok, the capital of the country, is the territorial jurisdiction of the Central Court of

Appeals, while the Northern, the North Eastern, and the Southern Regions are the

territorial jurisdiction of the other Courts of Appeals respectively. Each of them consists

of the Chief Justice, Deputy of Chief Justices, the Secretary, and a number of

judges.732

The Courts of First Instance compose of several types of courts, inter alia , the

Changwat Courts (Provincial Courts), the Kwang Courts (the Magistrate Courts), the

CMI Court, the Criminal Court, the South Bangkok CMI Court, the South Bangkok

Criminal Court, the Thonburi Civil Court. and the Thonburi Criminal Court. 733 The

Changwat, and Kwang Courts are empowered to try all cases except specific cases,

inter alia, labour, tax, and family cases. 7 Each of them has territorial jurisdiction in a

province where it is located.735 However, the Kwang Court's jurisdiction is limited to

small cases.736 The other types of Courts of First Instance are all located in Bangkok.

They are empowered to try cases, subject to either civil or criminal cases, in their

temtonal jurisdiction. In addition, before the establishment of the Central Intellectual

Property and International Trade Court, there were three special courts which were also

regarded as Courts of First Instance. They are the Labour Court, the Tax Court, and the

Juvenile and Family Court. Such special courts have jurisdiction over both civil and

criminal cases which relate to their special power.

732 The Organizations of Justice Court Act B.E2477 (1934) Section 8.

733 Thonburi is a part of Bangkok. It used to be the capital of Thailand during 1867-1881.

734 The Organizations of Justice Court Act B.E2477 (1934) Section 16.

735 The Organizations of Justice Court Act B. E.2477 (1934) Section 14.

736 The Organizations of Justice Court Act B.E2477 (1934) Section 15.
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The Central Intellectual Property and International Trade Court is regarded as one of

special courts in the Courts of First Instance. It will try all civil and criminal cases relating

to intellectual property and international trade issue, no mailer how severe or amount of

compensation of a case is. 737 Nevertheless, it is noteworthy that cases falling under

jurisdiction of the Juvenile and Family Court will be excluded from this Court's

jurisdiction.738

There are two explicit aims in establishing this special court. One is to speed up

intellectual property trial, and the other is to try an intellectual property case

efficiently. 739 Apparently, the idea of speeding up the trial follows the worldwide

concept that 'justice delayed means justice denied'. Thailand, as any other country,

cannot escape from such circumstances. Therefore, it intends to tighten up the trial.740

For example, Section 27 of the Act for the Establishment of and Procedure for

Intellectual Property and International Trade Court B.E.2539 states that:

The Intellectual Property and International Trade Court shall proceed with the

hearing without adjournment until the hearing is over, save in the case of unavoidable

necessities. After the hearing is over, the court shall promptly render a judgment or

order.

737 The Act for the Establishment of and Procedure for Intellectual Property and International Trade Court B.E.2539

Section 7.

738 The Act for the Establishment of and Procedure for Intellectual Property and International Trade Court B.E2539

Section 7 para.2.

739 See Note for the Act for the Establishment of and Procedure for Intellectual Property and International Trade Court

B.E.2539•

Leekpai, "Message from the Pime Minister," The Central Intellectual Prooertv and International Trade Court

op.Clt. p.7.
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This provision ensures that intellectual property cases will be solved without delay.

Modem and high technological communications, such as facsimile,741 electronic

mediums,742 video conference, 743 and computer, 7 have been permitted in the legal

process. Additionally, an appeal against a judgment or an order of this court will be

directly submitted to the Supreme Court. by passing the Court of Appeal745

The Act for the Establishment of and Procedure for Intellectual Property and

International Trade Court B.E.2539 also contains several provisions which will make the

trial more effective. Seemingly, the most crucial provisions are about qualification of

judges and associate judges. Generally, all cases in Thailand are tried by professional

judges. They have been recruited through an open competitive examination system.746

Candidates for the examination must possess the qualification of at least twenty five

years of age, a law degree, have already been called to the Thai Bar, and possess at

least two years of legal experience. 747 An additional qualification of judges in the

Intellectual Property and International Trade Court is competent knowledge of the

matters relating to intellectual property and international trade. 748 Associate judges are

required in this court, as they are also required in other special courts. They must be

741 The Rules for Intellectual Property and International Trade Cases B.E2540 Rule 5.

742 Ibid.

743 The Rules for Intellectual Property and International Trade Cases B.E2540 Rule 32.

744 The Rules for Intellectual Property and International Trade Cases B.E2540 Rule 33.

745 The Act for the Establishment of and Procedure for Intellectual Property and InternationaT Trade Court B.E2539

Sect Ofl 38.

746 The Judicial Service Act B.E.2521 (1978) Section 17.

747 The Judicial Service Act B.E.2521 (1978) Section 27.

748 The Act for the Establishment of and Procedure for Intellectual Property and International Trade Court B.E.2539

SectiOn 14.
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Thai, not less than thirty years of age, having been trained on the purposes of the

Intellectual Property and International Trade Court and on the judicial duties in

accordance with the rules and methods prescribed in the Ministerial Regulations, and

having knowledge and expertise in intellectual property or international trade. 749 It is

expected that, by the specific qualification of both judges and associate judges,

intellectual property cases will be tried efficiently.

The other remarkable provision which is expected to make the trial more effective is

Section 30, the power to issue procedural rules of the court. The Chief Justice of this

court is empowered, subject to the approval of the President of the Supreme Court, to

issue Rules of the Court on proceedings and hearing of evidence in the intellectual

property and international trade cases, to ensure convenience, expediency, and fairness

of the proceedings. 75° The present Rules of the Court have been enforced since

November 28, 1997. They contain several significant rules, such as rules for proceeding

according to agreed terms,75 or application for the taking of evidence in advance.752

There have been many comments on the move of Thailand in setting up this special

court. It is believed that this move will demonstrate that the owner of intellectual property

rights, no matter who he is, will receive just and appropriate protection under Thai

law.753 Similarly, it has been indicated that this move is a crucial development in the

749 The Act for the Establishment of and Procedure for Intellectual Property and International Trade Court B.E.2539

Section 15.

750 The Act for the Establishment of and Procedure for Intellectual Property and International Trade Court B.E.2539

Section 30.

751 The Rules for Intellectual Property and International Trade Cases B.E2540 Rule 4.

752 The Rules for Intellectual Property and International Trade Cases B.E2540 Rules.20-22.

753 A. Sumawong. "Message from the Chief Justice of the Central Intellectual Property and International Trade COurt"

Th ntral Intellectual Propecttand international Trade Court op.cit. p.11.
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Thai Justice System,7M which will increase the confidence of both domestic and

international investors; consequently, the Thai economy will be strengthened. In

addition, this court has been viewed as one of the modem courts in the worfd. Therefore,

its efficiency will be closely observed by other countries. The courts performance may

be considered as an attractive model for other countries.755

Nevertheless, it should be remembered that the Intellectual Property and International

Trade Court is a last resort for owners of intellectual property rights to seek protection.

Therefore, it is impractical to think that the Intellectual Property and International Trade

Court will solve all problems relating to intellectual property, and will provide absolute

protection for the owners of intellectual property rights. They can expect certain level of

protection from this court In general, remedial measures can be sought for an

infringement which is being committed, or has already been committed. In addition, with

regard to provisional measures, the Central Intellectual Property and International Trade

Court can protect the owners of intellectual property right even when such the rights

have not yet been infringed.

754 C. Ngernmuen. 'Message from the Minister of Justice.' The Central Intellectual Property and lntemationLIie

cQtii op.cit p.9.

755 See G. Herrmann. 'Message from the Secretary United Nations Commission on International Trade Law.' Th

cattL!n!ellectuaI Property and International Trade Court op.cit p.18.
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CHAPTER 5: PROVISIONAL MEASURES IN THAI LAW

5.1 INTRODUCTION

Provisional measures are regarded as the latest remedial measures in the Thai legal

system. These measures, however, can be sought only in intellectual property cases.

Previously, several types of cMl remedies, such as damages, orders of destruction, and

criminal sanctions had been in force to protect intellectual property rights' owners, but it

is only within this last decade that provisional measures have been available. These

measures were first introduced in the Trade Mark Act B.E.2534 in 1991. They were later

provided for in the Patent Act B.E.2522 (amended by the Patent Act (No.2) B.E.2535)

and the Copyright Act B.E.2537 in 1992 and 1994 respectively.

The primary aim of provisional measures is to prolong intellectual property rights

protection to cover the period when an infringement has not yet been committed. In

other words, these measures allow intellectual property rights' owners to seek protection

from the earliest stage, i.e. an infringement is about to occur, or in the process of

occurring. As a result, intellectual property rights' owners can, in theory, prevent an

infringement or prevent serious damage. It is, therefore, in some cases, preferable to

seeking remedies after their rights have already been severely infringed.

Arguably, the other reason for introducing such measures into the Thai legal system

is to implement TRIPs. Even though provisional measures were provided for under Thai

law before agreement on TRIPs was reached, these measures were inserted into the law

primarily because of TRIPs. 756 Thailand, at that time, realized that agreement on TRIPs

was about to be reached and Thailand would be obliged to implement this agreement.

756 Rattanasuwan S. Deputy Director General of the Department of Intellectual Preperty. He was inten,iewed at his

office on May 26. 1998. (Hereinafter Interview with Rattanasuwan.)
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Subsequently, several measures, including provisional measures, were added to

intellectual property laws when the said laws were revised or amended.

The introduction of provisional measures into Thai law seems to show that Thailand is

aware of the current situation and prepares to comply with TRIPs. Consequently, it is

important for Thailand to find out whether or not its obligation (to implement TRIPs) has

already fulfilled. Regarding this reason, provisional measures are selected for the study.

To examine whether provisional measures in Thailand conform with TRIPs, law relating to

these measures and law enforcement will be under consideration. Provisional measures

will be scrutinized in three stages, namely the stage of applying for an order, the stage

of granting an order, and the stage of executing an order.

5.2 PROVISIONAL MEASURES IN ThAI LAW

Provisional measures are dealt with in TRIPs Article 50. According to this Article,

intellectual property rights' owners are able to apply for an order:

(a) to prevent an infringement of any intellectual property right from occurring, and

in particular to prevent the entry into the channels of commerce in their jurisdiction of

goods, including imported goods immediately after customs clearance;

(b) to preserve relevant evidence in regard to the alleged infringement.

These measures exist in Thai law, however, in various statutes. Interim injunctions are

provided for in intellectual property law, 157 namely, the Copyright Act

At present, the Protection of Undisclosed Information Act B.E.....the Geographical Indications Act B.E.....and

the Layout Designs of Integrated Circuitz Act B.E.... have been drafted. Among them, provisions relating to interim

injunctions only exist in the draft of Protection of Undisclosed Information Act B.E....
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B.E.2537,758 the Patent Act B.E.2522, 759 and the trade Mark Act B.E.2534,760

whereas an order to preserve evidence in advance is contained in the Act for the

Establishment of and Procedure for Intellectual Property and International Trade Court

B.E.2539.761 Details are also provided for in the Rules for Intellectual Property and

International Trade Cases B.E.2540 (1997 A.D.). 762 In addition, these measures are

available under general provisions of the Civil Procedure Code and the Criminal

Procedure Code mutatis mutandis.763

Similar measures already exist in Thai law. Injunctions pending judgments are

normally in force for civil cases,764 whereby a person is empowered to apply for an

order to preserve evidence in advance, in both civil and criminal cases.765

Nevertheless, such injunctions can be sought only when a case has already been filed

at the court. It means that these measures are available after intellectual property rights

have already been infringed. Regarding the case of the order to preserve evidence in

advance, the measures are rather similar. However, an applicant, in a normal case,

could not seek an order to seize or attach the documents or materials that would be

758 Section 65.

759 Section 77 bis.

760 Section 115.

761 Sections 28-29.

762 pules 12-22.

763 The Act for the Estabhshment of and Procedure for Intellectual Property and International Trade Court B.E2539

26.

764 The Civil Procedure Code Section 254. It is possible to apply these measures in cnminal cases rnutatis mutdis.

See The Criminal Procedure Code Section 15.

765 The Civil Procedure Code Section 101. and the Criminal Procedure Code Section 237 bis.
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adduced as evidence.766 Furthermore, in criminal cases. the witness is merely

permitted to testify in advance.767

In addition, the Arrest of Seagoing Ships Act B.E.2534 provides measures to protect

injured persons prior to their cases being instituted. 768 A court order can be sought, in

order to arrest the ship which belongs to a debtor, or which is in the possession of a

debtor, with respect to the debt relating to such a ship. 769 According to this law, the

port authorities will be notified without delay, and such a ship will be prevented from

moving off. 770 Since this is a special measure, it is uncertain whether it would be

explicitly applied in intellectual property cases.

As a result, it should not be difficult for judges and lawyers to understand and

enforce provisional measures effectively. Nevertheless, there may be a question as to

whether these measures have been adopted in a similar way to those enforced in other

countries. To answer the above question, provisional measures should be examined in

two aspects, namely, the law per se and its enforcement.

Generally, it seems that Thai law has already conformed to TRIPs. However, there are

some details which are still different between Thai law and TRIPs.771 The wording in the

Trade Mark Act B.E.2534 Section 116, which is not the same as that of the Copyright Act

766 See the Act for the Establishment of and Ptocedure for Intellectual Property and International Trade Court

B.E.2539 Section 29 para 1.

767 The Criminal Procedure Code Section 237 bi&

768 The Royal Gazette. Special Vol.108, No.196, November11. 1991. p.1.

769 Section 4.

770 Section 11.

771 The Final Report of the Sub-Committee for the Law Enforcement Issue. op.cit No.4.
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B.E.2537 Section 65 and the Patent Act B.E.2522 Section 77 bis, 2 appears to be

different from TRIPs Article 50 (3).773 In fact, this may discriminate against Trade Mark

owners and obstruct them from achieving effective protection.

Enforcement is also significant The process of enforcement is crucial since it turns

the law in statutes into an efficient form of protection in practice. Enforcement, for this

purpose, could be divided into three stages, namely, applying for an order, considering

an order, and executing an order. These stages, however, cannot be absolutely

separated since they are linked as a circuit If one stage fails, the whole process will

probably collapse.

5.3 THE STAGE OF APPLYING FOR AN ORDER

This is the first step to access intellectual property rights protection. If intellectual

property rights' owners, represented by their lawyers, realize the effectiveness of

provisional measures and decide to apply for these measures, they may achieve

protection even before their rights are infringed. Nevertheless, if these measures are

applied for improperly, intellectual property rights' owners may be repeatedly injured,

instead of achieving the said protection. A single mistake in this process could cost

them dearly, since they may have to waste their time and costs when their applications

are delayed and eventually dismissed. The applicants have to beware of several issues,

inter alia, the court to which they submit their applications, and conditions which are

used in applying for these measures.

772 The Trade Mark law states that 'a person commits or is committing ...'. whereas the Copyright and Patent laws

prescribe a person commits or is about to commit ...'

773 This Article provides that ... the applicanrs right is being infringed or that such inifingement is imminent.
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5.3.1 THE COURT TO WHICH AN APPLICATION WILL BE SUBMITTED

The issue of the court to which the applicants submit their applications seems to have

become less complicated since the Central Intellectual Property and International Trade

Court was established.774 This is because intellectual property cases, both civil and

criminal, fall under jurisdiction of this Court, excluding cases falling under jurisdiction of

the Juvenile and Family CourtsJ1'5

Regarding territorial jurisdiction, there seems no controversy, at present, since there

is only one court, the Central Intellectual Property and International Trade Court, which

deals with intellectual property cases. The law provides that the Central Intellectual

Property and International Trade Court and the Regional Courts will be established.776

The Central Intellectual Property and International Trade Court has jurisdiction

throughout Bangkok, Samut Prakam, Samut Sakom, Nakom Pathom, Nonthaburi, and

Patum Thani provinces. 777 The Regional Courts' jurisdiction will be specified in the Act

to establish these Courts.778 Cun-ently, the Regional Courts have not yet been set up,

therefore, the Central Intellectual Property and International Trade Court has jurisdiction

all over the country.779

774 The inauguration date of this Court was December 1. 1997.

775 The Act for the Establishment of and Procedure for Intellectual Property and International Trade Court B.E.2539

Section 7.

776 The Act for the Establishment of and Procedure for Intellectual Property and International Trade Court B.E2539

Sections 5 and 6.

777 The Act for the Establishment of and Procedure for Intellectual Property and International Trade Court B.E.2539

section 5 para. 1. According to this provision, cases ansing outside this jurisdiction may be filed with this Court too.

778 The Act for the Establishment of and Procedure for Intellectual Property and International Trade Court B.E.2539

ction 6.

779 The Act for the Establishment of and Procedure for Intellectual Property and International Trade Court B.E.2539

5tion 47.
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£1.1 INTERIM INJUNCTIONS

There may be a question about temtonal jurisdiction when the Regional Courts are

established. Since there is no explicit provision concerning this issue, general principle

in the Civil Procedure Code, also the Criminal Procedure Code, will be applied mutatis

mutandis. It is noteworthy that interim injunctions could be sought in both civil and

criminal cases.78°

Regarding CMI cases, generally, a case must be instituted with the court in which

either a defendant has his domicile, or an infringement has occurred. 781 Literally, an

applicant may not be able to submit his application to such courts since, at that time,

there is no defendant and (in a case where the infringement is imminqnt) infringement

has not yet occurred. In practice, by regarding this process as a part of the whole trial

process, it is believed that the applicant could submit his application to the court with

which he has to file his case later. 782 In other words, it is possible to submit the

application to the court in which an infringement has occurred, or the court in which the

prospective defendant has his domicile, or the court in which the infringement is about

to occur. For the benefit of this process, the meaning of 'domicile' includes any place

where, within two years before the date on which the case is instituted, the defendant

has had a domicile in the country. 783 It also includes any place where the defendant

operates or has operated his business, in part or as a whole, in the country within two

780 See the Rules for n(ellectual Property and International Trade Cases B.E.2540 Rules 12-19, 42.

781 The Civil Procedure Code Section 4(1).

782 Thanomrod P. Deputy Chief Justice of the Civil Court. He was interviewed at his office on May 20, 1998 at 10a.m.

(Hereinafter Interview with J.Thanomrod.)

783 The Civil Procedure Code Section 3 (2)(a).
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years before the date the case has been instituted. 784 If there is a representative or a

person whom the defendant has contacted for business. 7 the residence of such a

person, on the date (he case has been instituted or within two years before the case has

been instituted. may be regarded as the defendant's domicile. 786 In addition, the

applicant may be able to submit his application to the court in which he has domicile,

subject to the fact that the prospective defendant does not have his domicile in

Thailand, and the infringement is not about to occur or has not occurred in this

country.787

Due to the condition of a defendant's domicile, it seems that, according to Thai law,

an infringer has to be identified. In other words, the applicant should know, when the

application is submitted, who infringes or is about to infringe his right, even though the

said infringer may not be known in detail. 788 This is supported by the law, inter alia

regarding the conditions for the grant of interim injunctions. The court is empowered to

grant such injunctions when it is found that the prospective defendant is not in a position

to compensate the applicant for his damage or that it might be difficult to enforce

784 The Civil Procedure Code Section 3 (2)(b).

785 The phrase 'a person whom the defendant has contacted for business is rather obscure. At present, there is no

judgment relating to this issue. However, it seems that this phrase refers to a trade representative. See U. Fuengfung,

Civil Procedure Code," Lectures for Thai Bar Association Vol.1 (Bangkok: Krung Siam Punting Group, 1992) pp.30-

32.

786 The CMI Procedure Code Section 3 (2) (b).

7e7 The Civil Procedure Code Section 4 ter.

788 It has been reported that a defendant might be identified as 'someone indicated by an arrow in a photograph.

See Warner Music Hong Kong Ltd. case, reported in IP Asia, October 31, 1994. This practice, however, could not

solve the problem of the defendanrs domicile.
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judgment against the prospective defendant afterwards.789 These matters would be

difficult to ascertain if the defendant's identity is not known.

It could be argued too that there is no need to know who the infringer is. To some

extent, the aim of intellectual property law should be to protect intellectual property

nghts' owners from any infringement, no mailer who commits it. Therefore, it may be

inappropriate to bar an intellectual property right's owner from seeking protection

primarily because he does not know who infringes or is about to infringe his right. In

other words, it could be argued that provisional measures aim at protecting intellectual

property rights' owners, not at compensating them or inflicting penalties on

infringers.79° It seems possible, according to the concept of equity, that interim

injunctions could be sought, notwithstanding the infringer is unidentified.791

It is true that the ultimate goat of intellectual property law is to protect intellectual

property rights' owners. Nevertheless, the purpose of these mechanisms, i.e. remedial

measures, should also be respected 792 Therefore, the aim of preventing someone from

infringing intellectual property rights should be a prime concern. 793 This will justify an

interpretation of the law that information about the infringer as such is needed.

789 The Rules for Intellectual Property and International Trade Cases B.E.2540 Rule 13 (2).

790 See TRIPs Article 50(1) (a).

791 It has been argued that a 'roving' Anton Piller order could be sought It is an order to be executed against anyone

falling within the class of persons defined in the order. See D. Barron, Roving Anton Piller Orders Yet to be Born.

Dead, or Alive?, EIPR 4(1996) p.183. The application as such, therefore, has not been required to name the

defendant In practice, the titles of 'John Doe' and 'Jane Doe' have been used, particularly in the United States of

America. to represent the unidentified defendants. See, for example. EMI Records Ltd. v. Kudhail [1985} F.S.R. p.36.

792 There has been a comment that the remedy should aim at achieving the rightful position under the nile. although

it will not achieve the ultimate goal of the law. See Sheet Metal Workers' International Association v. EEOC 106 S.Ct.

(1986) p.3019.

Apparently, the purpose of this measure is different from that of border measures. The former's purpose aims at

the person, whereas the latter's aims at the things. The order or the warrant relating to interim injunctions could not be
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The concept of the 'Anton Piller order cannot be mentioned to support this argument

since there is no strong equitable concept of injunctions in Thailand. 794 lntenm

injunctions exist in Thai law in the form of legal remedies, in respect of the obligation

under TRIPs. The provisions in TRIPs per se do not require members to provide the

'Anton Piller' order in their legal systems. As a result, there is no explicit evidence that, at

present, the concept of the 'Anton Piller' order will be adopted.

In cnminal cases, the Criminal Procedure Code will be applied mutatis rnutandis to

the issue of territorial jurisdiction. Therefore, an application will be submitted to the court

in which an offence has been committed, alleged, or believed to have been

committed.795 In addition, the said application could be submitted to the court in which

either the accused has residence or has been arrested, or the inquiry has been

conducted.796

5.3.1.2 AN ORDER TO PRESERVE EVIDENCE IN ADVANCE

According to an order to preserve evidence in advance, it seems that the terms of the

Act for the Establishment of and Procedure for Intellectual Property and International

Trade Court B.E.2539 Section 28 and the Civil Procedure Code Section 101 are rather

similar. Therefore, the issue of territorial jurisdiction in this aspect should be applied

mutatis mutandis. Subsequently, an application may be submitted to the court in which

delivered (to the person), unless the said person is identified. On the other hand, the order or warrant concerning

border measures will be sent to the authorities.

It has been suggested that the general concept of equity, to some extent, exists in the Thai legal system. See S.

Kraijitti, 'The Comparison of the Administrative Courts Systems: The Most Appropriate Choice for Thailand,' 103

Years of the Ministry of Justice (Bangkok: Ministry of Justice, 1995) P.13.

795 Th e Criminal Procedure Code Section 22.

796	 Criminal Procedure Code Section 22(1).
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the evidence to be testified, the person, property, or place to be examined is

situated.197 It should be noted that the law, generally, requires 'the opposing party' to

be summoned to the court. 798 Therefore, it seems clear that the said 'opposing party'

should have been identified.

Provision in criminal cases is rather different from that manifested in the Criminal

Procedure Code.799 According to criminal law, a witness cannot testify before the case

is instituted, unless the said witness is about to leave the country, and it will be difficult to

summon him to testify afterwards. 80° It is likely that the application will be submitted to

the court in which the case will be instituted later. 801 This idea is arguably supported by

the condition that the accused must be present during this process.802

5.3.2 THE CONDITIONS TO BE SATISFIED IN AN APPLICATION

The other aspect of which intellectual property rights' owners have to be aware are

the conditions to be satisfied in an application for provisional measures. 803 Separate

consideration will be given to interim injunctions and orders to preserve evidence in

advance. The general provisions for interim injunctions are stated in intellectual properly

law. However, these provisions merely guarantee that intellectual property rights' owners

797 The Civil Procedure Code Section 7 (3).

798 The Act for the Establishment of and Procedure for Intellectual Property and International Trade Court B.E.2539,

SetJon 28 para.2.

99 Section 237 bis.

800 Section 237 bis para.1.

801 Since there is no exceptional provision, the general provision. i.e. Section 22 is likely to be applied mutatis

muta1diS.

802 Section 237 bis para.1.

803 These conditions are required by the law before the judge grants his order. See Rule 13 of the Rules for

Intellectual Property and International Trade Cases B.E.2540.
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are empowered to apply for such injunctions. The conditions are laid out in the Rules for

Intellectual Property an International Trade Cases B.E.2540,804 and are used in both

civil and criminal cases.BOS

5.3.2.1 INTERIM INJU14CTIONS

Subject to the rule, an application must contain the facts which gave rise to the cause

of action and reasons sufficient for the court to believe that it is appropriate to grant such

an order.806 When compared with TRIPs, it appears that an application is required to

provide 'reasonably available evidence', with a sufficient degree of certainty, to prove

that:

1. the applicant is the right holder

2. the applicant's right is being infringed, or the infringement is imminent.807

In light of the question whether an applicant is the rights holder or not, there seems to

be less controversy in the case of registered rights such as trade marks and patents. For

copyrights, however, some evidence might be required to prove this condition. The

degree of certainty depends, therefore, on judicial discretion. At present, there is no

precedent for this issue. It is likely that the court may require evidence of the same level

as that required when a case is filed.808

Next, the applicant has to prove that his right is being infringed, or the infringement is

804 Rule 12.

806 See Rule 42.

806 Rule 12.

807 TRIPs Article 50 (3).

808 Pakditanakul J. the judge of the Court of Appeals. He gave a lecture in the training course r intellectual property

law at the Judicial Training Institutes on June 8, 1998. (1-lereinafter Lecture of J.Pakditanakul.)
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imminent. There are several ways to prove it, such as providing pictures or samples of

infringing goods.809 In addition, the law requires the statement of a person who

witnessed such infringement.810

There is a question as to what 'imminent' means. 811 Literally, the copyright and

patent laws require that '... a person is about to infringe the rights ...'. Therefore, the

court may examine how likely it is that , such an infringement is 'about' to be

committed.812 The concept of 'preparation' and 'attempt' in the criminal law may be

under consideration. In some cases, the mere fact of possession of infringing goods

seems to be insufficient for an order to be granted.813

It seems adequate, in some countries, to grant interim injunctions when these two

elements (i.e. the applicant is the right holder, and his right is being infringed or the

infringement is imminent) have already been established. 814 However, there is no

evidence whether the court, in Thailand, would be satisfied with these elements, or

require further elements, inter alia , the condition of reasonable likelihood of

success. 81 5 Apparently, this condition concerns the degree of proof. The court might

not strictly require the applicant to prove his case to the same level as the prima fade

809 Chantarasak S. a senior lawyer of Tilleke & Gibbins. the Advocates & Solicitors. He was interviewed at his office

on April 21, 1998 at 8 am. (Hereinafter Interview with Chantarasak.)

810 Rule 12.

811 It should be noted that this condition is not stated in the Trade Mark Act B.E.2534.

812 In England. there have been several cases describing this situaon. For example, Pattison v. Guilford (1874)

LR.1 8 Eq.259. Goodhart v. Hyatt (1883)25 Ch.D.182.

813 See British United Shoe Machinery Co.Ltd. v.Simon Collier Ltd. (1980)25 R.P.C.567.

814 For example, see Herbeft Rosenthal Jewellery Corp. v. Zale Corp. 323 F.Supp. (S.D.N.Y 1971) 1234.

815 This condition has been commented on in several countries. See Apple Computer Inc. v. Franklin Computer Corp.

714 F.2d. (3d Cir.1983) 1254.
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case,816 required in a criminal case.817 The applicant, thus, may be required to prove

that there is a serious case to be tried.8l8

Regarding Thai law, it appears that the phrases 'prima fade' case and 'a serious

case to be tried' are 'borrowed' from English law, particularly from an American

Cyanamid case.8 '9 In criminal case, a degree of proof required by the Criminal

Procedure Code when an injured person files his own case to the court is prima

fade.820 At the same time, an intellectual property rights' owner who seeks an interim

injunction is required to illustrate the facts giving rise to the cause of action in the case

and the reasons sufficient for the Court to believe that it is appropriate to grant an

order.821 Consequently, it seems that a degree of proof for the former is higher than the

latter. This conforms with the different degree of proof between a 'prima fade' case and

'a serious case to be tried' in English law.822

Regarding 'the reasons sufficient to believe that it is appropriate to grant the order',

816 In Thailand, an injured person could institute a cnminal case by himselt according to the Criminal Procedure

Code Section 28 (2). In this case, a preliminary examination or a prima fade case is required, subject to the Criminal

pr0cedure Code Section 162(1).

811 Deepadung P. the Assistant Judge in the Supreme Court He was interviewed at his office on May 13. 1998 at 10

am. (Hereinafter Interview with J.Deepadung.)

818 Ariyanantaka V. the judge in the Criminal Court working as the Central Intellectual Property and International

Trade Courts judge. He was interviewed at his office on May21. 1998 at 2pm. (Hereinafter Interview with

J.Ariyanantaka.) For this meaning, for instance, see Morning Star Co-operative Society Ltd. v. Express Newspapers

Ltd. [1979] F.S.R. 113.

819 American Cyanamid Co. v. Ethicon Ltd. [1975] A.C.396.

820 Section 2 (12) States that "Preliminary examination" means the proceedings conducted by a Court with a view to

finding a prima fade case against the accused.

821 Rule 12 of Rules for Intellectual Property and International Trade Cases B.E2540.

822 See Parker. op.cit. p.661. and I. Spry. The Principles of Equilable Remedies (London: Sweet& Maxwell, 1990)

pp.453-459.
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there is no explicit provision to indicate what it means. It is up to judicial discretion and it

is uncertain whether the discretion of one judge will be similar to that of others, even in

the same court. The details of each case are the vital factors that might affect the court's

discretion. This condition will be examined in detail in the part concerning granting the

order.

In addition to the above conditions, the rule requires

a statement confirming the facts giving rise to the application, of a person who

witnessed the cause of action, in order to substantiate the cause of action. 823

Normally, an enquiry is the mechanism required in order to prove the fact. 824 The so

called 'affidavit' statement, to some extent, seems to be new in the Thai legal

system.825 Up until now, it is not explicit how judges treat such statements. For

instance, there are no explanations of what this statement should consist of, or of what is

meant by 'a person who witnessed the cause of action'.

This issue was commented on during the meeting of the Committee set up to

scrutinize the plan to establish the Intellectual Property and International Trade

Court.826 It seems that the statement required in the Rules for Intellectual Property and

International Trade Cases B.E.2540 is, in some respects, similar to the so called

'affidavit' statement which already exists in several countries. 827 Apparently, this

823 Rule 12.

824 The Civil Procedure Code Section 21(4).

825 'Affidavit', in English law, is a wTitten statement in the name of a person, the deponent, who makes it and signs

and swears (or affirms) to its truth before a Commissioner for Oaths. Walker. The OXford Companion to Law op.cit.

p.38.

826 The Report of the meeting of this Committee, 7/38, June 7. 1995.

827 Ibid . p.15.
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statement should be submitted in written form. It is suggested that the form of a deposit

of witness could be applied mutatis mutandis to this statement.828 Therefore, it should

contain 1) the name of the court and the case number, 2) the date, month, year in which,

and the place where, the deposition was made, 3) the name and family name of the

parties, 4) the deponent's name, family name, age, address, occupation and

relationship with the parties, 5) a description of the facts and/or opinions of the

deponent, and 6) the signature of the deponent829 Moreover, it should contain facts to

substantiate the cause of action. The words 'a person who witnessed the cause of

action' are so broad that they could refer to anybody, including the applicant per se.

5.3.2.2 AN ORDER TO PRESERVE EVIDENCE IN ADVANCE

Regarding an order to preserve evidence in advance, there are certain elements

provided for in the Rules for Intellectual Property and International Trade Cases

B.E.2540.830 These conditions are compulsory for both civil and criminal cases.831

One concerns those facts which show the necessity for taking evidence at once.832

This element and Section 28 of the Act for the Establishment of and Procedure for

intellectual Property and International Trade Court B.E.2539 should be considered

together. According to this Section, they are facts which show that

828 V. Tingsamit. 	 the Intellectual Prooerty and International Trade Court (Bangkok: Nititham Publishing Co..

1998) p.115.

829 Rule 30.

830 Rule 20.

831 Rule 42.

832 Rule 20 para.1.
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the evidence on which [the applicant] may have to rely in the future will be lost or

become difficult to produce, or ... the evidence on which li the applicant intends to rely

will be lost before [the applicant] can adduce it in Court or will become difficult to

adduce at a later stage. 833

If the case has not yet been instituted, there should be facts which show on what

grounds the applicant may file the case or the case may be filed against him. 4 This

element is similar to the conditions already examined in intenm injunctions. Moreover,

facts which show the emergency of the situation are required in the case of

emergency.835

This issue may be compared with Section 101 of the Civil Procedure Code. Moreover,

the applicant should state that, if the other party is notified beforehand, such evidence

will be damaged, lost, destroyed, or difficult to be adduced afterwards.836 Such a

description seems to be modelled from the Anton Piller case.837

It is noteworthy that the purpose of this order is to preserve evidence in advance

which allows intellectual property rights' owners to proceed with their cases efficiently.

This purpose appears to conform to TRIPs. 838 In respect of this purpose, the said

evidence will be seized or attached for the quantity and time needed for the trial

833 Section 26.

834 Ibid.

835 Rule 20 para.2.

836 Rule 20 para.2.

831 Anton PilIer KG v. Manufacturing Processes Ltd. [1976] 1 Ch.(CA) 55. per Loni Denning at p.61.

838 See TRIPS Articles 41 and 50 (1)(b).
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process.839 In other words, this is not an order to deliver up the infringing goods.840

Furthermore, documents or materials which are required to be seized or attached as

evidence, should be identified.841

This concept, apparentJy, is not so strict in the practice of the 'Anton PiHer' order.

Typically, this is an Order requiring a defendant to permit the search of premises and the

seizure of documents.842 In practice, the applicant could search and seize evidence

relating to the infringement and within the scope of the order. 843 It has been argued.

however, that a pIainff must not use the Anton Piller order as a means of finding out

what charges he can make.844 Some means, therefore, should be devised to ensure

that the plaintiff will not have carte b!anche to search through the defendant's

documents.845

.4 THE STAGE OF GRANTING AN ORDER

Granting an order is the second stage of enforcement This step depends primarily

839 Generally, the evidence will be kept until the end of the trial. However, a person who needs to use the said

evidence may request the court to keep the copy or photograph of such evidence in lieu of the original. See the Civil

Procedure Code Section 127 bis.

840 lndrambarya K. Deputy Chief Justice of the Central Intellectual Property and International Trade ChurL He was

interv(ewed at his office on June 6. 1998 at loam. (Hereinafter lateMew with J lndrambarya.)

841 According to the Civil Procedure Code Section 88 para.1, the party must submit a list of his evidence to the court

before the hearing.

842 See Sheridan. Chancery Procedure and Anton Piller Orders op.cit . p.28. However, it should be noted that it is not

a 5earch warrant.

843 See Columbia Pictures v. Robinson [1986] F.S.R367. It has been recommended, nevertheless, that a list of items

seized during an execution should be handed to the defendant before their removal. See The Future of the Anton

Piller Procedure. A CLIP Seminar Report (London:1993) p.8.

844 See Hytrac Conveyors Ltd. v. Conveyors International Ltd. [198311 W.LR.44. per Lawton U. at p.47.

845 See Universal Themiosensors v. Hibben [1992] F.SR36.1.
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on judicial discretion. Seemingly, intellectual property rights' owners concentrate on this

stage more than the first and the final stages.846 The stage of granting an order

should be examined in two aspects, inter alia , the process of granting an order, and the

conditions for granting the said order.

5.4.1 THE PROCESS OF GRANTING AN ORDER

5.4.1.1 INTERIM INJUNCTIONS

For interim injunctions, the first step of this process is the way to grant an order. In

other words, the way the court grants the order will be discussed. At present, it is

suggested that a single judge is able to consider an application, and a statement to

substantiate the cause of action, and subsequently. grant the order. 847 This idea has

been supported by the general power of the judge. Normally, a single judge is

empowered to adjudicate and grant an order. 848 This principle is manifested in Section

20 of the Act for the Establishment of and Procedure for Intellectual Property and

International Trade Court B.E.2539.849

Additionally, the court is able to make an enquiry, if it is deemed appropriate. Subject

to the general principle of the Civil procedure, which is applied mutatis mutandis to

846 Jitkuntivong C. a senior 'awyer of Domnem Somgiat & Boonma Law Firm. He was interviewed at his office on April

23. 1998 at 4.3Opm. (Hereinafter Interview with Jitkuntivong)

847 Interview with J.Deepadung.

848 The Adjudicature Act Sections 21-22.

849 According to the Civil Procedure Code, it is believed that an injunction pending judgment can be granted by a

single judge, subject to the stage of emergency. See Y. Galagam. The Handbook of the Civil Procedure Law

(Bangkok: Nitibannakam, 1977) p.181. and Sataman P. The Civil Procedure Code Part IV (Bangkok: Srimuang

Printing, 1981) p.74. These comments strongly support the principle that interim injunctions can be granted by a

single judge.
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criminal cases,850 the court can make an enquiry unless the law explicitly provides that

the court must consider the said application by not making an enquiry.851

Regarding interim injunctions, no such explicit restriction exists. On the contrary, it can

be argued that Rule 19 implicitly supports the idea that such an enquiry is required.852

As a result, the judge is empowered to decide whether to make an enquiry into the

application for interim injunctions or not.

According to the aim of interim injunctions, the proper way of granting an order (by a

single judge) seems to be without making an enquiry. Since these measures aim to

protect intellectual property rights' owners as soon as possible, timing is a vital element.

Delay could cause severe damage, for instance, where infringing goods are about to be

circulated in the market In addition, the statement to substantiate the cause of action is

in force primarily to speed up the trial.853

However, it has been pointed out that such statements are rather new in the Thai

legal system. At present, it is not clear whether the concept of the so called 'affidavit'

statement will be totally adopted. In particular, there are no exact measures to deal with

'false' affidavit statements.854 Therefore, comments have been made on this issue that,

in some cases, an enquiry is needed for the sake of justice.855

850 The Criminal Procedure Code Section 15.

851 The Civil Procedure Code Section 21(4).

852 This Rule states that the provisions relating to in camera proceeding and heang by means of video conference

will t,e applied to this stage mutatis mutandis.

853 Interview with J.Oeepadung.

854 Generally, a person who gives false witness will be punished according to the Penal Code Section 177. It is

unliI.e tY that this affidavit statement will be deemed as a witness in this sense. Up until now, it is not even clear

whether a deponent will be ptaced on oath or not.

855 Interview with J.Myanantaka.

212



Consequently, there may be another issue affecting whether the court decides to

make an enquiry, that is whether this process is ex parte ,856 or inter parte ,857 In other

words, whether the court should hear only an applicant's evidence, or should also take

the other party's evidence into consideration. Uterafly, there is no explicit provision

relating to the process of granting interim injunctions. Therefore, the provisions in the

Civil Procedure Code will be applied mutatis mutandis.858 If there is no explicit

provision that an application could be sought ex parte , the court is prohibited from

granting such an application without giving an opportunity to the other party to oppose

the said application.859 As a result, the court must give an opportunity to the

prospective defendant to oppose the application before making a decision.

Apparently, this idea has been strongly opposed. It may be against the purpose of

TRIPs which provides that the court should have the power to order prompt and effective

provisional measures.86° The aim of interim injunctions is to prohibit or prevent the

prospective defendant from committing infringing acts. These measures cannot be

enforced efficiently if the said prospective defendant has been notified beforehand.

Additionally, the process will be delayed while the prospective defendant is notified. In

practice. it can take over fifteen days for the notification to take effect.861

856 Generally, it means an application made by one party without notice to and in the absence of the other. See

Wall 0. op.c,t . p.444.

857 Here, this word defines an application which the other party has to be notified.

858 Section 26 of the Act for the Establishment of and Procedure for Intellectual Property and International Trade

court BE 2539.

859 The Civil Procedure Code Section 21(2). This provision also applies mutatis mutaidis to criminal cases.

6ording to the Criminal Procedure Code Section 15.

860 TRIPs Article 50(1).

661 The Civil Procedure Code Section 79 para.2.
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Moreover, it has been argued that interim injirnctions, in Thai law, have been

exclusively designed for intellectual property rights protection. 862 Consequently, it is

argued that these measures do not fall under the Civil Procedu re Code.863 Interim

injunctions, on the contrary, may be added to the Code in due course, and will become

available for every types of case, due to their effectiveness. 864 Thus. it is argued that

these measures should be enforced by reference to their own purpose. Since the Rules

for Intellectual Property and International Trade Cases B.E.2540 merely require that the

prospective defendant must be notified of the order, in cases where the court grants the

order, without delay, these measures are not expected to be sought inter parte.

Additionally, it has been suggested that, by their nature, interim injunctions as such are

urgent measures, and therefore that no specific provisions are needed to indicate that

these measures should be sought ex parte 865

When compared with TRIPs, it seems true that interim injunctions should be sought

ex parte . TRIPs states that the court is empowered to adopt provisional measures

inaudita allera parte where appropriate, particularly where any delay is likely to cause

'irreparable harm' to an applicant.866 The condition of 'irreparable harm' is mandatory in

seeking interim injunctions.867 Thus, interim injunctions should be sought inaudita altera

parte in accordance with TRIPS.

862 Interview with Rattanasuwan.

863 Interview with J.Anyanantaka.

864 Interview with Jindrambarya.

865 Interview with J.Ariyanantaka.

865 TRIPs Article 50 (2).

861 The Rules for Intellectual Property and International Trade Cases B.E.2540 Rule 13(2).
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The best solution for this issue is to stipulate explicitly that interim injunctions should

be sought ex pane. For instance, the Arrest of Seagoing Ships Act B.E.2534 clearly

states that the order will be sought and inquired ex parte •868 it is not a difficult way to

solve this problem since it could be simply done according to the court's rules. 869 The

other way is to wait for the Supreme Coufts decision. This solution, however, may be

uncertain and it may take some time. Nevertheless, it would still be better than leaving

this issue obscure and allowing the interpretation to be made variously.

The said interpretation may cause some controversy, particularly when it has been

made on the basis that interim injunctions are special measures, separate from the Civil

Procedure Code. The application for interim injunctions, according to the above

argument, will not be regarded as an application as provided in Section 21 of the Civil

Procedure Code. However, it has been suggested that the provision concerning the

court's fees will apply mutatis mutandis to interim injunctions.870 The issue of an

enquiry is another controversy. The Rules for Intellectual property and International

Trade Cases B.E.2540 state that the court has to make an enquiry when the prospective

defendant requests to repeal or modify interim injunctions. 811 It is still ambiguous

whether a single judge or the whole quorum conducts the enquiry. 872 in general, a

868 Sections 7 para.1. and 8 para.1.

869 Interview with J.Ariyanantaka.

870 It is believed that the court fees of 20 Baht (.50 Pound) is required for the issue, according to Table 11(3) attached

the CwiI Procedure Code.

871 Rule 16 para.2.

872 According to Section 19 of the Act for the Establishment of and Procedure for Intellectual Property and

International Trade Court B.E2539, at least two judges and one associate judge will form a quorum for the

adjudication.
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single judge could adjudicate and grant an order. 873 The Act for the Establishment of

and Procedure for Intellectual Property and International Trade Court B.E2539, however,

provides that a single judge in the Intellectual Property and International Trade Court is

empowered to conduct any proceedings or issue any orders, apart from adjudicating

and passing judgment.874 The term 'adjudication 1 includes any process in hearing the

case in chamber.875 As a result, a quorum may be required when making the enquiry,

notwithstanding the single judge is still empowered to grant the order. Again, there may

be some suggestions that interim injunctions are special measures, subsequently they

should be conducted in a different way from that provided in the Civil Procedure

Code.876 This interpretation will accept that the single judge can adjudicate the

application.

5.4i .2 AN ORDER TO PRESERVE EViDENCE IN ADVANCE

In respect of an order to preserve evidence in advance, there is less controversy. In

general, the law provides that upon receipt of the application the court has to summon

the applicant, the opposing party, or the third party, before making a decision.8' In

case of emergency, the law states that the applicant may file a motion to the effect so

that the court may issue an order without delay. 878 Even though the law does not

873 The Adjudicature Act Sections 21-22.

874 Section 20.

875 The Civil Procedure Code Section 1 (9).

876 Interview with J.Ariyanantalca.

871 The Act for the Establishment of and Procedure for Intellectual Property and International Trade Court B.E.2539

5 tion 28.

878 The Act for the Establishment of and Procedure for Intellectual Property and International Trade Court B.E.2539

SeGton 29.
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explicitly state so, it appears that the application can be sought ex parte. This is

because the wording is modelled from the Civil Procedure Code.879 The Supreme Court

has already decided that since the law requires the court to adjudicate the application

'without delaV, the court can make an enquiry on the date the application was

submitted. Therefore, the court did not need to notify the other party and testify to the

other party's evidence.880

It should be noted that the Civil Procedure Code provides that an order to preserve

evidence in advance can be sought ex parte in ordinary cases, subject to the fact that

the opposing party or the third party does not have his domicile in the Kingdom and has

not yet come into the case. 881 In addition, it is noteworthy that the order to preserve

evidence in advance seems to conform to TRIPs. In some cases, the said order will be

sought inter parte , while it could be sought ex parte where there is a demonstrable risk

of evidence being destroyed.882

5A2 THE CONDITIONS FOR GRANTING AN ORDER

5A.2.1 INTERIM INJUNCTIOJ$

In the light of interim injunctions, there are four major elements in considenng an

application, inter alia,

879 See the Act for the Establishment of and Procedure for Intellectual Property and International Trade Court

B.E.2539 Sections 26 and 29 para2. and the Civil Procedure Code Section 267.

880 The Supreme Courts judgment no.61/2526 (1983). See also the Supreme Courts judgment no.1509/2514 (1971),

and P. Wichitcholchai, The Handbook of the Civil Procedure Code: Injunction Pending Judgment (Bangkok:

Gaingrow, 1995) p.87. The Central Intellectual Property and International Trade Court has already decided to follow

this precedent. See the Court's order no.1/2542(1999).

881 The Civil Procedure Code Section 101 para.3.

8 TRlPs Article 50(1) (b), (2).
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1. reasonable ground for the application and the filing of the application,883

2. sufficient reasons for the court to grant the said application.884

3. the condition of 'irreparable harm',885

4. the condition of 'balance of convenience'886

5.4.2.1.1 REASONABLE GROUND FOR THEJLPPLICATION

The first element has already been examined, in the stage of applying for interim

injunctions. Subject to Rule 12, there should be grounds to substantiate the application,

inter alia , whether an applicant is the right holder, and his right is being infringed or

such infringement is imminent.887 In the case of reasonable ground for filing of the

application, there is no explicit indication how the court considers this element It is

apparently up to judicial discretion and the circumstances of the individual case.

Timing to file the application is an example. If the applicant submits his application

too soon, the said application may be dismissed on the basis that there is no reasonable

ground for the filing of the application,888 for instance, when interim injunctions are

883 Rule 13 (1).

884 Ibid.

885 Rule 13 (2).

886 Rule 13 para.2.

881 See TRIPs Article 50(3).

888 Tingsamit V. the Assistant Judge in the Supreme Court working as the Judge in the Central Intellectual Property

and International Trade CourL He was interviewed at his office on May 27. 1998 at l3pm. (Hereinafter Interview with

JTingsarnh1)
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sought to prevent the p rospective defendant from circulating goods in the market, and

the said goods are still abroad.889

At the same time, it can be anticipated that the application will be dismissed if

protection is sought too late. For example, if the goods have already been circulated in

the market, while interim injunctions are being sought. This opinion is supported by the

equitable concept that delay might prejudice equity.°°

5.4.2.1.2 SUFFICIENT REASON TO GRANT AN ORDER

It is apparently up to judicial discretion to decide whether there are sufficient reasons

to grant the order. In other words, the judge will decide whether it is adequate to remedy

the applicant by these measures. This element is so flexible that the court could dismiss

any application simply on the basis that there is lack of sufficient reasons to substantiate

the said applications. For instance, it may be ruled that there is insufficient reason to

grant the order unless the prospective defendant is identified. 891 Another example is

when interim injunctions have to be enforced outside the territorial jurisdiction. The judge

may consider that it is hard to enforce the order, and consequently, reject the

application.892 Additionally, it seems needless to grant the order if an interim injunction

is sought in the last moment before the term of the intellectual property right has expired

(without renewal of the said term). This right will no longer be protected when it becomes

public domain.

889 The application may be dismissed because there is no sufficient reason for the court to grant the order. The court

may consider that the applicant should appropriately file the case, instead of seeking an injunction.

8 '0 5ee Parker. op.cit. p.33.

891 This issue has already been discussed above in the stage of applying for an order.

892 For example, see Noms V. Chambers (1861)3 De.G.F.& J.583.
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As discussed above, this element is likely to be rather flexible. It is accepted that the

major aim of intellectual property law is to protect intellectual property rights, and

provisional measures are enforced in order to refrain others from infringing such rights.

Therefore, the process of adducing evidence (to substantiate the application) should not

be too restricted. This is because intellectual property lights infringement seems more

complicated than other types of infringement, such as theft.893 Strong requirements of

evidence in such a short period of time, may, on the contrary, become an obstacle for

the applicant to gain access to justice.

Nevertheless, the court has to balance this situation properly. The said protection

should not be easily granted since interim injunctions are regarded as draconian

measures. These measures seem like criminal sanctions because they affect a person's

right or liberty. In cMl cases, the prospective defendant, sometimes, does not deserve

to be treated as an offender. Moreover, the third party may be unnecessarily prejudiced

by the broad enforcement of the said measures.

5.4.2.1.3 THE CONDITION OF 'IRREPARABLE HARM'

This is the third element to be examined. According to Rule 13 (2), the court will grant

interim injunctions only if it is satisfied that damage could not be restituted by monetary

measures or other forms of indemnity. In addition, interim injunctions could be sought,

subject to this condition, if the prospective defendant is not in a position to compensate

the applicant for his damage, or it might be difficult to enforce the judgment against the

893 • Phansumrit. 'Economic Cdme and Effective Countemieasures Against It in Thailand,' UNAFE1 : Reoort and

Resource Material Series 47(1995) p.196.
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prospective defendant afterwards. 894 These additional clauses, apparentiy, extend the

scope of the concept of 'irreparable harm' in a manner that the court could provide

broad protection for intellectual property rights' owners.

Arguably, the concept of 'irreparable harm' is regarded as complicated and

controversial even in common law countries. 895 It is, therefore, difficult for Thailand. as

a civil law country, to understand this concept clearly; in particular certain legal aspects

of the purpose of this condition, and the meaning of the condition as such, present

difficulties.

It has been argued in many countries that the concept of 'irreparable harm' exists

primarily to distinguish the difference between legal and equitable remedies.896

According to this argument civil remedies can be sought from two sources, namely, law

and equity. This idea has had a strong influence among common law countries, England

in particular, for a long time.897 Historically, an injured person could only seek civil

remedies in the form of damages, due to the law. Later, damages came to be regarded

as inadequate remedies in several areas, inter alia, nuisance.898 Equity, therefore, was

created in order to support legal remedies. In respect of this intention, equity has been

enforced only when legal remedies, i.e. damages, are considered inadequate.899

894 The Rules for Intellectual Property and International Trade Cases B.E.2540 Rule 13 (2).

895 It has been suggested that the absence of a showing of irreparable harm is, in itself, sufficient grounds upon

which to deny a preliminary injunction. See Hams v. US 745 F.2d.(8th Cir. 1984) 536.

896 For this argument, see, for instance, E Gabbay. All the King's Horses - IrTeparable Harm in Trade Secret

Litigation.' Fordham Law Review 59(1984) p.816.

897 See J. Martin, (ed.), Hanbury & Modem Equity (London: Sweet & Maxwell, 1993) p.6.

898 Sevenoaks District Council v. Patullo & Vinson [1984] Ch.21 1.

899 It is under the maxim that Equity follows the law". See Wilson v. Northampton and Banbury Function Railway Co.

(1874)9 Ch.App.275. In London & Btackwall RyCo. v. Cross (1886) 31 CKD.354 (CA), 'The very first principle of
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The above idea has been greatly disputed. This is because it is based on historical

reasons, subsequently, cannot underlie the use of interim injunctions at present Even in

the English legal system, the dichotomy between law and equity has been

weakened.900 lii current times, interim injunctions, in particular, have been regarded as

legal remedies, rather than equitable ones.901

Consequently, it has been argued that the concept of 'irreparable harm' is stated not

for the purpose of historical reasons, but for administrative purposes. The process of

considering and granting injunctions is an additional process to the normal trial, and is,

thus, burdensome.902 The said process has been argued as costly and time

consuming. Therefore, a person should not be permitted to apply for an injunction easily.

In other words, such a process should be applied for only when it is necessary The

condition of 'irreparable harm' has, therefore, been enforced in order to screen

unnecessary applications.

Another argument concerns the legal purpose. According to this opinion, injunctions

should be restrictively granted since they affect a person's rights or liberty. Whereas

damages is a remedy related to the defendant's property, injunctions can be enforced

upon the defendant's rights or liberty. For instance, in common law countries, a

defendant who disobeys the court's order may be sanctioned for contempt of court903

injunction law is that prima facie you do not obtain injunctions to restrain actionable wrongs, for which damages are

the proper remedy', per Lindley U. at 369.

900 According to the Adjudicature Acts 1873 and 1875, and the Supreme Court of Judicature Act, injunctions could

be soughtfrom any courl

901 TRIPs Article 50.

902 See P. Schwa rtze, 'The Case for Specific Performance,' Yale Law Journal 89 (1979) p.294.

903 Anton Piller KG v. Manufacturing Processes Ltd. 1976] Ch.55, per Lord Denning at p.60.
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In Thailand, as a civil law country, a defendant who refuses the court's order may be

arrested and detained.904 Therefore, injunctions should not be sought easily.905

Regarding this opinion, the prospective defendant is likely to be safeguarded. It may

cause the rights of intellectual property rights' owners to be infringed to a certain degree

without protection. It is because the prospective defendant may be treated more

severely than he should be, if the court decides to provide intellectual property

rights' owners absolutely protection. The idea of providing safeguard for the prospective

defendant seems to be supported by the condition of 'balance of convenience'. This

may also be supported by the fact that several safeguards have been explicitly provided

in provisional measures.906

Nevertheless, it is likely that the condition of 'irreparable harm' is contained in TRIPs

in order to protect intellectual property rights' owners. This is the condition for the court

to adopt provisional measures inaudita altera pane 907 This idea appears to conform to

the purpose of intellectual property law and provisional measures as such.908

There is no clear evidence to show what the purpose of interim injunctions in Thailand

is.909 The historical reason is unlikely to be the real purpose since there is no explicit

904 See the CMI Procedure Code Sections 259.297,298.

905 It has been reported that such injunctions have been opposed by several countries on the basis of human rights.

See The Future of the Anton Piller Procedure. op.cit p.1.

906 See TRIPs Article 50.

907 TRIPs Article 50(2).

908 It has been commented that the use of preliminary injunctions in copyright reflects an intention to preserve the

interests protected by the grant of copyright See L Mikolonis, "Preliminary Injunctions. Copyright, and the First

Amendment: Does the Presumption of Irreparable Harm Infringe the Speech Interests of Copyright Defendants?."

gpn Law Review 65(1986) p.768.

909 The aim of interim injunctive measures has not been discussed in the meetings of the Committee to scrutinize the

Plan to Establish the Intellectual Property and International Trade Court
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separation of law and equity in the Thai legal system.91° If it is agreed that provisional

measures have been introduced to Thai law in order to comply with TRIPs, interim

injunctions may be enforced to protect intellectual property rights' owners. This is

because intellectual property right's owners should be protected from the early stage

and infringers should not be permitted to 'buy' such injustice by paying compensation.'

Moreover, the additional clauses of ... or the prospective defendant is not in a position

to compensate the applicant for his damage, or it might be difficult to enforce the

judgment against the prospective defendant afterwardsN have been included,

apparently, to further extend protection for intellectual property rights' owners. As a

result, this condition, also the additional clauses, can be used as a device to indicate

whether interim injunctions are appropriate remedies for intellectual property rights'

owners.

However, the court has to deal with this condition carefully. The purpose of protecting

private interest sometimes conflicts with the purpose of protecting public interest, inter

a/ia , the principle of fair use. Seemingly, the public interest is greater, and outweighs

the private one. 911 Therefore, the condition of 'irreparable harm' should be interpreted

carefully, not only to safeguard the prospective defendant, but also to protect society as

a whole.

It would appear that the purpose of protecting intellectual property rights' owners

could also be applied to criminal cases. This purpose is not against the general

principle of criminal law,912 since the law, at this stage, merely aims to provide

910 It should be noted that, in Thailand, all remedial measures have been enforced in the form of legal remedies.

See Keep Thompson Governor Committee v. afizens for Gallen Committee 457 F.Supp.(D.N.H.1978) 957.

912 According to the Criminal Procedures Code Section 227 para.1. the law aims at finding out whether the offence

has been committed, and an accused committed it.
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intellectual property tights' owners temporary remedies. It may be burdensome for the

applicant to prove his case seriously at this stage.

The meaning of 'irreparable harm' as such is also controversial. It is not explicit, at

present, what it means in Thai law. Currently, this famous phrase is defined as damage

which could not be restituted by monetary measures or other forms of indemnity.913

Such a definition is still ambiguous. This may refer to a situation where the injury cannot

be measured, compensated, restored, or repaired.914 Furthermore, if it is accepted that

one of the main purposes of interim injunctions is to preserve status quo , timing may be

regarded as one of the crucial factors of this condition. 915 However, since this

condition is rather new, it may be broadly interpreted and overstated like 'loss of

competitive advantage worth many thousands of dollarsl',916 or 'loss of customer

goodwill'.917 Additionally, it may go further as 'injuries that cannot be prevented by the

plaintiff,918 or 'there is a presumption of irreparable harm when "a likelihood of probable

success on the merits" has been stated'.919

913 Rule 13(1).

914 See 0. Rendleman. "The Inadequate Remedy at Law Prerequisite for an Injunction," University of Florida Law

33(1 981) p.346.

It has been suggested that 'irreparable harm requires circumstances where the effect of the plaintiffs injury

combined with the delays inherent in the administration of justice cannot be compensated for or overcome by an

award of money at friar. P. PereIl. "The Interlocutory Injunction and Irreparable Harm,' Canadian Bar Review 68 (1989)

p.558.

916 Travenol Laboratories Inc. v. Turner (1976) 30 N.C.App.686.

917 American Can Co. v. Mansuknoni (1982) 216 U.S.P.Q.(BNA)1094.

918 See T. Spelling. Injunction and Other Extraordinary Remedies (London: Rose Publishing, 1901) p.19.

919 See Triangle Publications Inc. v. Sports Eye Inc. 415 F.Supp. 682 (ED.Pa.1976).
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Furthermore, several phrases have been used for this condition, inter ella

irreparable damages, inadequacy of damages,92° Seemingly, these phrases have

similar meanings.921 However, there is a strong argument that such phrases may have

been inappropriately interpreted.922 Instead of the literal meaning that injunctions

should be granted only when damages cannot be calculated, injunctions should be in

force in circumstances where damages are regarded as an inappropriate remedy.923

This interpretation is Likely to be more suitable in considering the application.924

Furthermore, it may end the conflict which occurs when 'irreparable harm' is reversely

interpreted to mean that intellectual property rights' owners cannot seek injunctions if the

harm is still reparable.925

5A.2.1.4 THE CONDrrIQi "BALANCE OF CONVENIENCE

This element is provided for in the Rules for Intellectual Property and International

Trade Cases B.E.2540.926 The purpose of this condition is (for the court) to weigh the

applicant's damage against the prospective defendant's burden when the court decides

920 J. Leubsdorf, "The Standard for Preliminary Injunctions.' Harvard Law Review 91(1978) p.551.

921 D. Laycock, The Death of the lrreoarable Injury Rule (Oxford: Oxford University Press. 1991) p.8.

922 Express Newspapers Ltd. v. KEYS [1980] l.R.LR. 247.

923 Smith v. Smith (1875) LR.20 Eq.500, ...the granting of a [mandatory] injunction did not mean that the injury could

not be compensated, but that if it were not granted, the defendant would be allowed practically to deprive the plaintiff

of the enjoyment of his property if he would give him a price for it, per Jessel M.R. at p.504.

924 This has been regarded as a non - hierarchical conception of remedies which permits the court to choose either

damages or interim injunctions to remedy an injured person. See 0. Fiss, The Civil Rights Injunction (Bloomington:

1978) p.91.

925 It has been suggested that the question of "Are damages an adequate remedy?" might be rewritten as "Is it just, in

all the circumstances, that a plaintiff should be conlined to his remedy in damages?". See Evans Marshall & Co.Ltd. v.

Bertola S.A. [1973] 1 W.LR. (C.A.) per Sachs Li. at p.379.

Rule 13 para.2.
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to grant interim injunctions. This condition has been illustrated in the famous case of the

American Cyanamid case. 927 As a result, it is up to judicial discretion to protect

intellectual property rights' owners as long as the prospective defendant will not suffer

more than he should.

The concept of this condition is not novel in the Thai legal system. For an injunction

pending judgment, the CMI Procedure Code also provides that, in the case of

emergency, the court Should grant the measures which affect the parties' rights only in

necessary circumstances.928 This concept might be applied mutatis mutandis in the

concept of 'balance of convenience'.

The concept of 'balance of convenience' may be interpreted and enforced against

the intention to protect intellectual property rights' owners. Subject to this concept, it

appears that, in several circumstances, intellectual property rights' owners may not

achieve absolute protection.929 Additionally, they may not be returned to the position

that existed before the infringement was committed.

It should be noted that absolute protection, also the idea to bring an injured person

back to the position he was in before such an infringement occurred, is hardly possible

in practice. In theory, it seems possible to protect a person absolutely from infringement.

However, when such an infringement has occurred, there is no way to bring the injured

person back to his former position, or even to remedy him. Several remedial measures

are needed just to satisfy the injured person. Therefore, if such remedial measures are

927 American Cyanamid Co. v. Ethicon Ltd. [1975] AC 396.

928 Section 268. This Section was amended in 1995 by the Amendment Act for the Civil Procedure Code (No.15)

B. E.2538. Section 7.

92 This issue has been mentioned in 0. Schoenbrod, "The Measure of an Injunction : A Principle to Replace

Balancing the Equities and Tailoring the Remedy," Minnesota Law Review 72(1988) pp.627-695.
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enforced to reach the ideal aim, there may be a problem in regarding the terms of

enforcement. Arguably, it is not possible to achieve such an aim unless remedial

measures are enforced to a very high standard. 930 As a result, a prospective defendant

will probably be overtreated and suffer more than he should.

It is true that a person must be responsible for his wrongdoing. However, the person

should not be forced to accept an obligation disproportionate to his offence. If he is

permitted to do so, the tights holder may be compensated more than he should be.

Even though intellectual property law aims to protect intellectual property tights' owners,

the concept of fairness is still available to ensure that society, as a whole, will be equally

protected.931

It seems that, according to the Rules for Intellectual Property and International Trade

Cases 6'.E.254G, (lie court considers an app(ication by using the 'multi-requisite'

approach. This approach is described as the requirement that certain elements exist

before the court grants the order.932 The conditions for granting the order are

mandatory. However, there is no indication that the judge has to consider such

conditions in sequence. As a result, the judge may consider the condition of 'balance of

convenience', for instance, at the fIrst step. Thus, the court may not follow the exact

sequence stated in the 'American Cyanamid' Case, even though this case was

commented on during the meeting of the Committee.933

93 See Schoenbrod. op.cit p.678.

931 See TRIPs Part III. Section2, Article 42. 	 -

932 See P. Carlson, 'Granting an Interlocutory Injunction : What is the Test?,' Manitoba Law Journal 12(1982) p.112.

933 The Report of the Committee Set Up to Scrutinize the Pta to Establish the Intellectual Property and International

Trade Court, 6/38. June 1995, pp 15.17. This sequence has not been strictly followed in English cases too. See

Hubbard v. Pitt [1976] QB 142 (CA).
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5.4.2.2 AN ORDER TO PRESERVE EVIDENCE IN ADVANCE

The conditions for granting this order are not explicitly stated as are those for interim

injunctions. It is likely that the court will scrutinize whether there is reasonable ground for

such an application, and whether there are also sufficient reasons for the court to grant.

the application. It should be noted that, since the conditions are not explicitly stated, the

court may use the 'multi-factor' approach in considering this application.934 In respect

of this approach, the judge will consider all the facts he deems relevant before making

his decision.

5.5 THE STAGE OF EXECUTING AN ORDER

This stage is vital for intellectual property rights' owners too. One should not assume

that a plaintiff has won when he has merely achieved a judgment. In other words, he

cannot claim that he has really won the case unless the order is efficiently executed.

5.5.1 INTERIM INJUNCTIONS

For interim injunctions, the order will be effective since it has been granted. 935 The

order, both civil and criminal cases, will prohibit or refrain the prospective defendant

from committing the infringement. The indirect effectiveness of this order is that the order

may be informed immediately to the related persons, such as the port authorities.936

Consequently, the applicant has to institute his case within fifteen days since interim

934 See Carlson. op.cit. p.113.

935 Rule 14 para.2.

936 It could be analogous with Sections 257 para.4 and 11 of the Civil Procedure Code and the Arrest of Seagoing

Ships Act B.E2534 respectively.
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injunctions have been granted.937 If the case is filed within that period, the order will

continue to be in force. 938 These provisions would appear to conform to TRIPs.939

Normally, a court order will be effective only when the person on whom the order will

be effected has been notified.94° This results in delaying the proceedings. It may

prejudice the aim of interim injunctions. The law, therefore, provides that such an order

binds the prospective defendant immediately, even though he has not yet been notified

of the order.941 This will guarantee that interim injunctions are efficiently enforced,

subsequently intellectual property rights' owners are adequately protected.

The procedure for executing an order is not specifically stated, therefore, the Civil

Procedure Code will be applied mutatis mutandis.942 To some extent, interim

injunctions share similar effectiveness to those which are executed in common law

countries on the basis of contempt of court. If the prospective defendant neglects the

court's order, the applicant can immediately submit an application to arrest and detain

the prospective defendant until he obeys the court order. 943 This order is sought ex

parte

However, it takes time before the prospective defendant is forced to comply with the

Rule 17.

Rule 18.

See TRIPs Article 50(6).

940 The order could also be effective when the lawyer of the said defendant is notified. See the Civil Procedure Code

Section 75.

941 Rule 14 para.2.

942 Sections 259.297-300.

Section 300. The prospective defendant may be released on bail. Moreover, he must not be detained, each time

for a period exceeding six months from the date of arrest or detention.

Section 297.
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order. In practice, these remedial measures may not be effective primarily because of

inappropriate execution. 945 From the start, an intellectual property rights' owner has to

apply for the order to arrest and detain the prospective defendant. 946 This order will be

sought ex pane .947 It should be noted that the court cannot grant the order to arrest

and detain the prospective defendant unless the said order has been sought948 Then,

the court will scrutinize the applicant's evidence. The order must not be granted unless it

is certain that the prospective defendant is bona tide able to comply with the order but

refuses to do so. 949 In addition, there is no other measure to prosecute the prospective

defendant.95°

Subsequently, the prospective defendant will be summoned to the court 951 Unless

there is evidence that the prospective defendant has been legally notified, the summons

has to be delivered again.952 If the prospective defendant refuses to come to court

without any appropriate reason, the court can grant a warrant to arrest him.953

Additionally, if he comes to court, however fails to provide any reasonable grounds why

Mangklatanakul P. the Baker & Mckenzie's lawyer. He was interviewed on May 12. 1998 at 12pm. (Hereinafter

Interview with Mangklatanakui)

946 The CwiI Procedure Code Section 297 para.1.

The CMI Procedure Code Sections 21(3). 297 para.1.

948 There has been one case where the defendant came to the court, due to the summons, and was arrested under

the court's order. However, the plaintiff did not request such an order. The Supreme Court decided that it was against

the law. See the Supreme Court's judgment no.2523/2521 (1978).

949 The Civil Procedure Code Section 297(1). See the Supreme Courts judgments no.1384/2510 (1967), 809/2516

(1913). and 1703/2525 (1962).

950 The Civil Procedure Code Section 297 (2).

951 The Civil Procedure Code Section 298.

952 In this case, it will waste the time in notifying the prospective defendant

953 The Civil Procedure Code Section 298 paraZ
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he has not been able to comply with the court's order, he may be detained.954

According to the above process, it is likely that an enquiry will be required to ascertain

whether the prospective defendant should be treated under these severe

measures.955

It is noteworthy that such an order can be sought only to arrest and detain the

prospective defendant per se . An intellectual property rights' owner cannot request the

court to arrest and detain other persons, even though they are regarded as

conspirators.956 In practice, interim injunctions could be sought for these persons as

the co-prospective defendants.

Further rules regarding interim injunctions concern safeguards for the prospective

defendant. First of all, if the application is dismissed, the order will be final. 957 As a

result, the applicant cannot appeal such an order, neither the questions of fact nor the

law.958

Moreover, the law requires that the prospective defendant must be notified, if the

order is granted, without delay.959 This will guarantee that the prospective defendant is

Ibid

55 See the Supreme Courts judgment no.560/2519 (1976).

The Supreme Court's judgment no.1459/2514(1971). Even though the person had been referred to as a

dependant during the enquiry, he was not the defendant as such and could not be bound directly by the judgment

Therefore, the court could not grant the order to arrest and detain him, when the defendant failed to comply with the

judgment

Rule 13 para.3.

See the Supreme Courts judgments no.407/2519 (1976). 2728/2526 (1983). However, there is no explicit

provision to bar the applicant from applying for the order again. The court may dismiss it if there is no other reason to

support a new application.

Rule 14 para.1.
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informed as soon as possible. This provision apparently conforms to TRlP.96O

Since this issue is not explicitly provided, the Civil Procedure Code will be applied

mutatis mutandis. As a result, the court officer will forward the order to the prospective

defendant, 961 and it must be delivered as soon as possible.962 The court officer may

request the applicant, or the person whom the applicant deems appropriate, to

accompany him to identify the prospective defendant. 963 This allows the applicant to be

present when the order is executed. It seems acceptable since TRIPs implicitly permits

members to do so.964

The other safeguard for the prospective defendant is security. The law provides that

In cases where the court grants an application under Rule 13, taking into account

any damages that the prospective defendant might incur, the court shall order the

person filing the application to provide security for such damage in the amount, within

the period and under the conditions, the court deems appropriate. 965

The wording of this provision, however, appears to be different from that contained in

the Civil Procedure Code.966 The latter states that before granting the order, the court

may require the plaintiff to provide security, as the court deems appropriate, for any

96C) TRI Ps Article 50 (4) provides that "... the parties affected shall be given notice, without delay after the execution of

the measures at the latest".

961 The Civil Procedure Code Section 70.

962 The Civil Procedure Code Section 73 para.1.

963 The Civil Procedure Code Section 73 para. 1.

964 See TRI Ps Article 50 (5). It stipulates that the applicant may be required to supply information necessary for the

identification of the goods concerned by the authority that will execute the provisional measures.

Rule 15.

Section 257.
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damage that the defendant might incur. 967 Therefore, it seems that, in case of interim

injunctions, security may be required after the order has already been granted. The

phrase '... within the period ... the court deems appropriate' could be raised to support

this opinion.

There is a problem when the applicant refuses to provide secunty. This situation

could happen particularly when the applicant has already satisfied the effect of interim

injunctions. Arguably, the order may provide bargaining power for the applicant when he

later negotiates with the prospective defendant. 968 In Thailand, it appears that the

applicant will not be sanctioned for contempt of court, when he refuses to provide

security. The probable way for the court to act is to revoke the order.969

Nevertheless, the above argument appears to be an exceptional case. In general,

intellectual property rights' owners are likely to apply for interim injunctions in bona fide.

When the judge examines the application and decides to require a security, he could

also consider the applicant as such, If he deems it appropriate, he may specify any

conditions.97°

Furthermore, security may be regarded as a pre-requisite condition in granting

interim injunctions. 971 In other words, security will be required before interim injunctions

is granted. This process will be similar to that in the CMI Procedure Code.

Section 257 para.5.

Interview with Chantarasak.

See the Arrest Seagoing Ships Act B.E2534 Section 8.

970 Rule 15.

971 Manomai-Udom S. Senior Judge in the Central Intellectual Property and International Trade Court He was

interviewed at his office on May 21, 1998. (Hereinafter Interview with J.Manornai-lJdom.)
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Another safeguard is the right to revoke or modify the order. This safeguard is also

stated in TRIPs. 972 After interim injunctions have been granted. the prospective

defendant is empowered to file an application requesting the court to repeal or modify

the said interim injunctions.973 If the court grants the order to repeal or modify the

interim injunctions, the said order will be final.974

In addition to this privilege, the prospective defendant can also apply for

compensation. 975 According to the Rules for Intellectual Property and International

Trade cases B.E.2540, the prospective defendant can apply for the said compensation

together with an application for revoking or modifying interim injunctions, or within thirty

days from the date on which the court granted the order. 976 After making an enquiry,

the court may order the interim injunctions' applicant to compensate the prospective

defendant, to the amount the court deems appropriate. 977 The court would order such

compensation if the court finds that interim injunctions were granted due to the court's

misunderstanding that there has been ground for taking action against the prospective

defendant, or sufficient reason to grant such interim injunctions. 978 Such a

misunderstanding must be caused by the fault or negligence of the interim injunctions'

applicant.979 In addition, the prospective defendant could seek compensation if the

972 TRIPs Article 50(4).

973 Rule 16 para.1.

974 Ibid

975 According to TRIPs Article 50 (7). the court should be empowered to order the applicant to provide the

prospective defendant appropriate compensation for any injury caused by provisional measures.

976 Rule 16 para.2.

971 Ibid.

96 Ibid.

979 Ibid.
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applicant does not institute his case within fifteen days from the date o which the

interim injunctions were granted, or within the period prescribed by the court98O

If the said intenm injunctions' applicant fails to comply with the court order, he wiU be

treated as a judgment debtor. 981 Arguably, it may be unfair for the applicant to be

prosecuted at this stage. 982 If the applicant finally wins the case, he will appear to have

been injured repeatedly. However, this process appears to be a mere effective

safeguard for the prospective defendant since he cannot provide any evidence before

the court grants interim injunctions. This compensation will remind the applicant not to

apply for interim injunctions randomly. Moreover, the applicant may deserve to be

sanctioned unless he applies for these measures in bona tide. Additionally, the court wiU

order the applicant to compensate the prospective defendant only when interim

ktAcc 'ce. ccc!	 çiçwopckately. prrnari(y because of the applicant's wrong.

Furthermore, the said compensation may be justified, subject to the balance of hardship.

It seems clear that while the prospective defendant has already suffered from interim

injunctions, there is just a chance that the applicant may be injured afterwards.

Apparently, there is one more safeguard for the prospective defendant, namely, the

right to appeal the order to the Supreme Court. 983 The law merely states that the order

to dismiss the application is final.984 and interim injunctions can be revoked or

980 Rule 17 paral.

981 Rule 16 para.2.

982 The CtvH Procedure Code, Section 263 para.2 stipulates that the order to compensate the defendant will be

executed after the final judgment

983 The Act for the Establishment of and Procedure for Intellectual Property and International Trade Court B.E.2539

Sect Ofl 38.

984 Rule 13 para.3.
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modified.985 However, it is not stipulated whether the prospective defendant can

appeal the order or not. The Supreme Court decided in one case which was filed in

forma pauperis that, since there was no explicit provision barring the plaintiff from

appealing the courts decision, the plaintiff was empowered to appeal such an

order.986 This judgment should be applied mutatis mutandis to this issue.987

There are two issues to be noted. First is the amount of compensation. It is stiff up to

judicial discretion to decide this amount Frequently, the amount set by the court has

been criticized as inappropriate to the current situation. 988 If compensation is decided

too low, this safeguard may not be used to protect the prospective defendant properly.

Seconcly, several saeguarcis are avaabe for the third party too. The Civil Procedure

Code will be applied mutatis mutandis. 989 As a result, the third party could request the

court to repeal or modify the court order. 990 Additionally, the court may order the

applicant to provide security for damage.991

985 Rule l6para.1.

986 The Supreme Courts judgment no.689/2511 (1968).

According to the Act for the Establishment of and Procedure for Intellectual Property and International Trade

Court 8.E.2539. limitation for appeal is provided. Section 39 states that, in a cnminal case, where the maximum

penalty prescribed by law does not exceed three years imprisonment or 60.000 Baht (1,500 Pounds) fine or both, no

appeal will lie against any judgment in question of fact Section 41 states that, in a civil case, where the value of the

asset or the amount in dispute on appeal does not exceed 200,000 Baht (5,000 Pounds) or does not exceed the

amount prescribed in the Royal Decree, no party will appeal against a judgment with respect to the question of fact.

988 Interview with Chantarasak.

9 The Act for the Establishment of and Procedure for Intellectual Property and International Trade Court B.E.2539

Section 29 para.2, the Civil Procedure Code Section 261, and the Rules for Intellectual Property and International

Trade Cases B.E.2540 Rule 18.

990 The Civil Procedure Code Section 261 para.1.

991 The Civil Procedure Code Section 261 para.3.
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5.5.2 AN ORDER TO PRESERVE EVIDENCE IN ADVANCE

For an order to preserve evidence in advance, the process of execution and

examination of evidence has not been explicitly stated. Therefore, the provisions

contained in both the CMI Procedure Code and the Criminal Procedure Code should be

applied mutatis mutandis . There will be less controversy in general circumstances.

If the order is granted, the evidence will be examined as prescribed by the said

law.992 In cases of emergency, there will be no controversy if the court decides to

examine the evidence later. In other words, the prospective defendant can be present

when the evidence is examined, while documents or materials can be seized or

attached when the order has been granted.993

If the court decides to examine the evidence soon after the order has been granted,

in criminal cases there may be a question as to whether or not the prospective

defendant should be present In civil cases, it is likely that the court may examine the

evidence ex parte . This applies the Civil Procedure Code mutatis mutandis .94 The

evidence could be examined ex parte when the other party or the related party does

not have domicile in the country, and the said person has not yet entered into the

case.995

992 The Act for the Establishment of and Procedure for Intellectual Property and lntemaonal Trade Court B.E.2539

Section 28 para.2.

The Act for the Establishment of and Procedure for Intellectual Property and International Trade Court B.E.2539

Section 29.

994 The Civil Procedure Code Section 101.

The Civil Procedure Code Section 101 para.3.
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Seemingly, this idea is supported by the practice that a party Can request the court to

submit a deposition of a witness, in lieu of examination in court.996 The law provides

that the said deposition will not be accepted as evidence in the case, if the deponent

fails to be present in the court in order to be cross examined.997 Nevertheless, the court

may admit the said deposition as evidence corroborating other evidence, if the court

deems appropriate.998

In criminal Cases, on the contrary, the offender should be present during the

examination of the evidence. This arises from the crucial principle of due process that

the offender should be protected by the process of cross examination. Therefore, there

is restricted opportunity regarding the examination of evidence while an offender is

absent.999 Subject to the Criminal Procedure Code, it seems that preserving evidence

in advance is not excluded by this principle. The witness can be examined before the

case is instituted, on the condition that the accused is present during the

examination. 1 000

However, it seems clear that the process to preserve evidence in advance applies to

criminal cases. l OOl This process will be efficient in protecting intellectual property

Rule 29 para.1.

Rule 29 para.3.

998 Ruio 29 para.3.

Due to the Criminal Procedure Code Section 172 bis, an offender who has a lawyer could request to be absent in

the case where the maximum term of imprisonment does not exceed ten years. In a case where there are several

offenders, some of them could be absent if the said trial does not involve him or the court deems it appropriate to

conduct the trial while the said offender(s) is absent In addition, the Civil Procedure Code Sections 33(a) and 102

are applied mutatis mufandis. The offender may be expelled from the chamber for contempt, and he may be

permitted not to attend the trial when the court requests another court to conduct the trial.

1000 The Criminal Procedure Code Section 237 bis.

Rule 42.
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rights' owners, so far as this practice is not against the general safeguard for an

accused or an offender in a criminal case. This idea is accepted in the Rules for

Intellectual Property and International Trade Cases B.E.2540. The law states that:

If a party files a motion and the court deems appropriate in the interest of justice, the

court may permit the submission of a deposition of a deponent confirming facts or

opinions on the issues not directly prcMng guilt of the accused in lieu of bringing the

deponent to testify; and the provisions for cMl cases in Title I on the submission of a

deposition in lieu of an oral testimony under Rules 29 to 31 shall apply mutatis

mutandis 1002

As a result, it seems that the law intends to provide strong protection for intellectual

property rights' owners, subject to the principle of due process. Since there is no

precedent, at present, for this issue, it is still unclear how the court will interpret this law.

The next question is how the applicant gains access to the said documents or

materials. It is possible that, in case of emergency, the applicant will request the court to

seize or attach the documents or materials that will be adduced as evidence. 1003

Therefore, it can be argued that this is a preliminary stage to preserve documents or

materials which will later be adduced as evidence. In other words, the said documents

or materials are not yet regarded as evidence at this stage. Subsequently, this should be

deemed as the executing stage, and the court will grant an order to seize or attach the

1002 Rule 49.

1003 
The Act for the Estabt4shment of and Procedure r Intellectual Property and International Trade Court B.E2539

Section 29 para.1.

240



documents or materials. If a person who possesses the said documents or materials

disobeys the order, he may be served with a warrant of arrest and detention.1004

If these documents or materials are regarded as evidence, the court will order the

said person to forward the evidence to the court. 1005 In this case, a person who does

not comply with the court order will receive criminal punishment. 1006 He will be

punished with imprisonment not exceeding six months or a fine not exceeding 1,000

Baht (25 Pounds), or both. In some cases, these sanctions are draconian, particularly if

he is not the prospective defendant

It is possible that a person who possesses the said documents or materials is not a

prospective defendant The Rule states that

In cases of emergency under Section 29 of the Act, the motion shall state the facts

showing the emergency situation whereby, if the other party or the party involved is to

be notified beforehand, such evidence will be damaged, lost, destroyed or, due to

some other reasons, difficult to be adduced at a later stage. 1007

As a result, an order to seize or attach the documents or materials can be sought

against a person who is not a prospective defendant In comparison, with regard to the

process of civil execution, an order to seize or attach the debtor's property can be

sought against a person who possesses such property. 1 008 If he refuses to obey the

order, he may be arrested and confined.

1004 
It is possible that the Civil Procedure Code Sections 254 (4) and 255(4) (b) will be applied mutatis mutandis.

The term of detention must not exceed six months from the date of the arrest Section 258 para.5.

1005 The Civil Procedure Code Section 90(2) and para.5.

1006 The Penal Code Section 170.

1001 Rule 20 para.2.

1008 The Civil Procedure Code Section 277 para.1.
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As for safeguards, it seems that security is the only safeguard for the prospective

defendant. 1009 The court may consider ordering an applicant to provide security in the

same criteria as discussed in the case of interim injunctions. In practice, however, the

prospective defendant can be protected as much as in the case of interim injunctions.

This is because Section 28 of the Act for the Establishment of and Procedure for'

Intellectual Property and International Trade Court B.E.2539 stipulates that, normally, the

related party will be summoned to the court Therefore, the prospective defendant can

oppose the court order, or request the court to dismiss the application, as a normality. In

cases of emergency, the law explicitly states that the provisions of the Civil Procedure

Code are to be applied mutatis muntadis 	 As a result, the prospective defendant

can request the court to repeal or modify the order.1011 Furthermore, he can request

the courtto orderthe applicantto compensate him, subjectto certain conditions.1012

It should be noted, however, that the law does not require the applicant to initiate the

case within a limited period of time. This requirement is stated in TRIPs. 1013 It depends,

therefore, on the purpose of this requirement In other words, if this requirement is

regarded as a safeguard for the prospective defendant, the lack of it will be crucial.1014

On the other hand, if the said requirement is regarded as a means of ensuring that the

1009 Rule 21.

1010 The Act for the Establishment of and Procedure for Intellectual Property and International Trade Court B.E.2539

Section 29 para.2.

1011 See the Civil Procedure Code Section 261.

1012 See the Civil Procedure Code Section 263.

1013 Article 50 (6).

1014 It can be argued that the judge still has the general power to proscribe the condition to initiate the case.
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applicant has enough time to initiate his case, the absence of this requirement seems

less important.1015

1015 Arguably, the order to preserve evidence in advance has been introduced in favour of intellectual property

rights' owners, rather than the prospective defendant It has been suggested that the provisions stated in the Act for

the Establishment of and Procedure for Intellectual Property and International Trade Court B.E2539 are more effective

(for the parties) than those stated in the CMI Procedure Code. For instance, the fonner permits the party to seek the

order ex parfe . Lecture of J.Pakditanakul.
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CHAPTER 6 : THE JUDICIAL ATrITUDE ON PROVISIONAL MEASURES

6.1 INTRODUCTION

As discussed above, remedial measures in the Thai legal system seem to be

influenced by TRIPs. For example, provisional measures were probably introduced into

Thai law primarily because of TRIPs. These measures are tather different from those

which already existed in the system. Provisional measures may be accepted later as

general measures to remedy all types of infringement, subject to their effectiveness.

The efficiency of provisional measures, however, seems to be in doubt Up until now,

there have still been a number of complaints about inadequate protection for intellectual

property tights in Thailand.1016 It appears that intellectual property rights' owners have

not yet been protected appropriately. This will be a prime concern of the Council for

TRIPs.

In fact, it seems difficult to indicate whether or not the law has already been enforced

effectively. It depends perhaps on the viewpoints of persons related to this issue. The

intellectual property rights' owners may feel that the protection remains insufficient,

whereas the authorities, or even the society, consider that the law has already been

enforced properly.1017

The actual situation of enforcement of provisional measures in Thailand, therefore, will

be examined. This issue will be discussed in several aspects, such as the situation of

intellectual property rights' infringement in Thailand. From the statistics, it seems that, at

present, intellectual property rights' owners do not benefit from the introduction of

1016 See Economic Section. Department of State. the United States of America. 1998 Investment aimate Statement

jjlaed p.6. This information can be accessed through the internet

Interview with J.Viturat
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provisional measures to Thai law. This brings to a further question of why enforcement of

provisional measures in Thailand is not successful. In addition, who can improve this

dissatisfied situation? And how? In this case, the study will base mainly on judges of the

Central Intellectual Property and International trade Court since they play a major part in

enforcing provisional measures. Judicial attitude regarding these measures, therefore,,

will be analysed. In addition, others' opinion will be under considered too. it is, then,

expected that some fruitful results will be achieved in this study.

6.2 THE SITUATION OF INTELLECTUAL PROPERTY RIGHTS INFRINGEMENT

It is suggested that the major aim of TRIPs is to protect intellectual property rights'

owners. Absolute protection, nevertheless, is unlikely to be achieved. Therefore, it is

merely expected that the number of infringements should be fewer, If the trend of the

said numbers is downwards, legal enforcement can be claimed, by the authorities, a

1018
success.

1994	 1995	 1996	 1997	 1998

Copyright	 527	 292	 330	 637	 169

Patent	 16	 -	 2	 1	 -

Trademarks	 770	 575	 476	 1,032	 191

Total	 1,313	 867	 808	 1,670	 360

Figure 3 1. Number of cases investigated by the police.

10 Indeed, the statistics cannot exactly show what the real situation is in Thailand. Arguably, a high number of

cases may be considered, on the bright side. More cases may reflect increased awareness of this issue, increased

resources devoted to this issue by police, better laws, and greater willingness to complain or to investigate. Thus, they

might reflect better protection, rather than worse. It should be remembered here that the statistics are presented to

reveal the fact that there are still a number of cases which the police have had to investigate.
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2. The statistics in 1998 are from January to March.

1994	 '1995	 1996	 1997	 1998

Copynght	 246,410	 136,794	 99,646	 264,681	 68,506

Patent	 12,285	 -	 315	 241	 -

Trade marks 1,062,044 	 138,620	 61,694	 408,700	 175,400

Total	 - 1,320,739	 275,414	 161,655	 673,622	 243,906

Eiu.rA 1. Number of items being seized by the police.

2. The statistics in 1998 are from January to March.

These figures have been provided by the Co-ordinating Centre for Suppression of

Intellectual Property Rights Violation, Department of Intellectual Property, Ministry of

Commerce. 1019 They illustrate the statistics for infringement of intellectual property

rights in Thailand during 1994-1998. The figure 3 concerns the number of infringements

which were investigated, while the figure 4 concerns infringing goods which were seized

within the said period. It should be noted that these statistics were gathered main'y for

criminal purposes. In addition, half of the cases are infringements related to trade marks,

whereas there were only a few cases of patent infringement. (See the Figure 3)

This circumstance is to be expected. Firstly, because the process of infringing trade

marks seems less complicated than that related to patent or copyright, counterfeit

goods can be produced in mass volumes within a short period of time. Secondly, the

said infringements normally concern well known marks. Consequently, these counterfeit

goods can easily be circulated, even in the street. In addition, all trade marks are

1019 The major roles of this Department are co-ordinating with the relevant governmental agencies on suppression

activities, and giving advice to rights holders.
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directly linked to trade, while patent and copyright are only partly connected to trade.

Finally, it is possible that the number of trade mark infringements is greater than the

others because granted patents, in Thailand, are outnumbered by registered trade

marks massively (See the figure 5).

Year	 Registered	 trade Granted	 patent	 Total

marks

1992	 8,156	 386	 8,542

1993	 8,147	 451	 8,598

1994	 13,003	 674	 13,677

1995	 12,293	 782	 13,075

1996	 9,928	 1,355	 11,283

1997	 8,157	 1,131	 9,288

Total	 59,684	 4,779	 64,463

Figure 5 1. Number of registered trade marks and granted patent

2. These statistics have been provided by the Department of Intellectual Property

The above statistics are unlikely to indicate a downward trend of intellectual property

rights infringements. In 1997, the total number of cases was double the number of the

previous year. On the other hand, the statistics do reveal the fact that intellectual

property rights are still being infringed continuously.

The next figures concern the number of cases which have been instituted in the

Courts of First Instance during this decade. Statistics for these cases, however, are

merely from 1990 to 1994. Subsequently, they have been combined with other cases
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and displayed under the title of 'miscellaneous' cases. Since then, the number of

intellectual property cases has not been explicitly identified.

Year	 Trade Marks	 Copyright	 Patent	 Penal Code

Civil	 Criminal Civil	 Criminal Civil 	 Criminal Civil	 Criminal

1990	 102 -	 8	 1	 131	 2	 4	 -	 1,150

1991	 85	 16	 4	 147	 2	 3	 -	 1,016

1992	 108	 312	 5	 169	 21	 8	 -	 631

1993	 69	 561	 4	 253	 2	 13	 -	 341

1994	 105	 547	 2	 259	 2	 2	 -	 142

Total	 469	 1,444	 16	 959	 29	 30	 -	 3,280

Figure 6 1. The Penal Code also provides for offences relating to trade marks in Sections 273 and

274.

2. These statistics have been provided by the Ministry of Justice.

During 1995 - 1997, a number of intellectual property cases have been presented in

the Courts of First Instance in Bangkok, inter a/ia, the Civil Court, the South Bangkok

Civil Court, the Thonburi Civil Court, the Criminal Court, the South Bangkok Criminal

Court, and the Thonburi Criminal Court. These statistics are selected on the basis that

most intellectual property cases have been instituted in Bangkok. However, these

statistics are incomplete, due to their collection system. They also regard intellectual

property cases as miscellaneous cases (since there were just a few cases).

Consequently, these cases have to be separated from the other miscellaneous cases. In

addition, most of the intellectual property cases in the said courts were transferred to the
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Central Intellectual Property and International Trade Court in 1997 when this court was

inaugurated.

Year	 the	 Civil the	 South the Thonburi The Criminal The South

Court	 B a n g k 0 k Civil Court	 Court	 B a n g k 0 k

Civil Court	 C r i m i n a I

Court

1995	 11	 4	 4	 174	 382

1996	 27	 17	 4	 431	 263

1997	 23	 16	 2	 316	 194

Fgure7 1. Number of cases in the Courts of Instance (1995-1997).

2. Intellectual property cases cannot be identified in the Thonbun Criminal Court.

The following Figure illustrates the number of intellectual property cases in the

Central Intellectual Property and International Trade Court since it was inaugurated.
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Year	 Copyright	 Patent	 Trade Marks

Civil	 Criminal	 Civil	 Criminal	 Civil	 Criminal

1997	 -	 34	 -	 -	 4	 114

1998	 1	 179	 5	 -	 25	 381

Total	 1	 213	 5	 -	 29	 495

Figure 8	 1. Number of cases in the Central Intellectual Property and International Trade Court

(1997-1998).

2. The Central Intellectual Property and International Trade Court was inaugurated on

December 1, 1997.

3. The statistics for 1998 are from January to April.

Arguably, the above statistics cannot represent the trend of intellectual property

cases in Thailand properly, due to the incomplete information. However, the figures

imply that, up until now, intellectual property rights' infringements are still occurring.

Moreover, intellectual property rights' owners are still submitting their cases to the

courts. In other words, their rights continue to be infringed and remedies have to be

sought continuously.

6.3 HAVE INTELLECTUAL PROPERTY RIGHTS' OWNERS BEEN APPROPRfATELY

REMEDIED?

This is a crucial question of the study. Normally, it is difficult to indicate whether

intellectual property rights' owners have been remedied appropriately (by provisional
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measures) or not, since it depends on the individual's point of view. The above statistics

can hardly express the situation of remedies for intellectual property rights' owners.

However, it seems that provisional measures in Thailand are not so effective. This is

because, at present, a few cases of the enforcement of provisional measures ha've been

reported. Therefore, it is difficult to argue that intellectual property rights' owners have

already been remedied through provisional measures (or had already been protected

before the infringement was committed).

It may be challenged that provisional measures are efficient if they provide a

deterrent effect, like criminal sanctions. In other words, provisional measures may deter

others from infringing intellectual property rights. As a result, some may accept that

intellectual property rights' owners gain appropriate remedies from provisional

measures.

Nevertheless, there is no significant sign to show that provisional measures do

provide a deterrent effect like criminal sanctions. Intellectual property rights have still

been infringed since provisional measures came into force in 1991 (when these

measures were first introduced in the trade mark law). In 1997, particularly, the number

of intellectual property cases increased noticeably. In addition, the courts do not seem

to intend to grant provisional measures in order to deter others from committing

infnngements. 102° This conforms with the opinion of judges in the Central Intellectual

Property and International Trade Court which rank the deterrent effect in sixth place

among the eight purposes for granting provisional measures. 1021 It may be

1020 Interview with J.Vitural

1021 See Table 25 in the Appendix II.
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summarized that, at present, provisional measures are not significantly enforced in

remedying intellectual property rights' owners.

6.4 WHY HAVE PROVISIONAL MEASURES NOT BEEN SOUGHT?

It seems that provisional measures are ineffective because the lawyers are reluctant

to apply for these measures. It is, therefore, important to examine why the lawyers do not

intend to take their part in the said measures. This can be regarded as a fundamental

question since provisional measures may not be applied in the future, unless this

problem is solved.

Is it possible that provisional measures have not been sought because the lawyers

do not have any knowledge of these measures? In fact, this issue is very crucial and

should have already been studied. However, no such study has yet been undertaken. It

is, then, only hoped that such a study will be undertaken soon.

In fact, information concerning provisional measures already exists in society. There

are several organs which circulate information relating to intellectual property law to the

public. Among them is the Department of Intellectual Property,	 Ministry of

Commerce. 1022 One of the responsibilities of this Department is to promote effective

use of intellectual property and technology information for the purposes of education,

research, development and commercialization.1023 This responsibility can be

undertaken by educating the related persons, such as co-ordinating with educational

establishments in both the Ministry of Education and Ministry of University Affairs to

include intellectual property courses in the curriculum of schools and colleges. 1024 In

1022 This Department was inaugurated on May 3. 1992.

1023 Department of Intellectual Property, Annual Report 1997 (Bangkok: Asom Thai Printhg. 1997) p.16.

1024 Department of Intellectual Property. op.cit p.28.
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addition, four hundred lectures have been given nation-wide with the average

participation of five hundred persons per month. 1025 Moreover, a series of seminars

were held all over the country with special emphasis on the officials, rights owners, and

users. 1026 Using information from lawyers, it may be assumed that the related persons

have some knowledge of provisional measures.1027

Indeed, lawyers play a remarkable role in applying for provisional measures. They

may give advice to intellectual property rights' owners, or even change their minds, as to

whether these measures should be sought. This is because they are the ones who know

about litigation and decide to take action.

Normally, lawyers should know the general principles of intellectual property

law. 1 °28 According to the law, a person who intends to register as a lawyer must hold a

first degree in law, and must be a member of the Thai Bar Association. 1029 In addition,

if he has never been a judge, a public prosecutor, etc., or has never practice d in a law

firm for not less than one year, he must attend a compulsory course. 103° As a result.

this person has to learn intellectual property law in these stages. At present, intellectual

property law is on most universities' curriculum, due to its importance. Furthermore, it is

1025 Department of Intellectual Property. op.cit. p.40.

1026 Department of Intellectual Property. op.cit p.41.

1027 Interview with Uttasart. Jitkuntivong. Also Manas-sinpen P. the Director of the Training Institute, the Law Society.

He was interviewed on July 26. 1998. Hereafter referred to as Interview with Manas-siripen.

1028 Interview with Uttasart. Manas-siripen.

1029 The Advocate Act B.E2528 Section 35 (3). The Royal Gazette Vol.102 (special), No.129, September19. 1985.

1030 The Advocate Act B.E2528 Section 38 para.1.
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one of the subjects taught in courses for Barrister-at-law. Additionally, this subject is also

provided in the training course for lawyer's trainees.1031

Subsequently, if it is assumed that lawyers know about intellectual property law,

including provisional measures, the next question is why they are dissuaded from taking

action. From the study, 1032 there seem to be four remarkable reasons which make the

lawyers reluctant to apply for provisional measures. They are the lack of evidence, the

doubtfulness of provisional measures per Se, the other alternative measures, and the

lack of confidence in the judicial attitude. There may be other läctors too that the lawyers

have taken into consideration, such as the cost and time involved. These conditions,

however, seem less signilIcant and, in some cases, have been claimed merely as a

pretext (for not applying for provisional measures). l 033

6.4.1 THE ABSENCE OF EVIDENCE

Some lawyers have complained that it is difficult to provide the evidence required by

the court before granting provisional measures. 1034 Currently, due to the sophisticated

technology, intellectual property rights' infringement can occur within just a short period

of time, and is very hard to detect. Lawyers may possess information concerning the

said infringement. However, this information is not explicit, or is even acquired through

illegal channels, and cannot be presented as evidence. In order to gain evidence, the

1031 See Handbook for the Training Course of Lawyers. Course 14. 1997-1998 (Bangkok: 1997). In foture. there is a

plan that lawyers who intend to litigate their cases in the Intellectual Property and International Trade Court have to

attend a special course for intellectual property law. lnteiview with Uttasart

1032 This idea is mainly based on information which was acquired from lawyers and judges through interviews.

1033 Interview with Jitkuntivong.

1034 Interview with Uttasart
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lawyers sometimes have to contact infringers and purchase some illegal items from

them. 1035 This process is rather nsky.

Arguably, information concerning the infringement as such is not so difficult to

acquire. It is information concerning the infringer which is difficult to obtain.1036

Primarily, the intellectual property rights infringement in Thailand relates to street

vendors. 1037 Therefore, it is difficult for lawyers to find the name and the address of the

said infringer, or it may take time to gain this information. Provisional measures will, thus,

be more effective, if the practice of 'John/Jane Doe' is analogous. 1038 In addition, there

is anxiety regarding the quantity of evidence required by the court. It seems not possible

to prepare, and reveal, all the evidence at this stage.1039

6.4.2 THE DOUBTFULNESS OF PROVISIONAL MEASURES

Since provisional measures are rather new in the Thai legal system, they remain

uncertain. Several aspects of these measures are still ambiguous. These may

discourage the effectiveness of the said measures. Consequently, lawyers may decide

not to apply for provisional measures.

1035 Recently, there was a case that a representative of an intellectual property rights' owner gained evidence by

purchasing a computer with unauthorized software from infiingers. However, the Supreme Court reversed a judgment

of the Central Intellectual Property and International Trade Court and dismissed the case. The Supreme Court stated

that since unauthorized computer software had not been reproduced before an offer to purchase the computer, the

software, then, were reproduced because the representative of the intellectual property rights' owner tempted the

infringer to do so. Therefore, it was the intellectual property rights' owner who lured the infringer to commit a crime

and, consequently, he could not be regarded as an injured person. See the Supreme Court's judgment no.4341/2543

(2000).

1036 Interview with Uttasart

1037 Interview with Rattanasuwan.

1038 Interview with Uttasart For the discussion of John/Jane Doe practice, see Chapter 5.

1039 Interview with Jitkuntivong.
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For example, the purpose of Rule 17 which requires an applicant to institute his case

within fifteen days from the date on which an interim injunction is granted is not clear.

Seemingly, the applicant is forced to start his case within such limited time.104°

From the lawyers' point of view, this period is rather short. They need a longer time to

prepare their cases. 1041 As a result, this seems to be a condition that bars intellectual

property rights' owners from applying for provisional measures.

This compulsory period, nevertheless, is not required in the case of orders to

preserve evidence in advance. 1042 This issue appears to be less controversial because

this measure is available for anyone who 'apprehends that the evidence on which he

may have to rely in the future will be lost •,•' 1043 According to this provision, a

prospective defendant can apply for this measure too. It is, thus, not possible to require

the prospective defendant to institute his case. In addition, the order to preserve

evidence in advance is sought probably because an applicant intends to litigate his

case in the court. It is unnecessary, therefore, to require the applicant to file his case

within a limited time.1044

However, this assumption may not be totally true. A similar measure can be sought if

the applicant merely decides to preserve his evidence in advance. 1045 Seemingly, the

1040 Interview with Mangktatanakul.

1041 Interview with Jitkuntivong. According to TRIPs Article 50 (6), the said period of time may be extend to not to

exceed 20 working days or 31 calendar days, whichever is the longer.

1042 See TRIPs Article 50(6). This Article requires members to apply this compulsory period to both interim

injunctions and orders to preserve evidence in advance.

1043 Section 28 para.1 of the Act for the Establishment of and Procedure for Intellectual Property and International

Trade Court B.E2539.

1044 Interview with J.Vitural

1045 See the Civil Procedure Code Section 101.
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new measure is sought in order to seize or attach documents or materials in

advance. 1046 Subject to this intention, the applicant may be in no hurry to institute his

case. Then, the prospective defendant might be placed in a dissatisfactory situation,

because his documents or materials have been seized or attached for a long time.1047

Moreover, the applicant may use this measure as a device to gain access to the

documents of his business rival.

The principle of provisional measures per se is also obscure. At present, there is an

opinion that the infringement of intellectual property rights should be regarded as a civil

conflict, rather than an actual crime. 1048 Therefore, criminal sanctions should be used

only in serious cases, inter alia, infringements which relate to the public health.

Arguably, interim injunctions are introduced because the other cMl remedies are not so

effective.1049

This concept seems to be acceptable. It also conforms to the concept that

intellectual property is private property. The owners, therefore, should protect their own

rights and litigate the case by themselves. It seems that, in many countries, civil

remedies have been sought more often than criminal ones.

However, it may be argued that intellectual property rights' owners, generally, apply

for civil remedies because this way is easier than seeking criminal sanctions. 105° In a

criminal case, for instance, a plaintiff has to prove beyond reasonable doubt that the

1046 Lecture of J.Pakditanakul.

1041 However, the judge may provide conditions he deems appropnate to protect the prospective defendant. See the

Act for the Estabkshment of and Procedure for Intellectual Property and International Trade 	 8.E2539 Section 29

para.1

1048 Interview with Rattanasuwan.

1049 Interview with J.Ariyanantaka.

1050 Interview with Mangklatanakul.
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right has been infringed, and an offender has committed such an infringement. 105 1 On

the contrary, a plaintiff has to prove only what he claims in order to win his civil Case and

the degree of beyond reasonable doubt is hardly imposed.

6.4.3 ARE CRIMINAL SANCTiONS MORE APPROPRIATE THAN THESE MEASURES?

It seems that, according to the lawyers, criminal sanctions are preferable to civil

remedies.1052 This suggestion is perhaps supported by the statistics shown in the

above Figures. (See the Figures 5-8) Civil cases were far outnumbered by criminal

cases every year. This may be because criminal sanctions are so effective when they

are enforced, particularly when an infringer is punished by imprisonment 1053 The

infringer wifi be detained, while other persons may be deterred by the effect of the said

punishment.

Furthermore, temporary remedies under criminal litigation may be sought more easily

than those under civil ones , 1OM especially when they are sought outside Bangkok.

According to the Rules for Intellectual Property and International Trade Cases B.E.2540,

in a case where an application has been sought outside Bangkok, the provincial court

has to dispatch the said application to the Central Intellectual Property and International

Trade court without delay. 1055 Indeed, the law also states that communication between

1051 The Criminal Procedure Code Section 227 para.1.

1052 Interview with Jttkuntivong. There is also an opinion that, due to the copynght law, an intetectual property iights'

owner is supposed to institute his criminal case to achieve compensation, from the fines. The remaining damages,

therefore, will be covered through a civil litigation later. See P. Punchanavanit. me Asoects of the Assessment of

Da gesjncgpyright Infringement (LLM. Thesis, Chulalongkom University, 1988) p.85.

1053 Interview with Chantarasak

1054 Interview with UttasarL

1055 Rule 44.
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these Courts should be conveyed via electronic medium in order to ensure

expediency. 1056 It has to be accepted that this process still takes lime, particularly

when the court decides to make an enquiry.

On the other hand, if an intellectual property rights' owner chooses to litigate a

criminal case (by not applying for provisional measures) and requests the police to

investigate his case, he is able to do it at once. 1057 The police are also empowered to

seize or attach any documents or materials as evidence. 10 In addition, a prospective

defendant may be arrested if he is reasonably suspected of having committed an

infringement, or he has no fixed place of residence. 1059 This will bar the prospective

defendant from committing an infringement

To some extent, criminal sanctions may not be sought as easily as civil remedies.

Local police may not have enough experience in investigating these complicated

infringements. 1060 As a result, it is likely that the police may be reluctant to proceed

with the investigation. 1061 Furthermore, the police may not want to investigate the case

since they feel that they are being used (by intellectual property rights' owners) merely

to force the infringers to comply with intellectual property rights' owners' demands. If this

1056 Rule 5.

1057 Interview with Uttasart. According to the Criminal Procedure Code Section 18, the police are empowered to hold

an quIry within their territorial jurisdiction.

1058 The Criminal Procedure Code Section 69(1).

1059 The Criminal Procedure Code Section 66(1).

1060 Chutiwongse K, Problems of Foreign Copyright in Thailand,' in 	 LRe rt1997 (Bangkok Asom Thai

1997) p.69.

1061 Interview with uttaa
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business interest can be secured through cMI remedies, the police may save their time

to deal with other criminal cases.1062

In addition, criminal sanctions have been sought for a long time. Lawyers are

perhaps accustomed to the criminal process. In contrast, they are unfamiliar with

provisional measures. Unless lawyers can be persuaded as to the clear advantages (if

provisional measures, it seems that they will prefer criminal sanctions to provisional

measures.1063

6.4.4 JUDICIAL AlTITUDE REGARDING PROVISIONAL MEASURES

The other reason that dissuades lawyers from applying for provisional measures is

the judicial attitude. It seems that lawyers are not so confident whether the judge will

grant provisional measures. In other words, they are afraid that the judge may restrict

the use of these measures for certain cases, and subsequently a lot of evidence may be

required.1064 The lawyers, inevitably, will be under pressure (trying to win the order). As

a result, they may simply refuse to seek provisional measures.

Besides, many feel that the courts do not take infringement of intellectual property

rights, in both civil and criminal cases, seriously. It has been argued that the

punishments are often too lenient to deter infnngers. 1065 Arguably, the courts may not

intend to enforce provisional measures, particularly interim injunctions which are

regarded as severe, to remedy intellectual property rights' owners.

1062 Chutiwongse. op.cit. p.69.

1063 Interview with Mangklatanakul.

1064 It has been argued that public prosecutors require additional evidence since the courts seem to be strict on the

cases. See Chutiwongse. op.cit. p.68.

1065 See 1998 Investment Climate Statement for Thailand op.cit. p.6.

260



This is true partly because, even in society, infringements of intellectual property

rights are not regarded as serious crimes, and sometimes have been listed as tow

priority. 1066 As a result, an infringer will not be punished severely.1067

Although punishments have been dramatically increased, this change mainly

concerns the amount of fines. 1068 This change may support the opinion that the

punishment by high fines is more favourable than imprisonment.1069 Consequently, the

infringers in Thailand have rarely been imprisoned.

Additionally, the issue of seriousness may depend on the individual's viewpoint.

Whereas some may feel that imprisonment is appropriate for such an infringement,

others may agree that this type of punishment can be substituted by a heavy fine.1070

The amount of fine provided in intellectual property law, at present, is regarded, by Thai

society, as severe.1011

6.5 IS THERE ANEED FOR MORE PARTICIPATION FROM JUDGES?

This question, in fact, is about the role of the court in protecting intellectual property

rights' owners. From the study, the court has a vital part in enforcing provisional

measures. There are several issues which, up until now, depend on judicial

1066 See Chutiwongse. op.cif . p.68.

1067 Interview with J.Viturat

1068 For example, the amount of fines has been increased from the maximum of 200.000 Baht (5,000 Pounds) to

800.000 6aht (20,000 Pounds) for copyright infringement with commercial purpose. See the Copyright Act B.E2537

Section 69 para.2.

1069 Interview with J.VituraL See also S. Narkvichien. "The Sentencing Discretion in IP Cases." IhLP & IT Law Forum

cial Issue 2000 Third Anniversary (December, 2000) p.325.

1070 Interview with J.Viturat

1071 Interview with Chantarasak.
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discretiori. 1 072 It is assumed that, unless provisional measures are enforced efficiently,

intellectual property rights' owners will not be protected appropriately.

This Study focuses on qualifications of judges, their attitudes, and their roles

regarding remedial measures, particularly provisional measures. It should be noted,

beforehand, that this study cannot indicate directly whether provisional measures will be

effectively enforced in the future. Nevertheless, it is expected to reveal, to some extent,

whether provisional measures will be utilisedin a positive manner. The result of the study

will, therefore, benefit intellectual property rights' owners and the society as a whole. On

the one hand, it will help find flaws, if any, in these measures. Such mistakes will be

amended. On the other hand, it will encourage lawyers' confidence in applying for

provisional measures.

6.5.1 JUDICIAL QUALIFICATIONS

This issue is crucial since it can ensure whether these judges are suited to hearing

intellectual property cases. At the same time, it will ascertain whether provisional

measures will be determined appropriately and in the same way as those examined in

other countries. That is why the special court is needed and specific qualifications of

judges are required.

Even though the Central Intellectual Property and International Trade Court is

regarded as the Court of First Instance, the judges in this court are more senior than

other judges in ordinary courts in the first level. This is because this is a special court

and intellectual property cases can be appealled directly to the Supreme Court.

1072	 ctiapter 5.
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Therefore, the judges in this court are as senior as those in the courts of appeals.1073

Subsequently, these judges are likely to be more experienced, and understand about

intellectual property issues.1074

At present, judicial authorities are classified into nine levels. 1075 The first level is

judge trainees. 1076 After judge trainees are appointed to be judges, they will work as

judges in the provincial courts. This position is for levels 2 - 3,1077 Later, they will be

promoted to become judges in the Courts of First Instance in Bangkok or chief justices

in the provincial courts. 1078 They stay in levels 4 - 5. After that, they will be promoted to

levels 5 - 6 as judges in the Courts of Appeals, 1079 and subsequently to levels 6 - 7 as

Supreme Court judges. 108° Level 8 is for the Chief Justices in the Courts of Appeals

and the Vice Presidents of the Supreme Court. The last level is for only one position, the

President of the Supreme Court.1081

The study illustrates that the present judges contain high qualifications. All of them

have a first degree in law and are banisters-at-law. 1082 Furthermore, over 80 % have a

1073 See the Ministry of Justice Regulation No.23 (B.E2540) The Royal Gazelle Vol.114. No.40a, August 27. 1997.

p.50. However, there are many judges who work in this court, who are not as senior as the judge of the Court of

Appeals. They may be selected to work in this court because of their other qualifications.

1074 See Section 14 of the Act for Establishment and Procedure of Intellectual Property and International Trade Court

B. E2539

1075 The Judicial Officials Act B.E2543 Section 13.

1076 The Judicial Officials Act B.E.2543 Section 13 (3) (d).

1077 The Judicial Officials Act B. E.2543 Section 13 (3) (b) (c).

1078 The Judicial Officials Act B.E.2543 Section 13 (a).

1079 The Judicial Officials Act B.E.2543 Section 13 (2) (a) (b).

1080 The Judicial Officials Act B.E2543 Section 13 (1) (b).

1081 The Judicial Officials Act B.E.2543 Section 13 (1) (a).

1082 The Judicial Officials Act B.E.2543 Section 27 (1). (2).
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second degree in law. 1083 Among them, more than 70 % graduated from abroaci.lO84

In addition, there are some judges who also have degrees in other fields.1085

Statistics cannot guarantee that these judges are the experts in intellectual property

law.1086 Nevertheless, they illustrate that most of these judges have knowledge of

domestic and the other countries' law or international law. As a result, they should realize

the concept of the said law. This will help them to understand why domestic law is

different from others.

It is the responsibility of the Judicial Training Institute to provide intellectual property

information to judges. Recently, several seminars and training courses were held to

ascertain whether the judges had gained knowledge of intellectual property law. (See

the Figures 9-11)

Year	 Number of judges attending

1984:1	 66

1984:11	 60

1985	 150

1986	 53

Total	 329

Figure 9 Number of judges attending the seminars concerning the laws of trade marks, patent, and

copyright.

1083 See Table 3 in the Appendix H.

1084 see Table 3 in the Appendix II.

1085 See Table 3 in the Appendix II.

1086 Since the Central Intellectual Property and International Trade Court deals with both intellectual property and

international trade law, some of the judges may be experts in the latter.
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Year	 Number of judges attending

1988	 170

1989	 35

1992	 30

1995	 46

1996	 58

1997	 .80

Total	 419

Figure 10 Number of judges attending the seminars concerning inteflectual properly law.

Year	 Number of judges attending

1988	 60

1989	 60

1990	 62

1991	 60

Total	 242

Figure 11 Number of judges attending the training courses concerning intellectual property law.

From this study, most of the judges in the Central Intellectual Property and

International Trade Court know about intellectual property Law. They have studied,

trained, observed, or attended intellectual property courseslO87 Among them, a third

1087 See Table 4 in the Appendix II.
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responded that they have studied, trained, observed, or attended the said courses

abroad.1088

In addition, these judges have very good records of experience. According to the

law, all of them must have legal experience before beginning a judicial career; 1089 they

have to spend at least one year working as judge trainees." 090 Even though around 40

% accepted that they had had less than two years legal experience before beginning

their judicial careers,1091 these judges responded that they had already worked as

judges for more than ten years. 1092 In fact over three quarters of the judges have had

more than ten years judicial experience.1093

These judges also have experience in intellectual property cases. Most of them have

tried several intellectual property cases. 1094 It should be noted that the number of

intellectual property cases include both civil and criminal cases. Due to the

disproportion between civil and criminal cases concerning intellectual property law, it

may be assumed that these judges have dealt with more criminal cases than civil ones.

According to information from the Courts of First Instance, it would appear that no

one has ever dealt with provisional measures. Since this issue has been repeatedly

checked from time to time, it seems to ascertain that, up until now, there has been no

1088 See Table 5 In the Appendix II.

1089 The Judicial Officials Act 8E.2543 Section 27 (3).

1090 The Judicial Officials Act B.E.2543 Section 15 para. 1.

1091 See Table 7 in the Appendix II.

1092 These judges are respondents no.4. 7. 8. 10, 14. 15, and 18.

1093 See Table 8 in the Appendix II.

1094 See Table 9 in the Appendix II.
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report of an application for provisional measures. 1 095 However, there are a few judges

who responded that they had dealt with provisional measures in several cases. 1 096 l is

possible that, due to the literal meaning, they may have misunderstood provisional

measures as referring to measures under the Act of Arrest of Seagoing Ships

B. E.2534. 1097

Subject to the issue of qualification, there are two aspects to be noted. One concerns

gender. The other is age. The Constitution clearly states that mate and female must be

equal. 1098 In practice, sexual discrimination has never been reported in appointing

judicial authorities. This is because judges have been recruited mainly through the

process of examination. 1099 As a result, qualified persons can apply for judicial

examinations, regardless of gender. Subsequently, promotion depends mainly on the

experience and seniority of judges.110°

It is true that only three out of twenty two judges in the Central Intellectual Property

and International Trade Court are female. However, this disproportion between male and

female is not peculiar when considering the total number of male and female judges in

Thailand. It appears that male judges outnumber female judges in the ratio of

approximately 6: 1. (See the Figure 12)

1095 This was information while making a research. At present, there has been a few cases concerning this issue. For

instance, see the Courfs order no.112542 (1999).

1096 See Table 10 in the Appendix II.

1097 After questionnaires were collected, several judges were asked and some of them revealed that provisional

measures can be understood as measures under the Act of Arrest of Seagoing Ships B.E2534. No one insisted that

they had ever dealt with privisional measures.

1098 Section 30 para.2 of the Constitution B.E. 2540. The Royal Gazette Vol.114, no.55a. October 11,1997.

1099 The Judicial Officials Act B.E2543 Section 14.

1100 The Judicial Officials Act B.E.2543 Sections 20, 31.
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Male	 Female	 Total

Judges	 1,878	 395	 2,273

Judge trainee	 111	 32	 143

Total	 1,989	 427	 2,416

Eigi.ire.12 Number of male and female judges and judge trainees (June 29, 1998).

This disproportionate ratio is not abnormal in other countries either. In England, for

instance, it has been reported that the twelve law lords are all men. 1101 There is only

one female Lord Justice of Appeal from a total of thirty five, and only seven of the ninety

six High Court judges are women.UO2

Although senior English judges agreed that this proportion should be changed, they

found nothing wrong concerning the judicial selection system. 03 In addition. Lord

Mackay, then Lord Chancellor, was reported as saying that it would be wrong to set

quotas for the number of women. 1 °4 Instead, he was prepared to encourage all

applicants and treat them fairly on their merits.°5

1101 See 'Woolf Proposes Fast Track to Judicial Equality." The 1mes (Monday) April 14, 1997. p.6.

1102 Ibid.

1103 Ibid However, there is a proposal to create a Judicial Appointment Commission in order to change the system

of choosing judges. See F. Gibb. 'Public to Help in Choosing Judges,' The Times (Tuesday) May 27, 1997. p.1. See

also J. Sherman, Labour Wants League Table of Bad Judges.' The Times (Tuesday) May 16. 1995. p.1.

1104 F. Gibb, 'Mackay Modemises Judicial Selection to Encourage Women," The Times (Monday) April 10,1995. p.7.

Ibid.
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For the issue of age, the law requires that a person who applies for a judicial

examination must be not less than twenty five years old. 1106 After that, he can work as a

judge until his retirement. In general, a civil servant relires at sixty years old. 1107 The

Constitution, however, prolongs the term of judicial retirement for ten more years.1108

As a result, a judge nowadays may retire at seventy years old.

This study finds that a half of the judges in this court are between forty to fifty years

old, 1 '°9 whereas a third are less than forty years old. 10 Only around 15 % are aged

over fifty. 1	It can be assumed that these judges are mature enough in dealing with

complicated cases like intellectual property cases. At the same time, they can work in

this court fora certain penod of time.1112

Furthermore, it may be challenged that, considering their age, these judges are

flexible enough to adjust themselves to sophisticated technology. This aspect is

important since, generally, judges are regarded as conservative and not prepared for

sudden changes. 13 Arguably, senior judges may need more time than younger ones

1106 The Judicial Officials Act B.E2521 Section 27(3).

1107 The Pension Act B.E.2494 Section 13. The Royal Gazette (Special) Vol.68. No.24, April 11, 1951. p.1.

1108 Section 334 (2).

1109 See Table 2 in the Appendix II.

1110 Ibid. Among them, the respondents nos.4.6. and 10 reveal that they have worked as a judiciary for between 10 -

20 years. Therefore, it may be assumed that they are at least 35 years old.

1111 See Table 2 in the Appendix II.

1112 Senior judges will be eligible to be promoted as Supreme Court judges after they are 50 years old. Indeed, it is

up to other conditions too.

1113 Many judges imply their conservative view. For instance, one supports the preservation of the traditional

decoration of the court room. See S. Dhammasak, 'The Structure of the Court Room According to an Academic

Principle," 103 Years of the Ministry of Justice (Bangkok: Ministry of Justice. 1995) pp.4-9. Moreover, another

suggests that 'conservatism has always been a feature of the law and the judicial process'. See E Thomas. A Return

to Principle in Judicial Reasoning and an Acclamation of Judicial Autonomy (Palmerston : Stylex Print. 1993) p.1.
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to adapt their attitudes to different circumstances. Consequently, the present judges

may be able to work efficiently from the date the court was established.

6.5.2 JUDICIAL A11]TUDE

This stage concerns the judicial attitude. It will examine how judges consider

provisional measures, and intellectual property as a whole. This study is significant since

it appears that there are still several aspects of provisional measures, particularly interim

injunctions, which depend on judicial discretion. It is still unclear whether provisional

measures will be enforced frequently, even though the judges are well informed

regarding intellectual property law and provisional measures because they may be

reluctant to enforce provisional measures in some cases due to their own personal

attitudes. Consequently, an effective remedy through provisional measures should

perhaps not be expected.

This step is beyond the point of right or wrong. It concerns an individual's opinion. It

seems to depend on whether a decision is 'acceptable' or not. If there is a mistake when

a judge makes his decision, the party may appeal such a decision to the higher court. It

is unlikely, however, that the said party can appeal an exercise of judicial discretion

which is against his desire. Unless this attitude is 'acceptable', it may discourage the

appropriateness and the effectiveness of law enforcement.

Regarding their opinion as to the aim of intellectual property law, the judges consider

that the most important aim is to protect intellectual property rights' owners.1114

According to the study, it is also revealed that the judges are concerned about the

ill4 See Tablell intheAppendixil.
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creation of intellectual property nglits per se • 1115 It appears that the owners of

intellectual property rights, at present, are under focus of the law. 1 ' 16 However, it cannot

be concluded that judges will protect private interest more than the public interest

This is because their attitude was not united when they responded to the question

whether 'intellectual property is private property like normal commercial property'.

Merely 27 % agreed that intellectual property is private property, 1117 Therefore, it may

be assumed that the others will not protect intellectual property to the same level as

ordinary commercial property.

In fact, this seems to conform with the concept which exists in several Asian

countries, as discussed in Chapter Two. The concept of 'private property' for intellectual

property is unlikely to be popular among judges. This attitude may not contrast greatly

with their opinion of protecting intellectual property rights' owners. This is perhaps

because these judges are well educated and know the principles of intellectual property

law, while they may not totally support the concept of private property. The study also

illustrates that the purpose of intellectual property law to conform with other countries'

laws is selected as the fifth out of seven choices. 1118 Therefore, the aim to protect

intellectual property rights' owners may be chosen because of the influence of

international obligation.

1115 Ibid.

1116 In the past, it seems that intellectual property rights' owners were not the main focus of protection. For this

discussion, see Chapter 4 section Copyright. At present, according to the judges, the most important aim of

intellectual property law is to protect intellectual property rights' owners. The second one is to recognize the person

who creates the work.

1117 See Table 31 in the Appendix II.

1118 See Table 11 in the Appendix II. Some of them chose this choice as the most important aim of intellectual

property law. See the questionnaires nos.8, 10, 12, and 17.
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Secondly, the study shows that the judges believe that provisional measures are

efficient in remedying intellectual property rights' owners. 1119 All of them agree with the

effectiveness of provisional measures. Among them, nearly one fourth responded that

they strongly agree with these measures' effectiveness. Arguably1 the Judges imply that

they do not fully support the other remedial measures. Of the eighteen respondents,

over 80 % do not agree that intellectual property rights' owners were already well

protected before provisional measures came into force. 1'20 Moreover, they do not

believe that the improvement of the trial, by speeding up the process, can replace

provisional measures. 1121 Only 5 % agree with the speed-up trialY 22 As a result,

provisional measures are regarded as the most appropriate measure for protecting

intellectual property rights' owners.1123 This positive attitude seems to be good news

for intellectual property rights' owners.

Interestingly, criminal sanctions are placed in fourth position of the Table. 1124 This

result appears to be different from the opinions of several lawyers. 1125 Nevertheless, it

may possibly indicate that the judges view the issue of intellectual property rights

infringement as a civil conflict, rather than a crime. Thus, they believe that civil remedies

such as provisional measures, damages, or injunctions pending judgments are more

1119 See Table 27 in the Appendix II.

1120 See Table 26 in the Appendix II.

1121 See Table 28 in the Appendix II.

1122 Ibid.

1123 See Table 12 in the Appendix II.

1124 Ibid.

1125 Interview with Chantarasak, Jitkuntivong. Mangklatanakul. From the lawyers' point of view. cnminal sanctions are

the most effective measures in remedying intellctual property dghts owners.
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suitable measures in remedy intellectual property rights' owners than criminal

sanctions. 1 126

Thirdly, it concerns the judges' confidence in provisional measures. In general, it

seems that the judges agree that the process of enforcing provisional measures are

better than the current trial procedure, both civil and criminal, in several aspects, such

as in protecting intellectual property rights' owners, providing justice for society as a

whole, and the process of trial. All of them concur that the owners will receive the better

protection. 1 " 27 Among them, nearly a half believe that these measures are far better

than the present procedure in protecting intellectual property rights' owners.1128

They also have a positive attitude that society will receive benefit from these

measures. Two thirds agree with provisional measures, while the rest find no difference

between these measures and the current trial procedure, in providing justice for society

as a whole. 1129 Additionally, regarding the trial process, more than 75 % view

provisional measures as better than the current trial procedure, whereas the remainder

saw no difference.U30

In the case of the protection of a prospective defendant, however, only a third

recognize the benefit of provisional measures. 1131 More than 20 % of respondents

disagree that provisional measures are better than cun-ent trial procedures) 32 In this

1126 These choices are selected as the first, second, and third respectively.

1127 See Table 13 in the Appendix II.

1128 Ibid.

1129 See Table 15 in the Appendix II.

1130 See Table 19 in the Appendix II.

1131 5ee Table 14 in theAppendix II.

1132/bjd.
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respect, moreover, they do not find much difference between the current trial procedure

and provisional measures in preventing errors from occurring during enforcement.1133

In addition, it can be argued that nearly a half do not have a positive attitude regarding

provisional measures in the issues of speed ortimeliness, 113 and costs.1135

Next, there is a question as to whether provisional measures will be enforced to

remedy intellectual property rights' owners. According to the major aim of intellectual

property law, it is likely that the judges will enforce these measures to protect intellectual

property rights' owners. Furthermore, it seems that the judges will not allow intellectual

property rights to be infringed. This argument is supported by the judicial opinion

regarding the interpretation of the condition of balance of convenience. More than 70 %

are not convinced that intellectual property rights may be allowed to be infringed if the

other party's hami, caused by the protection, outweighs the damage.U36

Consequently, this affects the level of protection offered by provisional measures. As

discussed above, the judges may not fully remedy intellectual property rights' owners,

particularly when they perceive it to be against the public interest. For instance, the

condition of irreparable harm is considered as the condition for limiting the use of interim

injunctions. 1137 Half of them admit that interim injunctions cannot be sought as long as

the prospective defendant can compensate or the execution is not difficult.1138

1133 See Table 16 in the Appendix II.

1134 See Table 17 in the Appendix II.

1135 See Table 18 in the Appendix It.

1136 See Table 40 in the Appendix II.

1131 See Table 38 in the Appendix II.

1138 See Table 39 in the Appendix It.
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It is likely that the judges will enforce provisional measures with care. All of them

admit that intellectual property nghts' owners are the group of persons who benefit from

these measures. 1139 in contrast, less than 40 % feel that society will benefit from

provisional measures.114° Additionally, less than a half think that domestic owners of

businesses relating to intellectual property will get benefits from the said

measures.1141

It should be noted that over three quarters believe that foreign intellectual property

rights' owners get a lot of benefits from provisional measUfes 42 whereas less than a

half agree in the same degree for domestic ones. 43 This attitude is remarkable since

it implicitly reveals that the judges do not feel that domestic intellectual property rights'

owners achieve this privilege at the same level as foreign ones. To some extent, this

conforms to the suggestion, as discussed in Chapter Four, that intellectual property law

in Thailand has probably been amended to comply with TRIPs. Therefore, it aims to

provide protection for 'foreigners'. If this is true, it may inevitably affect the way judicial

discretion is exercised.

The number of both foreign and domestic intellectual property rights' owners in

Thailand have been collected by the Department of Intellectual Property. However, only

statistics of registered rights, namely trade marks and patents, have been gathered.

There are no clear statistics for copyright owners. From the figures, it appears that the

1139 See Tables 20. 21 in the Appendix U.

1140 See Table 22 in the Appendix II.

1141 See Table 24 in the Appendix II.

1142 See Table 20 in the Appendix 11.

1143 See Tabe 21 in the Appendix II.
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number of foreign and domestic trade marks' owners are rather similar, while the

domestic patents' owners are outnumbered by the foreign ones. (See the Figures 13-14)

Year	 Thai	 Foreign	 Total

1992	 4,376	 3,780	 8,156

1993	 4,562	 3,585	 8,147

1994	 7,101	 5,902	 13,003

1995	 6,173	 6,120	 12,293

1996	 4,546	 5,382	 9,928

1997	 3,614	 4,543	 8,157

Total	 30,372	 29,312	 59,684

Figure 13 Number of registered trade marksY'

1144 see Department of Intellectual Property. Annual Report 1991.op.cit. p.l02.
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Year	 Thai	 Foreign	 Total

1992	 83	 303	 386

1993	 92	 359	 451

1994	 62	 612	 674

1995	 101	 681	 782

1996	 186	 1.169	 1,355

1997	 198	 933	 1,131

Total	 722	 4,057	 4,779

Figure 14 Number of granted patents.1145

According to these figures, judges may be reluctant to bind themselves strictly to the

purpose of intellectual property law, i.e. to protect intellectual property rights' owners,

when granting provisional measures. It is not because of an intense bias against foreign

owners. It is possibly because judges may decide to keep private and public interests in

balance. At present, concrete proof has still been required to show that Thai society

would benefit from strict protection for intellectual property rights' owners. In this case,

domestic owners of inteltectual property rights are inevitable sacrificed and cannot

achieve appropriate protection as they also expect. This idea may arguably be

1145 See Departn,entof Intellectual Property. Annual Reøort 1997.op.cit. p.110.
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supported by a result of the study that one third of judges disagree that the aim of

intellectual property law may influence judicial discretion when considering applications

for the said measures. 1146 As a result, several elements may be considered when

deciding whether or not to grant these measures.

Finally, the judicial attitude will be examined regarding the issue of conditions in

granting interim injunctions. It is noteworthy that the three conditions required by law are

chosen by the judges as the most appropriate conditions to be used in considering an

application for interim injunctions. 1147 They are the conditions of sufficient ground to

apply for an order, irreparable harm, and balance of convenience. However, the

sequence of these top three conditions are not the same as those stated in the

law. 1148 The condition of balance of convenience seems to be more significant than the

condition of irreparable harm.

In addition, the condition of the amount of disputed compensation is selected as

fourth place in the Table. 1149 This may be because, normally, this condition has been

examined in civil cases to ensure the courts jurisdiction. In general, the Kwang court

can adjudicate a civil case where the amount of disputed compensation is not more than

40,000 Baht(1,000 Pounds), 115° whereas the provincial court's jurisdiction is not limited

by the amount of disputed compensation- The judges may be accustomed to this

condition and regard it as an appropriate condition in considering the issue.

1146 See Table 34 in the Appendix H.

1147 5ee Table 25 in the Appendix II.

1146 pute 12.

1149 See Table 25 in the Appendix II.

1150 The Judicature Act Secbon 24 (4).
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On the contrary, the judges do not pay much attention to the condition of the

likelihood of success. This condition is placed second from bottom in the Table. 1 151

fact, this condition seems to be helpful particularly when the condition of balance of

convenience is scnjtinized. U52 According to the study, this condition is probably less

important when an application is examined. The judges may not want to be influenced

by the anticipated result of a case.

6.5.3 THE JUDGES' QUALIFICATIONS AND ThEIR AlTITUDE

The next question is whether the judges' qualifications affect their opinion regarding

the issue of provisional measures. From the study, there are several significant

qualifications of the judges, such as gender, age, education, and experience. It will be•

helpful in the future if the study can find out whether judicial attitudes are influenced by

certain types of the qualifications.

According to the characteristic of gender, however, there seems to be no difference

between the opinions of male and female judges. When considering the attitude of

female judges, they share the only critical opinion which is rather different from the

majonty. They choose damages as the most appropriate measure in protecting

intellectual property rights' owners. 53 Moreover, it a ppears that female judges do not

recognize how significant provisional measures are.1154

1151 See Table 25 in the Appendix II.

1152 See the American Cyanamid case. Per Lord Diplock.

1153 There are three female judges in this Court. All of them have a second degree in law from abroad. They

answered the questionnaires numbers 3, 4, and 10. They are three out of the six judges who selected damages as the

most appropriate measure.

1154 They place provisional measures in the middle of Table 11 in the Appendix II.
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In general, there is no clear difference in attitude among judges of different ages

either. From the study, out of eighteen respondents, 33 % are judges who are under

forty years old, 50 % are between forty and fifty years old, and around 15 % are over fifty

years old. They share similar opinions in several issues. A notable difference concerns

the question whether an applicant can apply for interim injunctions, notwithstanding that

the infringer is unidentified. 1155 Neatly a half of the judges disagree with this idea. All

those judges who are over fifty years old are among this group.1156

The results are the same when considering the qualifications of education and

experience. Those judges who share the same qualifications responded to one set of

questions similarly, however, differently for the others. It should be remarked,

nevertheless, that the judges with less experience share a similar attitude in considering

interim injunctions. 57 They are among 40 % of judges who disagree that interim

injunctions must be sought ex parte , 1158 and neatly 50 % who agree with the reverse

interpretation of irreparable harrn.59

Consequently, it is difficult to summarize whether judicial qualifications affect their

attitude. This may be because their qualifications are not particularly different. All of

them graduated from Universities in Thailand for their first degree, and passed the

Barrister examination. During the period of judge traineeship, they attended traditional

training courses. As a result, they may have similar attitudes.

1155 See Table 30 in the Appendix II.

1155 They are judges who tilled the questionnaires numbers 5, 13. and 18.

1157 There are two judges who had less than five years experience before commencing a judicial career, and have

worked as judges less than ten years. They are the judges who filled the questionnaires numbers 1 and 9.

1158 See Table 37 in the Appendix II.

1159 See Table 39 in the Appendix II.
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6.5.4 THE JUDICIAL ROLE

The last aspect to be considered is the role of the judges in the Central Intellectual

Property and International Trade Court This is to find out the role of the judges in

remedying intellectual property rights' owners. If the judges do not think that this is their

major role and limit their role to protecting intellectual property rights' owners, remedial

measures may not be enforced fruitfully. They may be indulgent and allow the parties to

proceed with their cases. In addition, the time and cost during the trial, perhaps, will be

wasted. For instance, the judges may decide to make an enquiry for an application,

either ex parte or inter parte , and the process of granting provisional measures will be

delayed.

Normally, the judge is empowered to seek the facts, particularly in a criminal

case. 116° This idea is found in the Criminal Procedure Code. The law states that during

the trial, the court may, of its own motion or upon the request of a party, take additional

evidence. 1161 Therefore, the judge is allowed to play his role in finding the truth. In

addition, the court is also empowered to demand the file of an inquiry from a public

prosecutor for cons ideration in deciding the case, after the public prosecutor has

adduced his evidence.1162

160 
It has been argued that the judge, especially in an acquisitorial system, will examine, evaluate, and weigh all

relevant evidence in order to reach an accurate determination of the issues. See W. Pizzi. "Crime Victims in German

Courtrooms : A Comparative Perspective on American Problems," Stanford Journal of International Law 32(1996) p.

44.

1161 Section 228. See, for example. the Supreme Courts judgments nos. 1901/2521 (1978), 686/2523(1980),

3122/2523 (1980).

1162 The Criminal Procedure Code Section 175.
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However, it seems that the judge is not so active in this role. Sometime s, he has been

criticized for applying the concept of a civil case to a criminal one.1163 In civil cases,

the judge seems to be indulgent and leave the parties to present the facts in the case.

As a result, the role of finding the truth is limited by the judge himself.

Moreover, the judge may scale down his role because he regards himself as merely

an interpreter of the code. This appears to be the result of the rigid distinction between

the Legislative, Executive, and Judiciary embodied in the notion of separation of

powers.1164 As a result, the judge may not exercise his discretion fruitfully (since he

may be wary of encroaching on the territory of the Legislature and/or the Executive).

Additionally, the judge may limit his discretion with precedent Even though the court

is not required by law to follow a precedent, he is prone to follow decisions of the

Supreme Court which contained similar facts.'65

Furthermore, the active role may be limited by worry about errors which may occur

during the process. It is hard to deny that there are a few errors in the trial, no matter

how careful the judges are . U 66 Therefore, the judge may hesitate to initiate any action if

there is a chance that the said action will cause any error. The judge may choose to

1163 See K. Na Nakom K, The Criminal Procedure Code (Bangkok: Netitham. 1986) p.4. Also S. Likkasitvattanakul,

Crirninal Justice Process in Thailand : Some Aspects and Resolutions.' DooIapa' 43(1996) p.8.

1164 See V. Muntarbhon. Judicial Approach in French and English Law.' Chulalongkom Law Jtrn .l Special Issue.

1980. p.41.

1165 Interview with J.Thanomrod.

1186 It may be expected that the judges will not limit their roles in granting provisional measures primarily because of

this worry. From the study, over 27 % suggest that these measures are better than the present procedure in

preventing errors from occurring during enforcement 44 % find no difference, while 22 % are still doubtful and feel

that provisional measures are even worse (than the present procedure) in preventing errors from occurring during

enforcement See Table 16 in the Appendix II.
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follow the routine act instead. Justice may not be denied, however it is likely that justice

will be delayed.

In practice, the judge has been required to play a more active role in the trial.1167

The concept of the trial manager has been discussed, for instance, in England. 1168 This

means that the judge Will be urged to take control over litigation. He will be empowered

to set a deadline for a trial, cut short the speeches, and require the documents to be

submilled on time. 1169 Subsequently, the judge will determine the pace and intensity of

litigation, rather than leaving the trial to the lawyers. 117° As a result, the judge has to

decide how a case should be tried. In addition, the judge may be able to issue

'appropriate orders for costs' against a lawyer who delays the case.1171

This change may not happen abruptly. In fact, this proposal has been opposed by

some lawyers.1172 Also, it has been argued that some judges may find the change

'bewildering'. 1173 Nevertheless, this proposal can be regarded as a cornerstone of law

enforcement. It will allow the judge to guide the trial in the appropriate direction in order

to provide justice to society. In the case of intellectual property, the trial may be

speeded up, and provisional measures may not be needed.

1167 For example, Lord Lane was quoted as saying that. 'judges nowadays should more often stop counsel from

indulging in prolixity, unnecessary questions and repetition". See 'Lord Taylor's Proposals for the Civil Courts Are

Wise," TheJ]rns (Wednesday) January 25. 1995. p.15.

1168 See F. Gibb. "Judges Told to Deliver Cheap and Fast Justice," The limes (Saturday) June 17. 1995. p.5.

1169 See "Lord Taylor's Proposals for the Civil Courts Are Wise' op.cit. p.15.

1170 See A. Zuckerman. "Keeping the Woolf from the Door." fljimes (Monday) June 16. 1997. p.20.

1171 See "Taylor Orders Lawyers to Cut the Waffle" The limes (Wednesday) January 25. 1995. p.1.

1172 See F. Gibb, "Lawyers Challenge Taylor's Attempt to Speed Maeels of Justice," ThJirnes (Saturday) May 13.

1995. p.11.

1173 See "Lord Taylor's Proposalsforthe Civil CourtsAre Wise" op.cit. p.15.
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For the role of a trial manager, it seems that the judges in Thailand have already been

empowered to play this role. 1174 The law allows the judge to setile the disputed issues

to be tried and to fix the day of taking evidence. 1175 If the case is adjourned, according

to the request of any party, the court may order this party to pay fees to the witness and

the expenses of the other parties. 1176 Moreover, the court is also empowered to

commission another court of the first level to carry out the proceedings, on his

behalf. '77 This can be undertaken whenever the court deems appropriate and the

parties so agree. to ensure that the case will be tried without delay.

It appears, from the study, that judges agree that they should play an active role.

More than 80 % agree that the court has the role of maintaining justice in society.1178

This attitude will stimulate the judge to play an active role in seeking justice in these

cases. Therefore, the judges' role of finding the facts in the case seems significant,

rather than merely judging the case through the parties' evidence. Consequently, it may

be anticipated that the judicial power will be enforced more fruitfully. For instance, the

judge may summon the witness to the court when he deems appropriate) 179 In fact,

1174 See U. Nitimontn, 'Some Aspects on Judtciai Thai,' Doolapah 40(192) pp.46-64.

1175 The Civil Procedure Code Section 182 para.2.

1176 The Civil Procedure Code Section 40 para.2.

1177 The Civil Procedure Code Sections 16 para.2. 102.

1178 See Table 36 in the Appendix Ii.

1179 Rule 39 of the Rules for Intellectual Property and International Trade Cases B.E.2540 states that if the court

deems necessary in the interest of justice for additional evidence relating to any issue in a case, including documents

or materials possessed or under the care of a party, the court will, on its own motion, continue with the taking of

evidence, including calling any witness already adduced to testify again.
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the judges already have this power, however, they have chosen not to use it at

present.118°

To be more active, a judge should not bind himself strictly to the statutes. To maintain

justice Ifl Society, it is believed that both the statutes and the real meaning of justice

should be taken into consideration. AU the judges in the Central Intellectual Property and

International Trade Court seem to accept this idea. 1181 This may be because these

judges think that they have more roles than only interpreting the code since the statutes

alone cannot maintain justice in society. '182 This concept is not unfamiliar for them

because it has been inserted in several royal speeches given to the lawyers, such as:

The law per se is not justice. It is merely a method to provide and to maintain

justice in society. Therefore, the law must be enforced in order to maintain justice in

society, not to maintain the law as such. In addition, the aim of maintaining justice in

society should not be limited within the scope of the law. Morality and rationality should

also be taken into consideration.1183

According to the above concept, judges will be able to exercise their discretion more

flexibly, subject to the scope of the law. It ensures that the judge will be allowed to find a

suitable device for maintaining justice in society under the law. As a result, for instance,

an enquiry may be conducted if the judge deems it appropriate. This rationale may be

1180 There is an opinion that, in the case of an application for an injunction pending judgment, the judge may

summon an appticants witness (who the applicant decides not to hong to the court) as the cour1s witness for an

enquiry. See Kalkam. op.cit. p.181. Sataman. op.cit. p.74.

1181 See Table 35 in theAppendix II.

1182 This topic is widely discussed in P. Payutto. (Phradhampidok), Law in a Buddhist way (Bangkok: Buddhadhan,

Foundation. 1998).

1183 The Supreme Court, The Cerebration for the Oolden Jubilee on the Reion (Bangkok: Ministry of Justice. 1996)

p.71. It is a speech of His Majesty the King given to the Banisters-at-law, on October 29.1981.
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used to describe why, in the case of interim injunctions, the provision of an enquiry is not

required. To some extent, the said discretion may be acceptable if it is transparent, i.e.

the said discretion is reasonable and clearly explicable. 1 184

It seems true that this change is needed. However, it should be done carefully since

the change may affect the parties' rights of litigation. Consequently, the Rules for

Intellectual Property and International Trade Cases B.E.2540 were enacted, under the

judicial power, partly to make the law more flexible and allow the judge to exercise his

discretion appropriately. 1 185

This change will, perhaps, be significant in improving intellectual property law in the

future. Suitable precedents can be established through this role. Subsequently,

intellectual property law will be enforced appropriately. The law, namely the Rules of the

Intellectual Property and International Trade Court, can also be used as guidelines.

Then, an amendment of intellectual property law and the said rules, if so required in the

future, can be based on practical experience. Arguably, the changes will then conform

to the needs of society, which would be better than revising the law based primarily on

an international concept

This practice, i.e. the way to improve the law through the experience of society, will

benefit both individuals and the public as a whole. From an individual side, it seems that

intellectual property rights' owners wilt achieve 'enforcable' protection for their rights

since such protection will be enforced in the way which is accepted in society. In this

case, the authorities may hesitate less to give the protection to intellectual property

1184 See TRIPs Article 41(3).

1185 For instance, Rule 4 of the Rules for Intellectual Ptoperty and International Trade Cases B.E.2540 states that the

court, if it deems it appropriate so as to ensure convenience, expediency and fairness of the proceedings. may

conduct proceedings in accordance with the parties' agreement, unless the agreed proceedings are unlawful or

contrary to public order or good morals.
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rights' owners since they themselves may have already agreed that such protection is

required. From the public side, society will be confident and support the law since it

realizes that this law is needed and will be enforced in an 'acceptable' way. It has never

been ideal and will hardly be a success to enforce an 'imported' law in society,

especially by ignoring the needs of society. Lack of support from society, it is believed,

can easily deny the effectiveness of the law.

For the issue of provisional measures, the said active role will inevitably affect the

enforcement It is likely that the judges may support the enforcement of these measures

since they regard these measures as the most appropriate ones for protecting

intellectual property rights' owners. Moreover, they seem to prefer civil remedies to

criminal sanctions.

Judges may have to speak out publicly about the law as an additional role. It has

been suggested that making a judgment is not a judge's sole responsibility. 1186 He

should, outside the court, act as a law critic. By giving his shrewd opinion, the judge

may initiate sound practice for provisional measures. Then, it may be expected that

these measures, in the future, will be practical and appropriately enforced.

In England, for instance, judges have also been told to speak out and explain

policies. 1187 This, however, is not expected to be done too often. It has been argued

that the judges should have a role in the evolution and development of a sound legal

system in which the public can have confidence.

1186 See B. Suchiva. "A Justice Maker, QpgJpah 42(1995) p.10. This is a suggestion made by His Majesty the King

for the judiciary on the occasion of the Kings Birthday. December 5, 1980.

1187 See "Judge Told to Dispel Aloof Image' The Inde pendent April 16, 1996. p.6.
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However, it appears that the judge in Thailand prefers to 'speak out' through his

judgment to other channels. 1188 It is unusual for a judge to express his opinion

regarding specific issues in public. Moreover, the judges may be anxious about conflict

between the Judiciary and the other branches of power.1189

Speaking out through a judgment is unlikely to be a good way of giving the judicial

opinion to the public. Delay is a clear disadvantage. The judge has to wait for a case

concerning the issue to arise for him to adjudicate. The said case may never be

instituted. Furthermore, the judgments of the lower courts are not well circulated in

public, unlike the Supreme Court's judgments. Therefore, the public may regard it as

inconvenient to trace the judgments of each lower court by themselves.

Nevertheless, there is another route to speak out in public. The judge sometimes

expresses his opinion to society through academic channels. Currently, the Central

Intellectual Property and International Trade Court holds intellectual property courses for

the public. 1190 Also, the judges in this court frequently participate in seminars relating

to intellectual property law. One significant occasion is the training course for lawyer

trainees. 91 This is a great opportunity for judges to persuade lawyers to be confident

in the effectiveness of provisional measures.

It should be noted that this role is not to force or require lawyers to accept provisional

measures. It must be up to the lawyers' discretion whether or not to apply for the said

1188 Interview wrth Viturat.

1189 See V. Mahakhun, The Executive and the Judiciary: The National Security and the Rule of Law, ChulaIongicrn

Lkoumal 4(1 978) p.5.

1190 For example, the Central Intellectual Property and International Trade Court held a course of 'Intellectual

Property Law under TRIPs and Law Enforcement under the Central Intellectual Property and International Trade Court

during April20- June 15, 1998.

1191 Interview with Manas-siripen.
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measures. It seems clear that they will not apply for these measures unless they are

confident of the measures' effectiveness. In addition, they will hesitate to seek these

measures if they feel that these measures am too complicated or too expensive. 11 92

Unfortunately, it is doubtful whether the judges in the Central Intellectual Property and

International Trade court will act effectively in this role. This is because of their athtucje

regarding provisional measures. As discussed above, although they agree that

provisional measures are the most appropriate measures for protecting intellectual

property rights' owners, the judges seem not totally confident about these measures.

Consequently, they may not try hard enough to establish society's confidence in

provisional measures.

Besides, it seems that the country's advantage in economy and technology transfer is

not regarded as a crucial condition for the judges when granting interim injunctions. In

their opinion, this condition is ranked at the bottom of the Table. 1193 Therefore, it is

unlikely that the judicial decision will be swayed by this condition. To some extent, it

shows that justice will not be influenced by external pressures.

It is noteworthy that the judges do not pay much attention to this condition not

because they lack information on the economic situation. From the study, it illustrates

that they follow world economic news) '194 They receive the said information through

several media, such as television, newspapers. magazines, etc.

To sum up, if judges were active in their roles, intellectual property rights' owners

might benefit from the existence of provisional measures. These measures would not be

enforced merely in a passive way. In other words, the said measures might be used not

1192 Interview with Mangklatanakul.

1193 5ee Table 25 in the Appendix II.

1194 5ee Table 6 ri the Appendix IL
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only to remedy an intellectual property rights' owner but also to protect him. This might

also deter any persons from infringing intellectual property rights, as they might realize

that they would not receive any benefits from illegal acts, and must obey the law. It might

result in a reduction of both the number of infringements and cases.

However, there is no sign that the judges will enforce provisional measures for the

purpose of deterrence. The study illustrates that they do not regard deterrence as a

significant condition when considering an application for interim injunctions. 1195 They

rank this condition in sixth place in the Table. In addition, the judges may intend to

enforce interim injunctions primarily to preserve the status quo h196 Over 90 % agree

that the main purpose of interim injunctions is to preserve the status quo . As a result, it

is likely that interim injunctions will be enforced merely to limit the damage caused by

the infringement, or just to abort an occurrence of the said infringement.

In Thailand, it should be noted that civil remedies are rarely enforced for the purpose

of deterrence. Damages are an example. An injured person is merely compensated for

his actual loss. 1197 As a result, the amounts of damages decided by the court are

regarded as too low, '1 ' 98 particularly when compared with the plaintiffs costs.1199

1195 See Table 25 in the Appendix II.

1196 See Table 32 in the Appendix II.

1197 The Civil and Commercial Code Section 438.

1198 For example, see the Supreme Courts judgments nos 481/2526 (1983). 1399/2534 (1991).

1199 See S. Deo-isres. Assessment for Damages in Trademark Infringement (LL.M. Thesis. Chulalongicom University.

1993) P•18•
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Arguably, underlying this concept is the theory of obligation)2 An injured person, due

to this concept, will not be compensated more than his actual loss.1201

Furthermore, the anxiety of error may outweigh the deterrent effect The judge is

unlikely to take a risk when granting provisional measures, particularly interim

injunctions, without making an enquiry. Interim injunctions may even be sought inter

parte to ensure that there is no mistake in the process. As a result, time may be wasted,

and, inevitably, the deterrent effect will be diluted.

Nevertheless, judges still believe that provisional measures help decrease the

number of cases reaching the court 60 % responded to this question in a positive

way. 1202 The number of cases may be decreased because of other factors, apart from

deterrence. For instance, a prospective defendant may be successfully refrained from

committing the infringement. Thus, a further litigation is not required. In addition,

provisional measures may provide bargaining power to intellectual property rights'

owners. Therefore, they may reach solutions with the infringers and do not need to

institute their cases. This may be the other bright side of the said measures.

1200 It has been suggested that this theory is applied in several civil law countries. See Punchanavanich. op.cit. p.30

1201 In common law countries, an injured person maybe compensated with exemplary damages too. See Hall.

op.cit. p.236. The American Court. for instance. insisted that damages could be granted for remedial, as well as

punitive, reason. See Trio Process Corp. v. LGoldstein's Sons, Inc.. 638 F2d 661 (3d. Cir.1980).

1202 See Table 29 in the Appendix II.
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CHAPTER 7: SUMMARY AND SUGGESTIONS

7.1 SUMMARY

This research set out to examine the impact of TRIPs on remedial measures in Thai

law. Provisional measures were selected to represent all remedial measures in this

study. It was expected that. in line with the aim of TRIPs, intelectuaI property rights'

owners would be appropriately protected when provisional measures were enforced.

From the study, however, it appears to be difficult to conclude whether this

hypothesis is correct or not The statistics, at present, do not illustrate a downward trend

in intellectual property rights infringements. Also, nothing indicates that intellectual

property rights' owners have been efficiently protected, or remedied, by provisional

measures. The fact is that a few cases concerning these measures have been reported.

At this stage, it may be summarized only that intellectual property rights in Thailand are

still being infringed.

This result seems disappointing. However, it is unlikely to be due to a lack of law

since provisional measures in Thailand have existed in intellectual property law for a

decade. From the study, TRIPs provisions concerning these measures have already

been complied with. Although some minor issues involving the said measures in Thai

law may have to be amended (in order to conform to TRIPs), there is no guarantee, yet,

that provisional measures will be effective after such an amendment.

Therefore, it is perhaps the attitude of society concerning provisional measures, not

the measures as such, which play an important element in enforcing these measures.

The study implies that lawyers do not intend to apply for provisional measures, even

though they recognize the existence of these measures. Apparently, lawyers do not

really trust the effectiveness of provisional measures. They suggest that, today, criminal
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sanctions are probably more effective than other remedial measures, including

provisional measures, in protecting intellectual property rights' owners.

As a result, provisional measures may be effectively enforced only when society's

attitude toward them is changed. Indeed, the law as such has to be improved. However,

it seems impossible to expect that the aim of TRIPs can be achieved by merely

amending, again and again, the current law.

It has been found that, nowadays, intellectual property is very significant, particularly

on the international stage. This is because intellectual property, for instance

sophisticated technology, relates directly to trade. Therefore, it is rather expensive,

arguably, due to the process of research and developmenL Today, therefore, the

economic value of intellectual property is a prime concern of the rights' owners.

It seems that intellectual property is now regarded as private property, rather than an

asset to which everyone in the society can have access and use. Therefore, intellectual

property rights' owners require strong protection for their intellectual property, at least, to

a similar level as that provided for other types of property. Consequently, an attempt to

strengthen intellectual property law is required.

It is hoped that the above aim will be achieved soon after the conclusion of TRIPs.1203

The TRIPs agreement was initiated, arguably, to cope with the current situation of

intellectual property rights infringement all over the world. Moral rights, for example, are

not a major concern in this agreement. To some extent, TRIPS IS expected to strengthen

protection for intellectual property rights' owners, particularly in trade-related issues.

Although TRIPs was not expected to harmonize members' domestic laws, it inevitably

requires members to provide a level of enforcement which is consistent with TRIPs

1203 According to TRIPs Articles 65 and 66. developed countries are obliged to implement TRIPS by 1996. whereas

developing countries and least-developed countries are obliged to do so by 2000 and 2005 respectively.
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provisions. As a result, several measures may be required in domestic laws.

Enforcement of these measures is also expected to be conducted in a manner

consistent with TRIPs i.e. gMng effective protection.

In Thailand, there have been several changes in intellectual property law during this

decade. These changes have been camed out primarily to comply with TRIPs. Perhaps,

the Royal Thai Government realized that it was not possible to oppose this global

demand. It was, thus, lime to accept this change in order to maintain the country's

benefits. Thailand decided, therefore, to comply with its international obligations

voluntarily, rather than to be forced to do so by unilateral sanctions.

These changes have been undertaken in Thailand through a 'top-down' approach.

This approach is commonly used in the country, by the government, to improve the legal

system. Nevertheless, the government has a duty to educate society to understand and

to adjust itself to the new rules. A 'bottom-up' approach, in some respects, appears to

be uncertain and time-consuming since there is no guarantee that a result can be

achieved on time.

With regard to the issue of intellectual property law, it is unclear whether society has

already been educated. There is no noticeable sign that society's attitude toward this

issue has changed. Even now, attempts to amend intellectual property law (to comply

with TRIPs) are still opposed by some groups in society. From their perspective,

Thailand will not gain any benefits from this change. In contrast, arguably, Thailand has

been forced to amend its intellectual property law primarily to protect 'foreigners'.

The judicial attitude has been scrutinized in earlier chapters. It seems clear that the

judges in the Central intellectual Property and international Trade Court are aware of the

aims of intellectual property law. They admit that, according to intellectual property law,

intellectual property rights' owners should be protected. However, the degree of
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protection is a further question. It appears that the judges do not totally accept that

intellectual property should be regarded as pnvate property. In the case of provisional

measures, ft may be anticipated that these measures will be enforced efficiently if they

are sought. From the judicial perspective, provisional measures are regarded as the

most appropriate measure for protecting intellectual property rights' owners.

The study revealed no significant evidence, however, that judicial attitudes are

affected by the judges' qualifications. Several elements, such as gender, age,

education, and legal experience, have been examined. They do not reveal that similar

groups of judges have different attitudes from others. Some differences, for instance

where female judges select damages as the most appropriate measure for protecting

intellectual property rights' owners, may be deemed insignificant. Consequently, it is not

possible to conclude that judicial qualifications have an influence on the enforcement of

provisional measures.

Nevertheless, judges' roles may be affected by their attitudes. Generally, in the case

of provisional measures, the major role of the judge is to decide whether to grant these

measures when they are sought. For this role, the enforcement of provisional measures

may be considered primarily to protect intellectual property rights' owners. If the judge

has a positive attitude toward these measures, he may undertake his role actively. As a

result, these measures may be enforced effectively. Provisional measures may even be

granted to deter any attempts at infringement.

On the contrary, if the judge does not consider provisional measures in a positive

way, it can hardly be expected that these measures will be enforced efficiently. The

judge may instead choose to be inactive and enforce the said measures in a

conservative approach, i.e. to remedy an injured person after his rights have already
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been infringed. Consequently, the judge may, perhaps, rely on the balance of hardship

and consider that other remedial measures, inter alia, damages, are adequate.

The judge could play an additional role by speaking out publicly over this issue. This

would allow the judge to give his opinions and recommendations concerning provisional

measures in public. Furthermore, the judge would also have a chance to educate

society about the said measures, and intellectual property law as a whole. Therefore,

society may gain knowledge of this issue and be able to adjust itself to the new law.

Moreover, lawyers may have increased confidence in these measures and become

more likely to apply for them. Consequently, it may be expected that, in future,

provisional measures will be improved, or amended, in a more pragmatic way. it is

better to improve the law in accordance with the needs of society than to improve it

purely for international obligations.

It would be beneficial if judges decided to pursue an active role. However, they do

not enjoy speaking out in public frequently, due to their conservative character. If they

do not have a positive attitude concerning this issue, it seems unlikely that they will

come out and support provisional measures. How can a judge encourage the lawyers'

confidence when even the judge himself does not trust in these measures? If the present

situation continues, provisional measures may not be sought and no one will know how

to improve these measures pragmatically.

Seemingly, the judges in the Central Intellectual Property and International Trade

Court agree that maintaining justice in society is the ultimate goal of the legal system.

Therefore, judges should not be indulgent in trials. In addition, they should not bind

themselves rigidly to the statutes since the law per se is merely a device for achieving

justice. In this case, it is likely that the judges may play an active role in protecting

intellectual property rights' owners.
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However, it appears that the judges are not totally confident concerning provisional

measures. In some aspects, they hesitate to concur that provisional measures are better

than the current trial procedures, both civil and criminal. Furthermore, it seems clear

that, from their perspective, intellectual property rights' owners, particularly foreigners,

are the main group who will benefit from provisional measures. This attitude will

inevitably affect the enforcement of the said measures. The order may be granted,

however, under restricted conditions.

To sum up, provisional measures came into force in Thailand at a time when the

society did not have a positive opinion regarding the measures. It seems that, even

today, this attitude has not remarkably changed. However, it is time for Thai society to

realize that it has to lay aside its own self-interests, and even national pride, and to face

the fact that its attitude has to change. If not, Thailand may face trade sanctions and is

likely to be left out of the fierce competition in world trade. This situation would be

unbearable for the whole nation. Since the law (concerning provisional measures) is a

must, the government has to improve society's attitude with regard to these measures. It

has to be noted that the law per se is not justice, and the law cannot be enforced

fruitfully without support from society.

7.2 SUGGESTIONS

The study has revealed that provisional measures are not yet effective in remedying

intellectual property rights' owners. There are two main reasons for this. One is the law

involving the said measures per se , and the other is the attitude of society regarding

these measures. These issues, then, have to be improved in order to ensure that

intellectual property rights' owners will be appropriately remedied.
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With regard to legal improvement, this seems not so difficult. At present, the aim of

the improvement is just to comply with TRIPs. It appears that some issues in Thai law do

not conform to TRIPs. For instance, provisional measures can only be sought to protect

copyright, patents, and trade marks. These remedial measures are not applicable, at

present, for other intellectual property rights, such as layout designs of integrated circuit,

geographical indications, or undisclosed information. Moreover, it is unlikely that a trade

mark owner in Thailand can seek interim injunctions (to protect himself) before his right

is infringed. The trade mark law allows a trade mark owner to apply for interim

injunctions only when his trade mark has already been infringed, or the infringement is

being committed, whereas TRIPs provides that the measures may also be sought when

such infringement is imminent.

Additionally, time limitations for an applicant to litigate his case after the evidence has

already been preserved may be required in order to implement TRIPs Article 50 (6). It

may be claimed by some that this is unnecessary; however, it would probably help to

accelerate the trial by ensuring that the litigation was held within a fixed period of time.

Nevertheless, it should be kept in mind that the law is merely a device used to

maintain justice in society. The law itself is not justice, particularly statutes which are

created to become rules of society. These may not be supported if society considers

that they are not founded on justice.

There may be a question as to whether intellectual property law in Thailand maintains

justice in society or not. According to the Thai perspective, it seems that the said law is

not so just since many people still oppose it. At this stage, if Thailand finds that

intellectual property law cannot maintain justice in society, it has to challenge this law in

the international forum. However, it may not be a good idea to disobey the rules with

which Thailand has an obligation to comply. It is because an image of Thailand, from

298



other countries' perspectives, may possibly be ruined and these countries may hesitate

to do business with Thailand, because of their lack of confidence. Above all, Thailand is

likely to be retaliated against if it refuses to follow the trade rules of world society.

It may be argued that society has not yet clearly understood the concept of

intellectual property law. This is a very crucial issue. Today, it seems that Thailand is still

behind many countries in the rapid change of world intellectual property law. This may

be a significant reason why Thailand does not fully support the change.

Apart from being amended, the law should be clarified too. The transparency of the

law is equally required to make clear to related persons how the law will be enforced.

This will strengthen their confidence in the said law. Arguably, provisional measures are

not effectively enforced because some issues in the law are still unclear.

For instance, the issue regarding whether interim injunctions should be sought ex

parte. It seems possible that an enquiry will be carried out inter parte due to the

general principle stated in the Civil Procedure Code, even though the judges in the

Central Intellectual Property and International Trade Court appear to prefer an ex pane

enquiry. An explicit provision, like Section 7 paragraph 1 in the Arrest of Seagoing Ships

Act B.E.2534, should be added to the Rules of Intellectual Property and International

Trade Cases B.E.2540. This would ascertain that, subject to judicial discretion, these

injunctions will be sought ex pane.

Moreover, the content of an 'affidavit' statement should also be clarified. It could be

added to the Rules of Intellectual Property and International Trade Cases B.E.2540. This

would guarantee to the judge himself that the evidence was trustworthy. A further

enquiry, then, would be unnecessary. This would speed up the trial, unless many further

details about matters in the said statement were required. Such details should be

required only for those factors which the judge would use to grant an order at this stage.
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In addition, this statement should be reliable. Regarding this requirement, a punishment

may be needed for persons who give false information.

Also of concern is the process for executing the judge's order. Sanctions against a

person who disobeys the judge's order should be explicitly stated. As a result,

provisional measures may obtain a deterrent effect in a similar manner to criminal

sanctions. Moreover, provisions invoMng security should also be included. In cases

where the judge orders an applicant to provide security after granting an interim

injunction, explicit measures should be stated for cases where the applicant fails to

provide such security.

The aim of law enforcement should also be clarified. This will benefit both the judge,

with regard to how to enforce the law, and lawyers, with regard to realizing how the law

will be enforced. This issue is important since the aim of law enforcement is not explicitly

provided for in the law. Sometimes, the law may be enforced differently from its aim. For

example, the aim to protect an intellectual property rights' owner may be misinterpreted,

and subsequently the owner may be able to use the law to gain advantage, such as

access to confidential business information, from an infringer.

Furthermore, the law should not be enforced primarily to retaliate against a person for

his wrongdoing. In fact, the law should be used as a guide for a person to know what is

right or wrong, or can or cannot be done, in society.' 204 A person should obey the law

because he agrees with the reason underlying the said law, not because he fears

punishment. If a person does not agree with the law and is merely afraid of legal

1204 An idea of using discipline to encourage people in society to behave properly, rather than to control their

behaviour, has been discussed by Payutto (Phradhampidok). See P. Payutto, 	 tinable Development (Bangkok:

Buddhadham Foundation, 1996) particularly in p.200.
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sanctions, it is likely that he will break the law whenever he anticipates that he will not be

caught.

That is why severe punishment cannot decrease the number of intellectual property

rights infringements in Thailand. Criminal sanctions are severe and may provide

deterrent effects at some stage. However, due to inadequate and inappropriate

enforcement, many still take risks to gain their benefits (by breaking the law). Severe

punishment, then, is not an appropriate element in protecting intellectual properly rights'

owners.

Therefore, improvement in society's attitude is crucial. According to the present

situation, Thailand has to accept what is right or wrong, or can or cannot be done, in

world society. What was right or wrong, or what Thailand (or other countries) could or

could not do, in the past is now unimportant Precedents are unlikely to be applicable

when the situation has changed. In other words, Thailand should be mindful that it has to

live with the present circumstances. Therefore, Thailand has to do the best for the

present. If it addresses these issues successfully now, it will reduce problems regarding

intellectual property rights protection, and the possibility of trade sanctions in the future.

7.3 PROPOSALS FOR IMPROVEMENT

Two strategies are suggested in the study in order to improve the attitude of society

regarding this issue. They are a short-term strategy and a long-term one. A short-term

strategy is needed to solve the present situation, while a long-term one is a must for

leading society in a correct direction.

The short-term strategy is to give appropriate knowledge regarding provisional

measures to related persons, inter a!ia , the judges and lawyers. This knowledge is

likely to contribute enormously to the lawyers' confidence. For instance, the meaning of
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'irreparable harm' and 'balance of convenience' should be clanfied and this would

contribute to more efficient enforcement of provisional measures. This knowledge can

be provided by several organizations, such as the Department of Intellectual Property,

the Law Society, and the Central Intellectual Property and International Trade Court.

Subsequently, the roles of the judge should be strengthened. By regarding

provisional measures as new CMI measures, judges may have to be more active in their

roles. They may have to take up the role of policy maker, in order to indicate how

provisional measures should be practically enforced in society. This role may be

undertaken by speaking out in public. Furthermore, judges may have to strengthen their

role of maintaining justice in society.

Regarding the active role, provisional measures may be enforced to deter other

persons from committing infringements, rather than simply to remedy intellectual

property rights' owners. The deterrent approach focusses on the protection of

intellectual property rights' owners, rather than the punishment of infringers. Where a

deterrent approach is adopted, an infringer should be forced only to obey the law. He

should not be punished for his fault. It is expected that three major effects will be

provided by the deterrent approach. First, intellectual property rights' owners will be

protected from infringements as soon as possible. Secondly, the effect of this may

contribute to social confidence in civil remedial measures. Finally, society will be forced

to accept that intellectual property should be protected in a similar manner to other

private property.

For the long-term strategy, Thai society should be educated about provisional

measures, and intellectual property law as a whole. Society should be guided to the
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concept of private ownership. 
1205 

It is now time for Thai society to realize that, due to

global change, intellectual property is expected to be treated as private property. A

person may be able to use intellectual property, subject to the owners' consent This

concept is, then, different from the one which exists in many Asian countries.

Consequently, intellectual property will not be regarded as property to which any person

in society can freely have access and use anymore.

Additionally, the idea of protecting intellectual property by civil measures will be

applicable. It will be the intellectual property rights' owners responsibility to protect his

own interests too. As a result, provisional measures will be enforced to support criminal

sanctions in remedying intellectual property rights' owners.

Finally, society may have to consider that it is not only rights holders, particulariy

foreigners, who benefit from the strong protection of intellectual property rights. It may

be true that these owners may gain more advantage than other persons from this

protection at present. However, Thai society has to accept that it will benefit from this

protection too and learn how to gain advantage from the law. In other words, society

should understand that this change has been carried out not only to comply with TRIPs,

but also to secure economic advantage in Thai society as a whole.

1205 See Mjrosoft (Thailand) Co.Ltd.. 'Microsoft Honesty Hotline." fl jtyj w November 12 1998. P.21.
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APPENDICES

APPENDIX I

THE TRANSLATION OF QUESTIONNAIRES

PERSONAL INFORMATION

1. Gender ... male, ...female

2. Age ... less than 40 years, ... between 40-50 years, .. over 50 years.

3. Educational level

3.1 Bachelor degree (please specify the institution and the year of graduation)

3.2 Barrister-at-law (the year of graduation)

3.3 Other education (certification, diploma, or other postgraduate degree in law, if any

(please specify the institution and the year of graduation)

3.4 Other education (certification, diploma, or other postgraduate degree in other field, if

any (please specify the institution and the year of graduation)

4. Have you ever studied, trained, observed, or attended intellectual property courses in

Thailand? Please specify.

5. Have you ever studied, trained, observed, or attended intellectual property courses

abroad? Please specify.

6. Do you follow world economic news or not? ... yes, ...no. If so, please specify which

media (more than 1 answer can be chosen) ... TV, ... Radio,

Newspaper, ... Magazine, ... Journal, ... Other(s), please specify.

7. Before entering a judicial career, I have worked for.. years.

7.1 Legal profession (more than 1 answer can be chosen) ... Civil servant, ... State

enterprise officer,	 ... Lawyer, ... Lecturer, ... Other(s) please specify

304



7.2 Other profession, please specify

8. You have been a judiciary for

less than 10 years

between 10-20 years

between 21-30 years

over 30 years

9. The number of intellectual property cases you have tried

less than 10 cases

between 10-20 cases

between 21-30 cases

between 31-40 cases

between 41-50 cases

over 50 cases

10. The number of applications for provisional measures you have examined

- none

less than 10 cases

between 11-30 cases

• over 30 cases

COMMENTS ON INTELLECTUAL PROPERTY LAW

11. According to your opinion, the most important aim of intellectual property law is

(please put the numbers 1-7 in sequence from the most important to the least important)

to stimulate the creation of domestic work

to recognize the person who creates the work

to protect intellectual property rights' owners
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to preserve indigenous culture

to protect the whole society, for instance, in the issues of origin or quality of goods

to devise a fair competitive system in society

to conform with other countries' laws

12. According to your opinion, the most appropriate measure in protecting intellectual

property rights' owners is -. (please put the numbers 1-7 in sequence from the most

important to the least important)

injunctions pending judgment

damages

orders of destruction or confiscation

provisional measures

border measures

criminal sanctions

COMMENTS ON PROVISIONAL MEASURES

When comparing with the current procedure (both civil and criminal), you think

provisional measures are .. (please choose 1 answer for 1 question)

(1) far better, (2) better, (3) no difference, (4) worse, (5) far worse

13. as regards protecting intellectual property rights' owners..

14. as regards protecting the prospective defendant..

15. as regards providing justice to society as a whole..

16. as regards preventing errors from occurring during enforcement..

17. as regards the time involved..
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18. as regards the cost involved..

19. as regards the process itself..

According to your opinion, how have these groups of people been affected by the

change since provisional measures have been in force in Thailand? (please choose 1

answer for 1 question)

(1) got more benefits, (2) got benefits, (3) no change, (4) lost advantages, (5) lost many

advantages

20. foreign intellectual property rights' owners..

21. domestic intellectual property rights' owners..

22. society as a whole..

23. domestic consumers..

24. domestic owners of business relating to intellectual property..

25. The most appropriate condition to be used in considering an application for interim

injunctions is.. (please put the numbers 1-8 in sequence from the most important to the

least important)

sufficient ground apply for an order

the advantage for Thailand in economy and technology transfer

the amount of disputed compensation

irreparable harm

balance of convenience

personal records of an infringer such as criminal records

deterrent effect

the likelihood of success
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How do you think? (please choose 1 answer for 1 question)

(1) strongly agree, (2) agree, (3) no idea, (4) disagree, (5) strongly disagree

26. Intellectual property rights' owners were already well protected before provisional

measures came into force

27. Provisional measures are efficient at remedying intellectual property rights' owners

28. Speeding up the trial could substitute provisional measures

29. Provisional measures help decrease the number of cases reaching court

30. An applicant could apply for interim injunctions, notwithstanding the infringer is

unidentified

31. Intellectual property is private property like normal commercial property

32. The major aim of interim injunctions is to preserve the status quo

33. The purpose of interim injunctions is different from that of injunctions pending

judgment

34. The aim of intellectual property law as such may control judicial discretion when

considering applications for interim injunctions

35. To maintain justice in society, not only the statutes, but also the real meaning of

justice should be taken into consideration

36. The court has the role of finding the facts in the case, rather than judging the case

through the parties' evidence

37. The application should be sought ex parte

38. According to Rule 13 (2), 'irreparable harm' is a condition for limiting interim

injunctions to be granted only in necessary cases

39. Rule 13 (2) could be interpreted to mean sinterim injunctions could not be sought as

long as the prospective defendant could compensate or the execution is not difficulr
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40. According to Rule 13 para.2, it is accepted that intellectual property rights may be

infringed (if the other part'/s harm, caused by the protection, outweighs the damage)
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U Others

Journals

0 Magazine

0 Newspaper

D Radio

'U
	 U Television

APPENDIX II

TABLES OF QUESTIONNAIRES

Table 1 Gender

Male	 15 83.33%

Female	 3 16.67%

Table 2 Years of age

Less than 40	 6 33.33%

Between 40-50	 9 50.00%

[Over 50	 3 16.67%

Table 3 Educational level

/;;;	

Female

________	 C] Less than 40

___ e

Bachelor degree in li	 18	 100.00%

Thai barrister-at-Law	 18	 100.00%

With other certification in law (in Thailand)	 4	 22.22%

With other certification in law (From abroad) 	 11	 61.11%

With other certification in other fields 	 4	 22.22%

Table 4 Experience from studying, training,

observating, attending IP course inlhailand

Used to	 17 94.44%

Never	 1	 5.56%

Table 5 Experience from studying, training,

observating, attending IP course abroad

Used to	 6 33.33%

Never	 12 66.67%

DNeverj

Dusedto

DNever

Table 6 How to access to world economic information

Television	 16	 88.89%

Radio	 7 38.89%

Newspaper	 17 94.44%

Magazine	 4 22.22%

Journals	 2	 11.11%

Others	 1	 5.56%
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Table 7 Legal experience pnor becoming a judiciary

Less than 2 years 	 7 38.89%	 Less than 2 years

between 2-5 years	 8 44A4%	 _______	 D tt 2-5

over 5 years	 3 16.67%	 Dover 5 years

Table 8 Working expenence as a Judiciar

B Less than 10 years

D between 10-20 years

O between 21 -30 years

Dover 30 years

Less than 10 years	 4 22.22%

between 10 -20 years	 12 66.67%

between 21 -30 years	 1 5.56%

over 30 years	 1 5.56%

Table 9 Number of IP cases you have been tried

Less than 10 cases	 4 22.22%

between 10 -20 cases	 6 33.33%

between 21 -30 cases	 1 5.56%

between 31 -40 cases	 2 11.11%

between 41 -50 cases	 0 0.00%

over 50 cases	 5 27.78%

B Less than 10 cases

D between 10 -20 cases

O between 21 - 30 cases

lJbetween3l -40 cases

U between 41 - 50 cases

B over 50 cases

Table 10 Number of Provisional measur s you have been examined

Never	 13 72.22%	
El Never

Less than lOcases	 4 22.22%

between 10 - 30 cases	 0 0.00%

Over 30 cases	 1	 5.56%

Table 11 The most important aim of IP law

	

Total
	

Ave.	 Rank

To stimulate the creation of domestic work
	

69
	

3.8
	

3

To recognize the person who creates the work
	

3.1

To protect IP rights owners
	

1.8
	

1

To preserve indigenous culture
	

118
	

6.5
	

7

To protect the whole society
	

74
	

4.1
	

4

To devise a fair competitive system in society
	

78
	

4.3
	

6

To conform with other countries law
	

76
	

4.2
	

5
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Table 12 The most appropriate measure in protecting IP nghts owners

measures	 Total	 Ave.	 Ra

Injunctions pending judgment	 55	 3.1

Damages	 51	 2.8
	

2

Orders of destniction or confiscation	 77	 4.3
	

5

Provisional measures	 40	 2.2
	

1

Border measures	 84	 4.7
	

6

Criminal sanctions	 71	 3.9
	

4

When comparing Provisional measures with the current trial procedure (both civil and criminal)

in several aspects (Tables 13-19) you think Provisional measures are

Table 13 As regards protecting IP rights owners

Far better	 8 44.44%	 D Far better

Better	 10 55.56%
	

D Better

No different	 0	 0.00%
	

0 No different

Worse	 0	 0.00%
	 0 Worse

Far worse
Far worse	 0 0.00%

Fable 14 As regards protecting the prospective defendant

Far better	 1	 5.56%

Better	 5 27.78%

No different	 8 44.44%

Worse	 3 16.67%

Far worse	 1	 5.56%

rable 15 As regards providing justice for society as a whole

Far better	 4 22.22%

Better	 8 44.44%

No different	 6	 33.33%

Worse	 0	 0.00%

Far worse	 0	 0.00%

D Far better

D Better

o No different

DWorse

D Far worse

0 Far better

D Better

0 No different

0 Worse

D Far worse
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0 Far better

Better

ONodiffererit

OWorse

Far worse

O Far better

Better

o No different

0 Worse

0 Far worse

O Far better

D Better

o No different

0 Worse

0 Far worse

Table 16 As regards preventing errors from occurring during enforcement

Far better	 0	 0.00%

Better	 5 27.78%

No different	 8 44.44%

Worse	 4 22.22%

Far worse	 0	 0.00%

	

_________	 Far bette1

_____________	 Better

	

_________	 0 No different

0 Worse

Far worse

Table 17 As regards the time involved

Far better	 0	 0.00%

Better	 10 55.56%

No different	 8 44.44%

Worse	 0	 0.00%

Far worse	 0	 0.00%

Table 18 As regards the cost involved

Far better	 0	 0.00%

Better	 10 55.56%

No different	 6 33.33%

Worse	 1	 5.56%

Far worse	 1	 5.56%

Table 19 As regards the process of trial

Far better	 1	 5.56%

Better	 13	 72.22%

No different	 4	 22.22%

Worse	 0	 0.00%

Far worse	 0	 0.00%
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O Got many advantage

D Got advantage

o No change

o Lost advantage

• Lost many advantage

0 Got many advantage

Got advantage

o No change

O Lost advantage

• Lost many advantage

O Got many advantage

Got advantage

o No change

o Lost advantage

U Lost many advantage

From Tables 20-24, according to your opinion, how these groups have been affected since

Provisional measures have been in force,

Table 20 foreign IP rights' owners

Got many advantage	 14 77.78%

Got advantage	 4 22.22%

No change	 0	 0.00%

Lost advantage	 0	 0.00%

Lost many advantage	 0	 0.00%

Table 21 domestic IP rights' owners

Got many advantage	 8 44.44%

Got advantage	 10 55.56%

No change	 0	 0.00%

Lost advantage	 0	 0.00%

Lost many advantage	 0	 0.00%

Table 22 society as a whole

Got many advantage	 1	 5.56%

Got advantage	 6 33.33%

No change	 8 44.44%

Lost advantage	 3 16.67%

Lost many advantage	 0	 0.00%

Table 23 domestic consumers

Got many advantage	 1	 5.56%

Got advantage	 5 27.78%

No change	 5 21.18%

Lost advantage	 6 33.33%

Lost many advantage	 1	 5.56%

O Got many advantage

D Got advantage

DNo change

0 Lost advantage

U Lost many advantage

Table 24 domestic owners of business relatlytolP

Got many advantage	 1	 5.56%

Got advantage	 7 38. 89%

No change	 1	 5.56%

Lost advantage	 7 38.89%

Lost many advantage 	 2	 11.11%

O Got many advantage
•	 D Got advantage

ONo change

o Lost advantage

U Lost many advantage
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Dstrongiy agree

Agree

O No idea

ODisagree

I Strongly disagree

0 Strongly agree

D Agree

ONo idea

C] Disagree

MStrong' dagree

O Strongly agree

Agree

o No idea

0 Disagree

I Strongly disagree

Table 25 The most appropriate condition in granting interim injunctions

	

Total	 Ave.	 Rank

Sufficient ground to apply for the order	 26	 1.4	 1

The advantage for Thailand in economy & technology transfer 	 120	 6.7	 8

The amount of disputed compensation	 94	 5.2	 4

Irreparable harm	 66	 3.7	 3

Balance of convenience	 53	 2.9	 2

Personals previous records	 95	 5.3	 5

Deterrence	 97	 5.4	 6

The likelihood of success	 97	 5.4	 7

Table 26 IP rights' owner were already well protected before provisional measures came into force.

Strongly agree	 0 0.00%

Agree	 1 5.56%

No idea	 2 11.11%

Disagree	 15 83.33%

Strongly disagree	 0 0.00%

Table 27 Provisional measures are efficient at remedying lP rights' owner.

Strongly agree	 4 22.22%

Agree	 14 77.78%

No idea	 0 0.00%

Disagree	 0 0.00%

Strongly disagree	 0 0.00%

Table 28 Speeding up the trial cculd substitute provisional measures.

Strongly agree	 0 0.00%

Agree	 1 5.56%

No idea	 0 0.00%

Disagree	 13 72.22%

Strongly disagree	 4 22.22%

Tabk 29 Provisional measures help decrease the number of cases reaching the court.

Strongly agree	 1 5.56%

Agree	 10 55.56%

No idea	 3 16.67%

Disagree	 4 22.22%

Strongly disagree	 0 0.00%

O Strongly agree

I Agree

EEedSe
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O Strongly agree

D Agree

DNo idea

U Disagree

Strongly disagree

O Strongly agree

DAgree

I] No idea

o Disagree

D Strongly disagree

Table 30 Interim injunctions can be applied, notwithstanding the infringer is unidentified.

Strongly agree	 1	 5.56%

Agree	 8 44.44%

No idea	 0	 0.O0Io

Disagree	 6 33.33%

Strongly disagree	 3 16.67%

Table 31 IP is private property.

Strongly agree	 0	 0.00%

Agree	 5 27.78%

No idea	 1	 5.56%

Disagree	 10 55.56%

Strongly disagree	 1	 5.56%

Remark 1 for no response

Table 32 The major aim of interim injunctions is to preserve the status quo.

Strongly agree	 1	 5.56%

Agree	 16 88.89%

No idea	 0	 0.00%
	 i,.

Disagree	 1	 5.56%

Strongly disagree	 0	 0.00%

. Strongly agree

DAgree

o No idea

o Disagree

Strongly disagree

Table 33 The purpose of interim injunctions is different from that of injunctions pending judgments.

Strongly agree	 1	 5.56%

Agree	 12 66.67%

No idea	 0	 0.00%

Disagree	 5 27.78%

Strongly disagree	 0	 OMO%

I D Strongty agree

D Strongly disagree

Table 34 The aim of P law affects judicial discretion whenconsidering intenm inlunctions.

Strongly agree	 0	 0.00%

Agree	 12 66.67%

No idea	 0	 0.00%

Disagree	 6 33.33%

Strongly disagree	 0	 0.00%

0 Strongly agree

D Agree

DNo idea

o Disagree

Strongly disagree
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o Strongly agree

Agree

ONo idea

O Disagree

I Strongly disagree

0 Strongly agree
Agree

o No idea
o Disagree
I Strongly disagree

Table 35 To maintain justice in society, not only statutes, but also

the real meaning of justice should be taken into consideration.

Strongly agree	 9 50.00%

Agree	 9 50.00%

No idea	 0	 0.00%

Disagree	 0	 0.00%

Strongly disagree	 0	 0.00%

Table 36 The court has the role of finding the facts in the case,

rather than judging the case through the parties' evidence.

Strongly agree	 6 33.33%

Agree	 10 55.56%

No idea	 0	 0.00%

Disagree	 2 11.11%

Strongly disagree	 0	 0.00%

O Strongly agree

Agree

ONo idea

0 Disagree

I Strongly disagree
ijiEiij.

Table 37 The application should be sought ex parte.

Strongly agree	 0	 0.00%

Agree	 11	 61.11%

No idea	 0	 0.00%

Disagree	 5 27.78%

Strongly disagree	 2	 11.11%

Table 38 According to Rule 13(2), irreparable harm is a condition for

limiting interim injunctions to be granted only in necessary cases.

Stronglyagree	 2	 11.11%

Agree	 11	 61.11%

No idea	 3 16.67%

Disagree	 2	 11.11%

Strongly disagree 	 0	 0.00%

[iii Strongly agree

D Agree

0 No idea

0 Disagree

Strongly disagree
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O Strongly agree

Agree

ONo idea

O Disagree

I Strongly disagree

O Strongly agree

Agree

ONo idea

DDisagree

I Strongly disagree

Table 39 Rule 13(2) could be interpreted to mean intenm injunctions could not be

sought as long as the prospective defendant could compensate IP rights owners,

or the execution is not difficull

Strongly agree	 0 0.00%

Agree	 8 44.44%

No idea	 0 0.00%

Disagree	 10 55.56%

Strongly disagree	 0 0.00%

Table 40 According to Rule 13 para2, it is accepted that IP rights may be infringed

(if the other party's harm, caused by the protection, out weighs the damage).

Strongly agree	 1	 5.56%

Agree	 2 11.11%

No idea	 1	 5.56%

Disagree	 13 72.22%

Strongly disagree	 0 0.00%
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