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Section A – Search, examination, bad faith and opposition/observation 

 

Introduction 

No response to the questions in this sub-section of the consultation - this consultation response is 

unable to comment from a business perspective on the questions posed. 

 

Section A1: Search and examination 

Do you agree that the “do nothing” option should be discounted? (Y/N/don’t know) Yes 

Please rank the options (most preferred/least preferred/no preference): 

Option 1 - Introduce powers to make it clear that the IPO can carry out a search – Most 

preferred 

Option 2 - Introduce a two-stage system – Least preferred 

 

Limited searching 

If limited searching was introduced, which designs should be subject to search (select all that apply)? 

Designs which IPO knows are the same as another e.g. re-filing a previously invalidated 

design - Yes 

Applications to register generic products/designs - Yes 

Designs which an examiner suspects may be anti-competitive - Yes 

Other (please specify) – Yes 

 

 
The two ‘Fire’ TV stick invalidations mentioned in the comments below (O/0388/25, 29 
April 2025; O/0905/25, 29 September 2025) illustrate a number of factors that should also 
be taken into account in identifying ‘suspicious circumstances’: 
 

• The design is based on a well-known existing product; 
 

• The design incorporates third party trade marks (such as those appearing on the 
buttons of the ‘Fire’ TV handset) that are unlikely to have been licensed to the 
particular applicant in question;  
 

• The design has been filed using identical views to a previous filing (both of the two 
invalidated ‘Fire’ TV UKRDs used identical photographs of the product); 
 

• The design has been filed by an entity which shares the same address as an applicant 
already subject to an invalidation decision relating to an apparently anti-competitive 
filing (the two invalidated ‘Fire’ TV UKRDs were filed by different applicants, but both 
were based at the same address). 

 
These may not be data points that the UKIPO currently tracks. However, ensuring that the 
criteria for identifying ‘suspicious circumstances’ are sufficiently nuanced, robust and well-
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developed that they will target anti-competitive filings effectively will be critical to the 
effectiveness of Option 1 (limited search).  
 

 

None of the above 

Don’t know 

To what extent do you agree or disagree that limited searching would help combat the number of 

anticompetitive filings? 

Strongly Agree 

Agree 

Neither agree or disagree 

Disagree 

Strongly Disagree 

Don’t know 

 

If better search tools become available to allow a search to be carried out quickly, do you think IPO 

should extend searching to other design applications? (yes, no, don’t know) Yes 

 

If limited searching is reintroduced, would it provide you/your business with: No response - this 

submission is unable to comment on the business perspective. 

A benefit/opportunity (yes, No, don’t know) 

A challenge (yes, No, don’t know) 

 

If limited searching is reintroduced, would the impact on you/your business be: No response - this 

submission is unable to comment on the business perspective. 

Positive (yes/no/don’t know) 

Negative tick (yes/no/don’t know) 

 

Two-stage system 

To what extent do you agree or disagree that limited searching [Note: this question presumably 

relates to the two-stage system ie Option 2, not Option 1] would help combat the number of 

anticompetitive filings? 

Strongly Agree 

Agree 

Neither agree or disagree 

Disagree 

Strongly Disagree 

Don’t know 
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If this option was introduced, should the pre-enforcement examination be limited to an assessment 

of novelty or should it include individual character? 

Search should be limited to novelty 

Search should be for novelty and individual character 

Not sure 

 

If this option was introduced, to what extent do you agree that litigation should be able to start prior 

to the search and examination, while allowing the defendant time to see results prior to filing their 

defence. 

Strongly Agree 

Agree 

Neither agree or disagree 

Disagree 

Strongly Disagree 

Don’t know 

 

If a two-stage system is introduced, would it provide you/your business with: No response - this 

submission is unable to comment on the business perspective. 

A benefit/opportunity (yes, know, don’t know) 

A challenge (yes, know, don’t know 

 

If a two-stage system is introduced, would the impact on you/your business be: No response - this 

submission is unable to comment on the business perspective. 

Positive (yes/no/don’t know) 

Negative tick (yes/no/don’t know) 

 

Please provide any additional information or evidence relevant to search and examination. In 

particular we would like to hear about: 

Any impacts the current system has had on your business. 

Any impacts you anticipate the options set out above would have on your business 

 
1 – Arguments against the ‘do nothing’ option and additional steps the UKIPO could take 
 
This consultation response is submitted by a group of IP academics and cannot offer a business-
oriented perspective on the difficulties posed by the filing of invalid designs. However, other 
evidence and arguments support the conclusion that the status quo should not be allowed to 
continue. In particular: 
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In the absence of substantive examination of novelty and individual character, the overall rate 
of invalidity among UK registered designs (‘UKRDs’) and UKRD filings is likely to be generally 
relatively high: It is difficult to conduct research into this issue. However, given the close 
similarities between the UK and EU designs systems, data on registered EU design (‘REUD’) 
invalidations provides a useful reference point. For REUDs, research examining outcomes in EUIPO 
invalidation proceedings from 2003-2020 found that the first instance rate of invalidation reached 
over 70% in some years, with an overall invalidation rate of 62.6% across the time period 
reviewed; on appeal, the invalidation rate reached highs of over 80% in some years and sat overall 
at 60.6%.1  
 
Some invalid UKRD filings will be filed knowingly: Empirical research conducted among 
businesses in relation to their REUD filing strategy has established that some businesses 
deliberately register and seek to enforce designs which are known to be invalid.2 In a public 
consultation conducted by the European Commission in 2018–19, 74% of respondents on a 
question directed to ‘users of designs of others’ agreed that design protection in the EU ‘is abused 
to seek protection for designs that should never be registered’.3  The research into REUD 
invalidation rates mentioned above also identified a significant number of EUIPO invalidation 
decisions involving design registrations that had been filed using images seemingly lifted from 
third party filings, or copied from third party products and packaging, or which incorporated third 
party trade marks or branding.4 All of these findings are relevant to UKRDs: the UK registered 
design system shares all of the features of the EU system that facilitate (and, indeed, may even 
encourage) the filing of designs known to be of questionable validity - very low filing fees, easy 
online filing mechanisms, the ability to file very large numbers of designs in a single application, 
and no substantive examination. The vulnerability of the UKRD system to abusive filings is shown 
by recent research that found evidence of firms selling ‘authorship’/’ownership’ slots on UKRD 
filings to overseas academics to help those academics game their academic CVs: those filings 
reused design representations, as well as misappropriating designs already in the public domain.5 
 
The proportion of UKRDs filed for pre-existing designs may be significant: The consultation and 
accompanying options assessment provisionally estimate that filings for pre-existing designs may 
account for between 9-20% of a six-month sample of UKRDs.6 In 2023, there were 81,215 UK 
design applications and in 2024 there were 77,486: if extrapolated across all UKRD filings annually, 
on the UKIPO's own provisional modelling filings for pre-existing designs could sit at between 
around 7,000-16,000 UKRD applications per year. 
 
Anti-competitive filings are a longstanding concern, potentially affecting a wide range of 
businesses: The UKIPO modelling above includes both pre-existing designs filed by the true 
proprietor and those filed by another person. While both raise validity issues, anti-competitive 
filings are a particular concern. Anti-competitive filings purposefully appropriate existing designs 
belonging to third parties. They provide their proprietors with prima facie monopoly rights that 

 
1 J Cornwell, ‘Re-engaging with concerns over latent design invalidity: Examination and invalidation of 
registered Community designs at the EUIPO’ in E Derclaye (ed) Research Handbook on Empirical Studies in 
Intellectual Property Law (Edward Elgar, 2023), 352-355. 
2 R Filitz, J Henkel and B Tether, ‘Protecting aesthetic innovations? An exploration of the use of registered 
community designs’ (2015) 44 Research Policy 1192, 1201-1202. 
3 European Commission, Evaluation of EU legislation on design protection (Brussels, 6 November 
2020, SWD(2020) 264 final), 96–97. 
4 Cornwell (n 1), 363-364. 
5 R Richardson, N Wise, S Hong, M Draper and S Fackrell, 'Exploitation of intellectual property systems for the 
manipulation of academic reputations' International Journal for Educational Integrity (2025) 21:15. 
6 Consultation document, p10, para 3; Options assessment, p9.  
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they can assert against both the true owner of the design and others (such as distributors, 
wholesalers, retailers and other traders) who may be engaged in legitimate business in relation to 
that design. Anti-competitive filings are not a new phenomenon: writing back in 2009, Phillips 
already noted that traders in well-established products were ‘constantly inconvenienced’ by 
anticompetitive filings and that design registration was ‘open to grievous abuse’.7 Although the 
options assessment accompanying the consultation document appears to assume that anti-
competitive filings only cover ‘well known or generic products’,8 in practice they may well not be 
so limited: as suggested by the examples of UK invalidation decisions outlined further below, anti-
competitive filings may also be made in relation to designs with no particular commercial 
reputation or recognisable branding. They pose risks to legitimate traders of all sizes and across all 
sectors, including traders who themselves may not be users of the UKRD system - their concern is 
not to protect design innovation activity, but to preserve legitimate trade in goods already on the 
market. At present, aside from contesting IP takedown (see below), the only recourse for affected 
third parties is to apply to invalidate the anti-competitive filing and/or sue for unjustified threats. 
In practice, only a minority of traders is likely to have the legal know-how, resource and means to 
pursue either course of action. Pursing threats claims is a slow and costly way to seek recompense 
for loss suffered. 
 
The use of anti-competitive filings in online takedown is also a well-recognised phenomenon: 
Anti-competitive filings may be used to assert rights in various ways. A particular concern that has 
grown in recent years is that anti-competitive filings are being used to shut down legitimate 
business on online marketplaces via those marketplaces’ IP infringement takedown procedures. 
Abuse of the UKRD system to manipulate online takedown has become so prevalent that it has 
been commented on by the Appointed Person. In this regard, the Appointed Person has 
highlighted:9 
 

‘the ease with which plainly invalid registrations can be obtained, and can then be used to 
inflict serious commercial damage on competitors, including competitors who have been 
established in selling identical products before the date of application for registration’. 

 
The misuse of anti-competitive filings in this way may be a particular problem for small online 
traders. Their turnover from sales of affected products may be relatively small, such that it is not 
worth undertaking the time, expense or risk of taking action to counter any takedown notice. 
They may also not be sufficiently informed as to the options for doing so. As the Appointed Person 
has also observed, while the abandonment of substantive examination in the UK saves time and 
money for applicants, it does so ‘regrettably at the expense of their competitors and the general 
public who are left to suffer from the assertion of invalid registered design rights’.10  There is also 
a public interest concern for the integrity of the UK design system: as Filitz et al noted in the 
context of the EU design system, ‘it is undesirable to allow an instrument of public policy to be 
systematically abused’.11 
 
The slow speed of invalidation proceedings and low costs awarded against when designs are 
invalidated suggests that, at present, anti-competitive filings offer a low-risk, high-reward 
business model in design law terms: There have been a number of recent examples of UKRD 
invalidations which, although not specifically identified as anti-competitive filings, do at least 
illustrate some of the potential characteristics of anti-competitive filings, even if the applicant in 

 
7 J Phillips, ‘Locarno in the limelight’ (2009) 4 JIPLP 1, 1. 
8 Options assessment, p2.  
9 O/1007/22 (8 November 2022), [42]-[43]. 
10 O/1007/22 (8 November 2022), [45]. 
11 Filitz et al (n 2), 1203. 
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those cases was proceeding on the basis of misunderstanding rather than problematic intent. The 
last six months alone have, for example, seen not one but two invalidations of separate UKRDs for 
the design of the Amazon ‘Fire’ TV stick (O/0388/25, 29 April 2025; O/0905/25, 29 September 
2025). Further examples include O/0567/25 (24 Jun 2025 – invalidating a UKRD for an existing 
bath bomb set), O/0341/25 (9 April 2025 - invalidating a UKRD for an existing plug converter) and 
O/0090/24 (7 February 2024 - invalidating a UKRD for an existing bicycle kickstand). In all of these 
cases, the contested UKRDs were filed using design views that were either identical to a prior 
third party Amazon listing or which showed a product illustrated in such a listing, for example 
using photographs of the product itself. Across these invalidity challenges, the fastest was 
resolved in 9 months and others took longer: one took 21 months, one 28 months and one 37 
months.  
 
The slow pace at which UKIPO invalidation proceedings are resolved highlights the potential 
attractiveness of anti-competitive filings as a business model. As the Appointed Person has 
observed, when an anti-competitive filer shuts down legitimate business on online marketplaces, 
they achieve a similar effect to obtaining an interim injunction, but without having to put up any 
cross-undertaking in damages that would recompense those adversely affected for their loss.12 On 
current filing fees, an applicant can obtain a UKRD for as little as between £10-£50 for the first five 
year period of protection.13 The award of costs in invalidation proceedings is generally to a pre-set 
official scale;14 in the cases noted above, the awards made to the successful invalidity challengers 
were small, ranging from zero to a maximum of £748. If an online marketplace refuses to rescind a 
takedown notice (as they may do, while there is an ostensibly valid UKRD sitting on the register) 
and assuming that affected traders will not, or cannot, undertake the risk of pursing threats 
proceedings, an anti-competitive filer may be able to lock legitimate competition out of online 
marketplaces for a substantial period of time until any invalidity challenge is adjudicated with only 
financial exposure in terms of their design filing.  
 
Some concerns about perceived ineffectiveness of design searching may be over-stated: The 
consultation indicates that, at present, advanced AI tools for design searching are not yet 
available. However, it does envisage that a meaningful level of search can be carried out using 
existing tools. Some arguments against design search and examination emphasise the 
impossibility of locating all relevant prior art and the perceived limitations of searching for prior 
registered design rights by Locarno class, given that UKRDs (like REUDs) may be invalidated by 
prior art from any sector. However, research into a sample of English-language EUIPO Invalidity 
Division invalidity decisions over the period 2011-2020 showed that a meaningful proportion of 
invalid REUDs were invalidated on the basis of prior art that emanated from relatively focused set 
of IP registers, and that was even (for prior designs) from the same Locarno class or (for trade 
marks and patents) from a Nice or IPC classification equivalent.15 The effectiveness of design 
examination is in any event only likely to improve as more powerful search tools, including AI-
based tools, become available.  
 
For all of these reasons, this consultation response is strongly supportive of the Government’s 
preferred position that Option O (‘do nothing’) should be discounted - indeed, as well as 

 
12 O/1007/22 (8 November 2022), [44]. 
13 The current fee for an online single-design application is £50 and 50-design online application is £150: 
https://www.gov.uk/government/publications/design-forms-and-fees/design-forms-and-fees#apply-for-a-
registered-design. Although fee increases are planned for 2026, overall filing fees will still remain low. 
14 TPN 2/2016, Costs in proceedings before the Comptroller 
(https://www.gov.uk/government/publications/tribunal-practice-notice-22016/tribunal-practice-notice-
22016-costs-in-proceedings-before-the-comptroller). 
15 Cornwell (n 1), pp356-361. 

https://www.gov.uk/government/publications/design-forms-and-fees/design-forms-and-fees#apply-for-a-registered-design
https://www.gov.uk/government/publications/design-forms-and-fees/design-forms-and-fees#apply-for-a-registered-design
https://www.gov.uk/government/publications/tribunal-practice-notice-22016/tribunal-practice-notice-22016-costs-in-proceedings-before-the-comptroller
https://www.gov.uk/government/publications/tribunal-practice-notice-22016/tribunal-practice-notice-22016-costs-in-proceedings-before-the-comptroller
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considering the options set out in the consultation, this response urges the Government to 
consider taking further steps well: In terms of tackling anti-competitive filings, Option 1 (limited 
search), Option 2 (two-stage system) and the option to introduce a bad faith objection may, in 
their own way, all go some way to addressing the problems of anti-competitive filings. However, 
there is a risk that they will also have little real deterrent effect. If the Government pursues either 
Option 1 (limited search) or the introduction of a bad faith objection, anti-competitive filers will 
simply be subject (alongside all other UKRD applicants) to whatever overall increase in filing fees 
is necessary generally to absorb the UKIPO’s increased operational costs: they can still file and 
take their chances as to whether their application will be objected to, at no further cost to 
themselves. Under Option 2 (two-stage system), anti-competitive filers will be unlikely to seek 
stage two full examination, but if they do they will pay the same examination fee as legitimate 
filers; anti-competitive filers will also incur no cost in the event of third party-requested stage two 
examination, unless the examination fee in such cases is split between rightholder and requester 
as it is in Australia.16 Even then, any fee is likely to be relatively small and, for the reasons outlined 
below, Option 2 may not in fact stop anti-competitive filers from attempting abusive enforcement 
action pending completion of stage two examination. The expense for anti-competitive filers 
under Option 1, Option 2 or bad faith examination may still be small compared to the benefit to 
be gained from disrupting legitimate trade.  
 
To increase deterrence and deal with anti-competitive filings more effectively, the Government 
should therefore consider by way of additional or alternative steps: 

 

• a faster summary judgment-style procedure in invalidity challenges that would be available 
for clear-cut cases, or an expedited procedure for cases where the contested UKRD has been 
used in online takedown;17 
 

• greater recovery of costs for invalidity applicants who successfully invalidate anti-competitive 
UKRDs – noting that there is already the ability to award costs off the official scale to respond 
to unreasonable behaviour;18  

 

• penalties for repeat anti-competitive filings – Filitz et al have, for example, suggested that 
persistent filers of pre-existing designs could be required to have their entire portfolio 
examined at their own expense;19  
 

• in the most serious cases, making use of the criminal offence at section 34 RDA for making or 
causing a false entry on the register– this might be used against repeat anti-competitive filers 
for falsely representing themselves as owners of the design applied for, in conjunction with 
the further steps below;  

 

• insofar as compatible with the UK’s treaty obligations, reinstating s3(2) RDA 1949 and 
requiring a formal declaration of ownership in the UKRD application form. Section 3(2) RDA 
was repealed in light of perceived difficulties that might arise for businesses in assuring 
themselves that they were the proprietor of the design at the time of filing. However, the case 
for this reform was arguably questionable. The UKIPO consultation at the time acknowledged 
that the UKIPO had no evidence to suggest that this was a frequent issue, but sought to 
proceed with this reform ‘on balance’ on the understanding that there did not appear to be 

 
16 Australian Designs Regulations 2004, Reg 11.05 and Schedule 4, Item 4. 
17 As also called for by the Appointed Person: O/1007/22 (8 November 2022), [46]. 
18 TPN 2/2016 (n 14). 
19 Filitz et al (n 2), 1204. 



 

9 
 

'overwhelming reasons' to retain the provision.20 The repeal went ahead even though some 
consultation respondents pointed out that removing s3(2) could allow fraudulent applications 
by persons who were not the true proprietor.21 The UKIPO acknowledged that the change 
could open up the UKRD application procedure to 'unscrupulous third parties', but took the 
view at the time that there was little to be done about this. 

 
Work on design reform overseas has also suggested introducing mandatory examination on first 
renewal of a design registration.22 That is, however, not a solution that seems likely to provide an 
effective or deterrent tool against anti-competitive filers, given the five-year period of protection 
that they would still have before the validity of their UKRD was tested on first renewal. It is 
therefore not advocated for here. 
 
2 - Options proposed in the current consultation 
 
The options presented in the consultation aim to solve the problem of anti-competitive filings in 
two very different ways: 
 

• Option 1 (limited search) and bad faith: These are targeted interventions, relying on the 
notion that it is possible to identify and single out anti-competitive filings during examination, 
and stop them making it onto the UK designs register. 
 

• Option 2 (two-stage system): This takes the opposite approach. Rather than trying to target 
anti-competitive filings, it introduces a universal mandatory additional step, in the form of 
stage two examination, that must be successfully completed by all UKRD applicants who want 
to be able to enforce their rights. Option 2 relies on the idea that imposing that extra step will 
either deter anti-competitive filers from making a UKRD filing in the first place or, if they do 
still file, will nonetheless prevent anti-competitive filers reaching a point where they can take 
any form of abusive enforcement action. It also provides a channel for third parties to request 
examination of anti-competitive filings at less cost and burden than pursuing invalidity 
proceedings. 

 
In absence of any projections on timing and costs in the consultation document, it is not possible 
to weigh up the implications for legitimate design applicants of any of the options above in terms 
of increased fees or time taken to register their UKRDs. For the reasons outlined further below, 
there is a risk that all options will fall short of dealing fully with anti-competitive filings. However, 
it is suggested that action needs to be taken and Option 1 is the preferred approach of this 
consultation response. Option 1 is less disruptive to the UKRD system overall: Option 2 is a far 
more wide-reaching reform which will seriously affect legitimate design applicants, potentially 
requiring applicants and their advisers to rethink UK filing strategies and budgets, and significantly 
disrupting the ability of legitimate design owners to take action against infringement. Because 
Option 1 aims to prevent any design right from ever issuing (as opposed to Option 2, which 
envisages the notion of a ‘partially registered’ design) if implemented effectively Option 1 will also 
provide more protection for businesses which might otherwise have adversely affected by anti-
competitive filings. Even if it does not fully solve the problem of anti-competitive filings, Option 1 
provides a mechanism to start tackling the problem and could also provide a basis for scaling up 
this work as and when more advanced search tools become available. This consultation response 

 
20 UKIPO, 'Consultation on the Reform of the UK Designs Legal Framework' (July 2012), p18. 
21 UKIPO, 'The Consultation on the Reform of the UK Designs Legal Framework Government Response - April 
2013' (April 2013), p20. 
22 Australian Government - Advisory Council on Intellectual Property, Review of the Designs System - Final 
Report, March 2015. 
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is strongly against Option 2, which may risk significantly adversely affecting all UKRD applicants 
without effectively dealing with anti-competitive filings for the reasons discussed further below. 
This consultation response also supports Option 1 over the introduction of a new bad faith 
objection, which is likely to be overall less effective than Option 1 in terms of tackling anti-
competitive filings.  
 
Further, more detailed comments are as follows: 
 
(i) General  
 
Scope of examination - novelty and individual character: Although the consultation raises the 
possibility of novelty-only search and examination, whatever option is adopted it is imperative 
that it involves examination for individual character, as well as novelty. If this is not done, any 
reform risks being toothless. This is well illustrated by the two Amazon ‘Fire’ TV stick invalidity 
decisions (O/0388/25, 29 April 2025; O/0905/25, 29 September 2025). Both challenges involved 
the same design representations and the same prior art: an extract from O/0388/25 is shown 
below: 

                           
 
In both cases, the UKRDs were invalidated on the basis of lack of individual character, not lack of 
novelty. The Hearing Officer identified small differences between the contested design and prior 
art: in particular, the removal of the ‘fire tv’ logo from the bottom part of the handset and of the 
small blue light in the upper right-hand corner. These changes were just enough to make the 
UKRDs novel. Unless there is a tightening up of the novelty standard (which is unlikely given the 
low threshold set by s1B(2) RDA 1949), filings like these will only ever be stopped by an exercise in 
examination that covers both novelty and individual character: a novelty check alone will not be 
enough. Savvy applicants are likely tweak their design representations just enough to get over the 
novelty threshold. Individual character may for other reasons also be the only viable basis upon 
which an anti-competitive filing might be objected to, particularly if there are shortcomings in the 
clarity or completeness of what is shown in the available prior art.23  
 
 
 
 
 

 
23 See eg O/0341/25 (9 April 25) where the prior art images appear not to have been clear enough to sustain a 
decision on novelty. 
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(ii) Option 1 - Limited search: 
 
If Option 1 is adopted, the criteria which trigger the decision of whether to conduct searches 
will need to be sufficiently robust that they do, in fact, catch a meaningful number of anti-
competitive filings: The consultation document suggests that examination might be conducted ‘if 
an examiner knows’ that a design is the same as or similar to a previously invalidated design,24 but 
relying on individual examiner knowledge would not be enough. The consultation also suggests 
that ‘suspicious filing activity’ could trigger examination,25 but does not specify what the 
indicators of such activity might be.  Some of examples of filings flagged in this consultation 
response - such as the ‘Fire’ TV stick UKRDs - should readily raise red flags: partly because the 
product itself is well known and partly because of the high profile third party trade marks 
appearing on the buttons of the handset, which are inherently unlikely to have been licensed for 
use by the UKRD applicants in question. However, other examples of UKRD invalidations noted in 
this consultation response involved filings which do not on their face contain anything to raise 
suspicion: they were for basic products with no particular commercial profile and carried no third 
party branding (at least in some instances because it had been removed);26 some were also filed 
by applicants who do not appear to have been involved in previous invalidations.27 While Option 1 
is a step in the right direction, it is unlikely that it will capture all anti-competitive filings – and, 
indeed, may only capture a relatively small proportion of them while the criteria for identifying 
suspicious filings are refined. The assumption in the options assessment that any new system will 
be successful in identifying and removing ‘most anticompetitive filings’ seems over-optimistic; the 
later comment that focusing only on more suspicious cases will ‘limit’ overall effectiveness is more 
realistic.28 Continuous review of the UKIPO’s criteria for deciding which UKRDs to examine would 
be required in order to improve and refine the UKIPO’s approach; to make this effective, the 
UKRD may need to start tracking data not currently recorded in its systems, so as to be able to link 
past invalidations and future filings with the necessary degree of nuance and detail.  
 
The criteria for triggering search and examination must also not be too broad: Balanced against 
the need for robust intervention, there is also the risk that over-broad criteria for flagging 
‘suspicious filings’ will capture too many legitimate UKRD applications. For example, the simple 
fact of having previously had a UKRD invalidated is not in and of itself evidence of anti-
competitive intent: UKRDs can, and will be, invalidated in circumstances where the dispute over 
novelty or individual character is genuine and entails no problematic intent on the part of the 
design registrant.  
 
Whatever criteria for triggering search and examination are adopted, they must be clearly 
communicated to all users of the UKRD system, and consistently and objectively applied. Online 
information must also clearly indicate whether any given UKRD has been examined or not: In 
this regard, it is instructive to recall concerns that existed in relation to the UKIPO’s examination 
practices prior to the abolition of substantive examination in 2006. Before that change of 
approach, the UKIPO examined design applications only on a discretionary basis - for example, if 
an individual examiner had relevant personal knowledge that prompted them to act. As 
commentary on the 2006 reforms noted, this was an ‘arbitrary system’ which left scope for 

 
24 Consultation document, p13, para 20. 
25 Consultation document, p13, para 20. 
26 See eg O/0567/25, 24 June 2025 (bath bomb set); O/0341/25, 9 April 2025 (electrical plug converter); 
O/0090/24, 07 February 2024 (bicycle kickstand). 
27 See eg O/0388/25, 29 April 2025 (‘Fire’ TV stick); O/0567/25, 24 June 2025 (bath bomb set); O/0905/25, 29 
September 2025 (‘Fire’ TV stick).  
28 Options assessment, pp3 and 4. 
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confusion as to whether any given UKRD had been examined or not.29 As the House of Commons 
Regulatory Reform Committee also noted at the time, the fact that there was a statutory power to 
search but over 90% of applications in fact went unexamined was creating a ‘false sense of 
assurance’ of design validity for applicants.30 Without clear communication of how the UKIPO 
plans to implement any new power to search and examine, there is a risk that Option 1 may 
reintroduce these difficulties into the UK registered designs system. The consultation indicates 
that a large number of respondents to the UKIPO’s 2022 survey already thought that the UKIPO 
checked design validity;31 to avoid the reintroduction of a selective power to search and examine 
confusing matters further, the UKIPO will need to undertake a suitable public information 
campaign. On any view, steps would also need to be taken to ensure that it is clear whether any 
given specific UKRD has been examined, stating this clearly against each individual UKRD on the 
UKIPO online search function.  
 
(iii) Option 2 - Two-stage system: 
 
Concern re confusion surrounding the Australian two-stage system: The two-stage system 
proposed in the consultation document is based on the system currently used in Australia, where 
designs passing the first stage (in Australia, essentially only a formalities check) are referred to as 
‘registered’ designs and those passing full examination at stage two are called ‘certified’ designs. 
However, there is a longstanding concern in Australia that its two-stage system is a source of 
confusion, to such an extent that that it has been suggested that Australia should itself reform its 
approach.32 The Australian choice of terminology (‘registered’ and ‘certified’) may be a potential 
contributor to these difficulties. However, terminology does not appear to be the only issue. 
Empirical work by IP Australia revealed that many owners of Australian design rights were 
‘thoroughly confused by, or completely unaware of’ the distinction between registered and 
certified designs.33 IP Australia’s research concluded that it may be the two-step process itself 
which is the source of confusion.34 This work provides good reason to be concerned that any 
move to a two-stage system in the UK could result in even greater confusion about the UKRD 
system than exists at present. 
 
Evidence from Australia also suggests that the two-stage system does not in fact prevent 
abusive enforcement activity: Australian legislation provides that infringement proceedings may 
not be brought without a certificate of examination.35 Australian statute also provides that, if a 
certificate of examination has not been issued in respect of a design, a threat to bring 
infringement or other similar proceedings is an unjustified threat.36 Nonetheless, IP Australia’s 
research heard reports of cease and desist letters and other enforcement steps being taken in 
relation to designs that had not been certified: this was seen across businesses of different sizes, 
in different sectors and both with and without legal representation.37 IP Australia's research also 
notes that cease and desist letters were often sent about designs that had not been certified and 

 
29 H Padley and K Starks, 'Registered design: modernisation of system' Ent LR 2007, 18(1), N8-9.  
30 House of Commons Regulatory Reform Committee, Proposal for the Regulatory Reform (Registered Designs) 
Order 2006, Report HC 1142, 23 May 2006 
(https://publications.parliament.uk/pa/cm200506/cmselect/cmdereg/1142/1142.pdf), para 19. 
31 Consultation document, p12, para 11. 
32 See eg: ACIP, Review of the Designs System - Final Report (March 2015); M Campbell and L Halperin, 
'Redesigning Designs: The Future of Design Protection in Australia' (2020) 121 Intellectual Property Forum, 9-
17; T Berger, Australian Design Law and Practice (Thomson Reuters, 2023), p111. 
33 Campbell and Halperin (n 32), 14. 
34 Campbell and Halperin (n 32), 15. 
35 Designs Act 2003 (Cth), s73(3). 
36 Designs Act 2003 (Cth), s77(3). 
37 Campbell and Halperin (n 32), 14-15. 

https://publications.parliament.uk/pa/cm200506/cmselect/cmdereg/1142/1142.pdf
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that, while some businesses may not have known the difference between registration and 
certification, others did this ‘very intentionally, relying on the lack of knowledge of others’.38   
 
These findings show that the Australian two-stage system has not in practice operated as a bar to 
some holders of uncertified designs attempting purposefully taking steps to enforce uncertified 
designs. This gives substantial grounds for concern that any move to a two-stage system in the UK 
may not actually reduce attempted abusive conduct by anti-competitive filers. The UK 
consultation document and options assessment both assume that the Option 2 two-stage process 
would stop abuse of e-commerce notice and takedown.39 However, the Australian experience 
suggests that anti-competitive filers may intentionally attempt to subvert the two-stage process 
by continuing to take action to assert their rights through steps short of commencing court 
proceedings armed with only a stage-one ‘partially registered’ design, and that at least some of 
those targeted are unlikely to understand that that such action lacks legal foundation. In practice, 
the only disincentive to taking such steps may be UK threats laws, but threats rules do not 
hitherto seem to have proved to be a deterrent. 
 
External dependencies: The effectiveness of Option 2 is also dependent on the response of online 
marketplaces. For Option 2 to be fully effective, all online marketplaces – including both those 
currently in existence and any new online marketplaces which may launch in future – would need 
to have a clear understanding of the distinction between stages one and two of the two-stage 
process, be able to distinguish filings which have been examined from those which have not, and 
be willing to deploy the time and resource necessary to filter and respond to takedown requests 
appropriately according to whether stage two examination has taken place. This is a major point 
of weakness for Option 2: unless the Government takes formal action to impose mandatory rules 
on online marketplaces, this is a dependency that sits entirely outside the control of Government 
and design stakeholders. The options assessment assumes that e-commerce platforms will revise 
their T&Cs as necessary, but also notes that the cost to online marketplaces of doing so might 
‘inhibit’ such changes and ‘dampen’ the effectiveness of the proposed reform.40 Commentary has 
suggested legislation mandating online marketplaces’ response on this issue.41 
 
Adverse consequences for legitimate design applicants: Option 2 also has major disruptive 
implications for legitimate design applicants generally, as no applicant will be able to enforce their 
rights until stage two examination has been completed. This is a radical change to UK practice: it is 
suggested here that the comments in the options assessment that familiarisation and time costs 
would be ‘minimal’ are seriously misplaced.42   
 
In Australia, stage two examination can take between four to eight months; although it is IP 
Australia’s practice to consider expediting the process in appropriate cases, this is a ‘courtesy’ and 
has no statutory basis.43 Given the density of prior art across some design sectors and the need to 
examine for individual character as well as novelty, stage two full examination by the UKIPO is 
may well take time. For any legitimate design rightholder discovering an infringement before 
stage two examination had been requested or completed, Option 2 could thus preclude taking 

 
38 IP Australia, Talking Design, 2019 (downloadable at 
https://consultation.ipaustralia.gov.au/policy/enhancing-australian-design-protection/), 18. 
39 Consultation document, p14, para 26; Options assessment, p5. 
40 Options assessment, pp3, 5 and 7. 
41 M Ridley et al, 'Would substantive examination benefit UK registered designs?' (2022) 51 CIPA Journal 19, 
22. 
42 Options assessment, pp6 and 10. 
43 Ridley et al (n 41), 21; IP Australia, Designs Examiners' Manual of Practice and Procedure 
(https://manuals.ipaustralia.gov.au/design), section 8.6. 

https://consultation.ipaustralia.gov.au/policy/enhancing-australian-design-protection/
https://manuals.ipaustralia.gov.au/design
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enforcement action for a potentially lengthy intervening period. There would also be no way to 
seek an urgent interim injunction. In practical and policy terms, however, there is no way of 
deviating from the rule that all designs must be fully examined before enforcement action is 
commenced without undermining the utility of Option 2 as a tool against anti-competitive filings. 
The consultation document mentions a survey suggestion to allow litigation to start before 
completion of stage two examination,44  but if that approach were adopted then there would be 
nothing to stop anti-competitive filers acting exactly as they do at present, to initiate online 
takedown or other enforcement steps before certification and even while a third party 
examination request was pending.  
 
In practice, Option 2 may come close to implementing mandatory full examination: In practice, 
if Option 2 were enacted, the only way for legitimate design applicants to ensure that they were 
in a position to act promptly against infringers may be to request stage two examination for all 
UKRDs of potential commercial importance immediately after completion of stage one of the 
filing process. Data from Australia indicates that certification rates there are low: from 2020 to 
2024, the number of certifications each year corresponded to only around 15-19% of annual 
filings.45 However, there is no reason to assume that this would be replicated in the UK. IP 
Australia’s data also shows that non-Australian design applicants certify at more than double the 
rate of Australian applicants.46 One explanation that has been offered for this is that non-
Australian applicants may adopt practices that reflect norms in their home countries, where legal 
action against infringement is relatively more common than in Australia.47 If that is so, then the 
UKIPO may receive a much higher rate of stage two examination requests: there are more design 
litigations in the UK than Australia, and the established ‘norm’ in the UK is that design rightholders 
expect to be in a position to take immediate action if infringement is discovered.48 There are also 
other substantial differences between the UK and Australian design systems – both in the range of 
designs that are capable of protection in law in each jurisdiction, and also in the different overall 
profile of UK and Australian filings in terms of most popular Locarno classes, applicants’ country of 
origin and the business focus of each jurisdiction’s top filers. These differences may result in a 
different overall profile in terms of the number of UKRDs submitted for stage two examination. 
Stage 2 examination may also become a de facto necessity for other reasons, for example if 
commercial norms were to evolve such that failure to complete stage two examination adversely 
affected the value of UKRDs in licensing deals or other commercial transactions.  
 
Compliance with the Hague system: It is beyond the scope of this consultation response to 
comment on the extent to which Option 2 aligns with the UK’s membership of the Hague system. 
If minded to pursue Option 2 (two stage system), the Government would need to complete an 
evaluation would of whether how far an Australian-style two-stage system would be compatible 
with the UK’s Hague membership. 
 

 

 

 
44 Consultation document, p15, para 30. 
45 IP Australia, Australian IP Report 2025 (https://www.ipaustralia.gov.au/tools-and-research/professional-
resources/data-research-and-reports/Australian-IP-Report-2025), 19. 
46 M Falk et al, Designs Law and Practice, IP Australia Economic Research Paper 08, 2019 (downloadable at 
https://consultation.ipaustralia.gov.au/policy/enhancing-australian-design-protection/), 14. 
47 Falk et al (n 46), 14. 
48 In Australia, there were only 15 design infringement cases under the Australian 2003 Act in the 18-year 
period from June 2004 to June 2022: see V Huang, 'Empirical analysis of design litigation in Australia' in E 
Derclaye (ed) Research Handbook on Empirical Studies in Intellectual Property Law (Edward Elgar, 2023), 373. 

https://www.ipaustralia.gov.au/tools-and-research/professional-resources/data-research-and-reports/Australian-IP-Report-2025
https://www.ipaustralia.gov.au/tools-and-research/professional-resources/data-research-and-reports/Australian-IP-Report-2025
https://consultation.ipaustralia.gov.au/policy/enhancing-australian-design-protection/
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Section A2: Bad faith 

To what extent do you agree or disagree with the proposed approach to introduce an explicit bad 

faith provision for designs? 

Strongly agree 

Agree 

Neither agree nor disagree 

Disagree 

Strongly disagree 

Don’t know 

To what extent do you agree or disagree with each of the following? A bad faith provision would 

allow IPO to address: 

Applications for well-known products. [Strongly agree, Agree, Neither agree nor disagree, 

Disagree, Strongly disagree] 

Applications where another company’s product photographs are used by a third party to 

seek protection. [Strongly agree, Agree, Neither agree nor disagree, Disagree, Strongly 

disagree] 

Applications which are re-filed for previously invalidated designs. [Strongly agree, Agree, 

Neither agree nor disagree, Disagree, Strongly disagree] 

Anti-competitive applications more generally [Strongly agree, Agree, Neither agree nor 

disagree, Disagree, Strongly disagree] 

If a bad faith provision is introduced, would it provide you/your business with: No response - this 

submission is unable to comment on the business perspective. 

A benefit/opportunity (yes, know, don’t know) 

A challenge (yes, know, don’t know) 

If a bad faith provision introduced, would any impact on you/your business be: No response - this 

submission is unable to comment on the business perspective. 

Positive (yes/no/don’t know) 

Negative tick (yes/no/don’t know) 

Please provide any additional information relevant to deferment. 

The consultation focuses on introducing bad faith as a ground for ex parte objection during the 
examination process. The responses to the questions above ‘agree’ that doing so could allow the 
UKIPO to address the various forms of anti-competitive filing noted there. However, this 
consultation response takes the view that a ‘bad faith’ objection is not the preferred solution for 
tackling anti-competitive filings and that, insofar as anti-competitive filings are the main concern, 
there are other ways of responding to the problem: 
 
A bad faith objection is unlikely to be more effective than Option 1 (limited search), and in 
practice is likely to significant overlap with Option 1: As a response to anti-competitive filings, it 
is hard to see how ex parte examination of UKRD filings for bad faith is likely to have significant 
bite. Without conducting searches, bad faith objections would in practice only be raised on an ad 
hoc basis on the basis of individual examiner knowledge. Many cases of anti-competitive filings 
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may go unremarked upon. If the process of testing for bad faith is made more robust by 
conducting searches prompted by examiner suspicion, then a bad faith objection would 
essentially be replicating Option 1 (limited search) but with the further need to demonstrate an 
additional mental element in terms of the applicant’s motives for filing. It would be more 
straightforward to deal proceed by implementing Option 1 (limited search), thereby ensuring a 
consistent approach to conducting searches and avoiding examiners having to build a case on the 
additional mental element needed for bad faith. 
 
Examiners already have some power to object to certain UKRD filings where there are 
suspicions over entitlement under s3A(3) RDA 1949: Section 3A(3) RDA 1949 empowers 
examiners to object to UKRD filings if ‘it appears… that the applicant is not under section 3(2) or 
(3) or 14 entitled to apply for the registration of a design included in the application’. Although 
s3(2) was repealed in 2014, under s3(3) RDA a UKRD applicant must be the person who owns any 
parallel national unregistered design rights. This might provide at least some basis for objection to 
some anti-competitive filings, for example where it is inherently implausible that the applicant 
could be the owner of any UKUDR also subsisting in the design. For the reasons already discussed 
above, insofar as possible within the UK’s international treaty commitments, the Government 
should also consider reinstating s3(2) RDA 1949, which provided that a UKRD had to be made by 
the person claiming to be the proprietor of the design. Coupled with s3A(3), this would reinstate a 
wider power to object during examination where there were suspicions over entitlement. 
 
Developing a definition of ‘bad faith’ in the design law context is complex, and likely to lead to a 
protracted period of case law uncertainty: Developing a workable general definition of bad faith 
in registered trade mark law has taken decades of case law, including multiple references to the 
CJEU and, most recently, appeal to the UKSC.49 However, the trade mark law test for bad faith 
does not transpose neatly into the design law context. The CJEU in SkyKick defined bad faith as 
arising:50 
 

'where it is apparent from relevant and consistent indicia that the proprietor of a trade 
mark has filed the application for registration of that mark not with the aim of engaging 
fairly in competition but with the intention of undermining, in a manner inconsistent with 
honest practices, the interests of third parties, or with the intention of obtaining, without 
even targeting a specific third party, an exclusive right for purposes other than those 
falling within the functions of a trade mark’. 

 
This test is predicated on two key tenets of registered trade mark law: first, that registered trade 
marks are intended to be put into use; and second, that trade marks perform certain 'functions' in 
the marketplace, particularly to indicate the origin of the goods and services to which they are 
applied. However, neither of these apply to UKRDs. There is no 'use' requirement in UK registered 
design law, and the design law system intentionally permits high-volume filing of many and 
multiple versions of a design, most of which will never be commercialised. A registered design 
accordingly also has no marketplace 'functions' against which good or bad faith intention could be 
judged. An intention to undermine specific third party interests as per the first limb of SkyKick 
could be relevant in design law; on the second limb of SkyKick, any design law test for bad faith 
might need to focus more on Hasbro-style reasoning, built around the intentional circumvention 
of fundamental rules of design law contrary to the purpose of those rules and to the detriment of 
the balance of the design law system.51 Either way, a period of considerable legal uncertainty 
should be expected while this is worked out by the courts. 

 
49 SkyKick UK Ltd v Sky Ltd [2024] UKSC 36. 
50 Case C-371/18 Sky v SkyKick EU:C:2020:45, [75]. 
51 Case T-663/19 Hasbro Inc v EUIPO EU:T:2021:211, on trade mark ‘evergreening’. 
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A bad faith challenge also has little to offer third parties in the context of anti-competitive 
filings, if introduced into grounds for invalidation: In addition to contemplating bad faith as a 
potential objection during examination, it is worth considering whether there is a case for opening 
up objection on the basis of bad faith to third parties as a new ground of invalidation. However, 
insofar as the focus remains on anti-competitive registrations, the role for bad faith invalidations 
also seems limited, as most potential bad faith scenarios are already, or could be, dealt with via 
existing grounds for invalidation.  
 
For example, if an anti-competitive filing claims a design which is already in the public domain, 
provided that there is acceptable evidence of prior disclosure it should be more straightforward 
for a third party to challenge that filing for lack of novelty or individual character than to assume 
the evidential burden of also demonstrating the mental element of bad faith. If an anti-
competitive filing is for a design that is not yet in the public domain, there is already a right for the 
true owner of the design to challenge the filing on the basis that they are the proprietor of the 
design.52 If there is a co-pending unpublished earlier filing by the true owner, the true owner may 
be able to rely on that.53 One scenario in which a bad faith objection might be useful to a third 
party seeking to invalidate an anti-competitive filing is if the prior disclosure of the design in 
question is excluded from the relevant prior art as an ‘obscure’ disclosure under the carve-out at 
s1B(6)(a) RDA 1949. However, it is by no means self-evident that a bad faith objection should be 
available in such circumstances: the policy underpinning s1B(6)(a) RDA 1949 is that designs 
disclosed in such circumstances may be re-appropriated by filing in the UK, even if the prior 
disclosure was by a different owner. The other scenario in which a bad faith objection might cover 
ground not already dealt with in the existing grounds for invalidation is if the appropriated design 
is not yet in the public domain but the person seeking to object is also not the true owner of the 
design, and thus cannot challenge on the basis that they are the proprietor.54 However, this could 
be dealt with without introducing a bad faith objection, by opening up proprietorship challenges 
so that they can be brought by any interested person or (to exercise more control over who might 
bring such a challenge) any ‘person aggrieved’.  
 
With all of these points in mind, this consultation response prefers Option 1 (limited search) as a 
response to anti-competitive filings. That option could be coupled with the various further 
suggestions made above. 
 
There are, however, further and different scenarios in which a bad faith objection might play a 
role. The consultation itself suggests that, if rules were to be adopted requiring the disclosure of 
the use of generative AI in creating a design, supplying incorrect information could be bad faith.55 
It is also possible to see how there could be a role for a bad faith objection if it were to become 
law that AI-generated designs were not permitted. More generally, there is currently no penalty 
for an applicant who gives a deliberately inaccurate product indication in their UKRD application,56 
a step which an applicant might take to try to make their design hard to find in clearance 
searches. As noted above, recent research has also established evidence of firms selling 
‘authorship’/’ownership’ slots on UKRD filings to overseas academics to help those academics 

 
52 See currently RDA 1949, s11ZA(2). 
53 See currently RDA 1949, s11ZA(1A). 
54 RDA 1949, s11ZB(5). 
55 Consultation, p47, para 24. 
56 As flagged in Green Lane Products Ltd v PMS International Group Plc [2008] EWCA Civ 358, [48]: Jacob LJ was 
commenting there on the EU design system, but the same is also true for UKRDs.  
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game their academic CVs.57 Such activities might well be viewed as a bad faith. The UKIPO and 
practitioners may also have further experience of other practices that raise bad faith concerns. 
 
It is recognised that these are not all issues that would be picked up by Option 1 (limited search), 
which would therefore not provide a solution if wider concerns are also to be tackled. Some of 
these matters could be dealt with by enacting specific rules and corresponding 
consequences/penalties, without falling back on a broad and non-specific ‘bad faith’ objection and 
the difficulties that that could entail – for example, on use of AI by stipulating specific rules and 
consequences dealing with identifying the designer of a design or use of AI in a design application, 
or on the product indication, by adding a statutory requirement to the RDR 2006 that this must be 
accurate and making it possible for the examiner to object if is not so. On the other hand, a ‘bad 
faith’ objection and ground for invalidation might provide a flexible tool for responding to misuses 
of the design system. 
 

 

Section A3: Observation and Opposition 

Please rank the options in order of preference (1=most preferred, 4=least preferred):  

Option 0 – Do nothing – 1 - Most preferred 

Option 1 - Introduce a post-registration opposition period for designs (“registered at risk”) 4 

- Least preferred 

Option 2 – Introduce a pre-registration opposition period for designs 2  

Option 3 – Introduce an Observation Period 3 

 

In your opinion, would these options provide an effective tool to address potentially anticompetitive 

or otherwise invalid designs being registered?  

Post-registration opposition (Y/N/don’t know) No 

Pre-registration opposition period (Y/N/don’t know) No  

Observation period (Y/N/don’t know) No 

 

How likely would you be to use the following options if introduced? (very likely, likely, neither likely 

or unlikely, unlikely, very unlikely). No response - this submission is unable to comment on the 

business perspective. 

Post-registration opposition 

Pre-registration opposition period 

Observation period 

 

 

 

 
57 Richardson et al (n 5). 
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To what extent do you agree or disagree with the government’s view that a two-month period for 

opposition or observation strikes the right balance between the needs of applicants and third 

parties?  

Strongly Agree 

Agree 

Neither agree or disagree 

Disagree 

Strongly Disagree 

Don’t know 

Would publishing a design before registration cause you or your clients any problems if introduced 

(YES/NO/Don’t know)? No response - this submission is unable to comment on the business 

perspective. 

Would publishing a design before registration cause you any problems when filing in other countries 

(YES/NO, don’t know). No response - this submission is unable to comment on the business 

perspective. 

If an opposition or observation period is introduced, would it provide you/your business with a 

benefit or challenge: No response - this submission is unable to comment on the business 

perspective. 

Post-registration opposition (benefit/challenge/don’t know) 

Pre-registration opposition period (benefit/challenge/don’t know) 

Observation period (benefit/challenge/don’t know) 

If an opposition or observation period is introduced, would any impact on your/your business be: No 

response - this submission is unable to comment on the business perspective. 

Post-registration opposition (positive/negative/don’t know) 

Pre-registration opposition period (positive/negative/don’t know) 

Observation period (positive/negative/don’t know) 

Please provide any additional information relevant to opposition or observation 

Many of the points considered in Section A3 of the consultation are practice-driven and not 
matters that this consultation response is in a position to comment on.  However, this submission 
does make two observations, which underpin the responses given to the questions above: 
 
In relation to Option 1 (post-registration opposition), it is difficult to see what this option would 
provide that is different to post-grant invalidation: The consultation document suggests that 
setting a specific time period for filing concerns would be an advantage of post-grant opposition,58 
but it is not evident why this would be so: the interests of third parties - and the public interest 
generally - are best served by making it possible to challenge a granted UKRD at any time post-
grant. The only point that might differentiate post-grant opposition from post-grant invalidation is 
if ‘registered at risk’ status had actual substantive consequences – for example, that a UKRD that 
had not reached the end of the post-grant opposition period could not be relied upon in any form 
of enforcement action. However, the consultation document does not indicate that this is 
intended: in any event, this seems likely to cause confusion and may not be effective against anti-

 
58 Consultation, p21, para 53. 
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competitive filings, for the reasons discussed above in relation to search and examination Option 
2 (two-stage system).  

 
In relation to Option 2 (pre-grant opposition) and Option 3 (pre-grant observation), it seems 
unlikely in practice that many third parties would be in a position to utilise either of these 
options effectively: To be able to identify problematic applications when published and take 
action against them (particularly within the proposed time limits) is likely to require third parties 
to maintain design watching services. Only larger businesses are likely to have the budget for this, 
and even then watching services may not be able to identify all applications of concern.  

 
This consultation response therefore takes the view that Option 0 (‘do nothing’) is the most 
appropriate course of action, on the basis that post-grant invalidation already provides a 
procedural channel for third party objection to UKRDs and that steps will also be taken by 
implementing Option 1 (limited search) and, possibly, a bad faith objection/ground for 
invalidation. As noted earlier in this response, the Government is also encouraged to take steps to 
improve invalidation procedures so that disputes involving anti-competitive filings can be dealt 
with more quickly and with a higher level of cost recovery for successful invalidity applicants. 
 

 

Combination of options 

Several options for addressing anticompetitive filings have been set out above.  Do you (select 

appropriate) think:  

It would be useful to users to have different ways of addressing anti-competitive behaviour 

(Y/N/don’t know). Yes 

Having different ways to address anti-competitive behaviour would unnecessarily 

complicate the legal framework? (Y/N/don’t know) No 

 

Which options should be introduced (please tick all that apply)  

Search and examination 

Bad faith 

Post-registration opposition 

Pre-registration opposition 

Pre-registration observation 

 

Section A4: Search and examination 

No response. 

 

Section A: Assessment of impacts 

Do you agree with our assessment of the impacts as set out in Annex 2? (Yes/No/Don’t know) No 

Are there any impacts which we have not been included but should be? (Yes/No/Don’t know) Yes 
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Please supply any relevant information which you consider would be useful and help us assess the 

impacts of the options. 

This consultation response has two particular comments on the Section A options assessment: 
 
First, the options assessment may significantly underestimate the negative impacts caused by 
anti-competitive filings: The options assessment appears to focus on disruption for legitimate 
design applicants.59 However, this is not the only problem caused by anti-competitive filings – 
indeed, in many cases, the design may already be in the public domain such that no-one can 
legitimately file for a UKRD for the design in question if the true proprietor has not already done 
so. A key harm caused by anti-competitive filings is also in the disruption experienced by traders 
(including those who make no claim to be the true owner of the design in question) whose 
legitimate trade in product in free circulation is shut down through abusive online takedown. 
Many of these may be small businesses whose turnover from their online business is low in 
relative terms, but critical to their business survival. Many of these businesses will also never be 
users of the registered design system. It must be recognised that many such traders may be 
wholly unaware of the present consultation and may thus not bring their experiences to the 
attention of the UKIPO through the current consultation process. On any view, the methodology 
used in the options assessment to estimate the number of pre-existing UKRD filings that damage 
other entities’ revenue and the number of businesses affected seems to severely underestimate 
the potential number of anticompetitive filings that may be used in online takedown annually; 
that estimate is also very much out of line with the UKIPO’s own work exploring the percentage of 
design filings which are for pre-existing designs. There is no evidence provided in the options 
assessment to support the assumption that only ‘a comparatively limited’ number of anti-
competitive filings lead to takedowns.60  
 
The options assessment also risks very substantially understating the benefits to be gained by 
tackling anti-competitive filings: The options assessment expresses uncertainty as to whether the 
costs to anti-competitive filers that would be caused by UK design law reform should be 
monetised or omitted from the final cost-benefit analysis.61 This uncertainty is misplaced: it seems 
deeply counterintuitive to suggest that the benefits gained from anti-competitive filings are a 
valid economic consideration, the loss of which might balance out the gains to legitimate traders 
when making an overall cost-benefit analysis for the purpose of deciding whether to proceed with 
reform. This uncertainty is also in fundamental contradiction with the position adopted 
throughout the consultation that anti-competitive filings are a bad faith misuse of the UK design 
system. The options assessment is correct that making an anti-competitive filing is not per se 
‘breaking the law’.62  However, it is a knowing attempt to obtain rights that are invalid. Asserting 
an anti-competitive filing in online IP takedown may also be an actionable legal wrong in the form 
of a groundless threat.63 It is suggested here that this should mean that any losses to anti-
competitive filers resulting from reform can be discounted from the overall cost-benefit 
evaluation, such that the gains to legitimate businesses are properly taken on board. 
 

 

 
59 Options assessment, pp2-3, 5 and 8. 
60 Options assessment, p9. 
61 Options assessment, pp4, 6 and 10. 
62 Options assessment, p6. 
63 On which, see generally The Noco Company v Shenzhen Carku Technology Co Ltd [2023] EWCA Civ 1502 and 
earlier discussion in Quads 4 Kids v Campbell [2006] EWHC 2482 (Ch), Cassie Creations Ltd v Blackmore [2014] 
EWHC 2941 (Ch) and T&A Textiles and Hosiery Ltd [2015] EWHC 2888 (IPEC). 
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Section B – Deferment 

 

No response to this section. 
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Section C - Graphical User Interfaces and Animated Designs 

 

Do you register animated designs/GUIs? 

• Yes 

• No 

• NA 

If yes, how many animated designs/GUIs have you registered in the last 12 months NA 

• 0-9 

• 10-19 

• 20-29 

• 30-39 

• 40-49 

• 50+ 

If yes, do you think the current system is fit for purpose for registering animated designs/GUIs? NA 

• Yes 

• No 

• Don’t know 

 

Discounted options 

Do you agree that “do nothing” should be discounted? No response 

• Yes 

• No 

• Don’t know 

Option 1 – Provide further guidance on what can be protected as a design 

Would additional guidance on what can be protected as an animated design be useful? No response 

• Yes 

• No 

• Don’t know 

If yes, what would you find helpful to include (tick all that apply)? No response 

• What is considered acceptable as an animation/moving design. 

• How a progression is assessed in a sequence of still images representing an animation. 

• Use of an additional description to explain how the animation or sequence transitions in a 

sequence of still images. 

• How the relationship between different screens is assessed in a piece of software or an app. 

• Are there any specific types of animated design that you would like guidance on in relation 

to whether they would be considered acceptable as a single design? 

• Do you have any examples of animated designs for which you believe guidance would be 

helpful? 

• Other (please specify) 
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Option 2 – Amend legislation 

Do you think the current definition of a design within the RDA meets the needs of applicants who 

want to protect animated designs and GUIs? No response 

• Yes 

• No 

• Don’t know 

Do you think the current definition of a product within the RDA is adequate? No response 

• Yes 

• No 

• Don’t know 

Would you be in support of the UK amending the definition/s of a product and/or design? 

• Product – Yes/no/don’t know 

• Design – Yes/no/don’t know 

• N/A 

If yes, do you think we should make similar changes to the EU? 

• Yes  

• No 

• Don’t know 

Would you be in support of the UK extending the rights in a registered design to prohibit creating, 

downloading, sharing or distributing to others any medium or software which records the design, 

(similar to the EU)? No response  

• Yes 

• No 

• Don’t know 

 

Option 3 – Allow users of the designs registration system to file different file formats 

Should IPO accept file formats which show movement and animation? No response 

• Yes 

• No 

• Don’t know 

Should IPO accept 3D computer-aided design file formats? No response 

• Yes 

• No 

• Don’t know 

If yes, which file types should we accept? Please tick all that apply No response 

• OBJ 

• STL 

• X3D 
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• DWG 

• SWF 

• MPEG 

• WMV 

• MP4 

• WebM 

• Other – please specify 

 
Whatever file formats are accepted, they must be such as to allow any and all third parties easily 
to consult the register without any technical obstacles or difficulties.  Opening up the range of 
acceptable file formats has worked in registered trade mark law, but has been limited to file 
formats that are widely and commonly used. 
 

 

How problematic do you feel the following would be when protecting a design using a video or CAD 

file format? (Not problematic, Somewhat problematic, Very problematic, Don’t know) No response 

• Claiming priority  

• Displaying the registered design on the register  

• Displaying the registered designs on the registration certificate  

• Certified copies -  

• Visual disclaimers -  

• Other (please specify) 

 
See the comment above - whatever file formats are accepted, they must be such as to allow any 
and all third parties easily to consult the register.  Opening up the range of acceptable file formats 
has worked in registered trade mark law, but has been limited to file formats that are widely and 
commonly used. 
 

 

Would any potential issues claiming priority be overcome by being able to file a sequence of still 

images alongside a video or CAD file? No response 

• Yes 

• Yes but only if video or CAD file is filed as additional information 

• No 

• Don’t know 

 

Under our Public Sector Equality Duty, we do not expect any significant equality impacts from this 

change. Do you agree (Y/N/don’t know)  

If no, please share any relevant evidence or concerns.  
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Option 5 – Publication of an additional description filed alongside stills/video clips 

Would you find it useful to file a description to describe an animation or transition? No response 

• Yes 

• No 

• Don’t know 

• NA 

Do you think that such a description should be published as part of the registration: See comments 

below 

• Yes 

• No 

• Don’t know 

• N/A 

Do you think that the scope of protection of a design should be assessed in light of the optional 

description? (Y/N/don’t know) See comments below 

• Yes 

• No 

• Don’t know 

• N/A 

What would the impact be of allowing a description to be filed as part of an application (Easier, no 

change, harder, don’t know) No response 

• Understanding the register 

• Carrying out due diligence 

• Filing in the UK based on a foreign priority. 

• Filing abroad based on a UK priority. 

 

Combining options 

Which options do you think we should introduce? (please select all that apply)  

• None 

• Additional guidance 

• Amend the legal definition of a design only 

• Amend the legal definition of a product only 

• Amend the legal definitions of a design and product 

• Increase the file formats available to users 

• Publish description as part of the registration 

 

Please provide any further comments you wish to make about protecting animated designs and 

graphical user interfaces  

On the legal definitions of ‘design’ and ‘product’: It makes sense from a legal and policy 
perspective for UK registered design law and UKSUD to maintain alignment with the updated 
definitions of 'design' (now including movement, transition and animation of design features) and 
'product' (now mentioning graphical user interfaces) at Article 2 Directive (EU) 2024/2823 and 



 

27 
 

Article 1(9) of Regulation (EU) 2024/2822. To do this effectively involves amending definition of 
both ‘design’ and ‘product’: there does not appear to be any good reason to only amend one of 
these definitions but not the other. 
 
Publishing descriptions: The present consultation should not consider publishing any optional 
description provided for a GUI/animated design without also considering confirming more clearly 
in statute what the formal legal status of a description actually is. Under the RDR 1995 (as 
amended), it was stipulated that neither the indication of the product nor any optional 
description should be taken to ‘limit the scope of protection conferred by registration of a 
design’;64 however, the RDR 2006 dropped this provision in relation to the description. The RDR 
2006 accordingly do not indicate whether a description may affect scope of protection or not. The 
explanatory notes to the RDR 2006 offered no explanation for this change; commentary has noted 
that the reason for the deletion is unclear, and that it may even have been accidental.65 Although 
discussed in M&S v Aldi, both the first instance and appeal decisions in that case leave the 
position uncertain.66 Deciding how to proceed on this issue entails wider issues that require full 
consideration. For the reasons noted by HHJ Hacon in M&S v Aldi, there is potential concern that 
third parties may be misled if a description is published but it does not, as a matter of law, affect 
the interpretation of a design or its scope of protection. At the same time, EU case law has 
adopted the position that any optional description should play no role in determining scope of 
protection against infringement, validity or even in construing an EU design filing in order to 
establish the subject matter of protection.67 There is, therefore, potential for a divergence 
between EU and UK approaches. If steps are taken to publish descriptions and to clarify their 
status in law, there should also be consideration of whether this should be done for all UKRDs, not 
just filings for GUIs/animations. 
 
Extending the rights in UKRD to prohibit creating, downloading, sharing or distributing to others 
any medium or software which records the design: It is noted that this consultation asks about 
expanding the acts constituting infringement of a UKRD in line with EU reforms. It is a cause of 
some concern that this question has been included in a part of the consultation that is not about 
infringement and is only about GUIs/animated designs, whereas the proposed expansion of 
infringement would not be so limited and would apply to all UKRDs. There is a risk that consultees 
not interested in GUIs/animated designs will have missed this question. It is suggested that this 
question should have been more prominently flagged to consultees in order to ensure response 
from an appropriate range of potentially affected stakeholders. This is a factor which may need to 
be taken into account when considering consultation responses.  
 

 

Assessment of impacts 

Do you agree with our assessment of the impacts as set out in the annex? (Yes/No/Don’t know) 

• Are there any impacts which we have not been included but should be? (Yes/No/Don’t know) 

If yes, please briefly explain which additional impacts should be included.  

 
64 RDR 1995 (as amended), r14(3) and r17A. 
65 N. Caddick, G. Harbottle and U. Suthersanen, Copinger and Skone James on Copyright, 19th edn (Sweet & 
Maxwell, 2024), para 14-208; D. Musker, Navigating Design Law (CIPA, 2021), p79.  
66 Marks and Spencer Plc v Aldi Stores Limited [2023] EWHC 178 (IPEC) and [2024] EWCA Civ 178.  
67 See in particular Case T-9/15 Ball Beverage Packaging Europe Ltd v EUIPO EU:T:2017:386 and Case T-286/16 
Kneidinger v EUIPO EU:T:2017:411.  
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Section D – Computer-generated designs 

 

Do you agree that the existing computer-generated designs provisions should be removed? 

Yes 

 

Please explain your answer and provide relevant evidence. 

These provisions are redundant, conceptually incoherent, and create significant risks of market 
distortion and legal uncertainty if left in place. Repeal should be accompanied by targeted 
clarifications and safeguards (see the recommendations set out further below). 
 
1)  For UKUDR, the CGD provision is redundant and empty of substantive meaning. 
 
The existing computer-generated design (CGD) provision is legally redundant and conceptually 
incoherent within the structure of UK unregistered design right (UKUDR). It was originally 
introduced to resolve a narrow authorship problem in relation to works produced by computers 
without a human author, by assigning authorship or “designership” to the person who made the 
“arrangements necessary for the creation of the work”. This language is identical to section 9(3) of 
the Copyright, Designs and Patents Act 1988 (CDPA), which provides that in the case of a 
computer-generated work, defined in section 178 CDPA as one “generated by computer in 
circumstances such that there is no human author of the work”, the author shall be “the person 
by whom the arrangements necessary for the creation of the work are undertaken”. 
 
This formulation was copied into section 214(2) CDPA governing UKUDR. However, UKUDR 
remains anchored in human-centred criteria through the originality requirement (s.213(1) CDPA). 
The UKUDR test of originality has been consistently interpreted as requiring a human element of 
intellectual creation, paralleling the copyright standard (University of London Press Ltd v University 
Tutorial Press Ltd [1916] 2 Ch 601; Lucasfilm Ltd v Ainsworth [2011] UKSC 39).  Longstanding 
UKUDR authorities such as C&H Engineering v F Klucznik & Sons Ltd (No 1) [1992] FSR 421 and 
Farmers Build Ltd v Carier Bulk Materials Handling Ltd [1999] RPC 461 affirm that UKUDR 
subsistence requires originality ‘in the copyright sense’ and, in those early cases, focused on 
whether the designs in suit were 'the independent work of the designer' and whether the 
designer had expended ‘time, labour and skill’ —attributes inherently human in nature. 
Subsequent developments (see eg the debate in Action Storage Systems Ltd v G-Force Europe.com 
Ltd [2016] EWHC 3151 (IPEC)) have suggested that UKUDR should evolve to follow EU copyright 
standards. Whether or not this is the correct approach, where it has been adopted by the courts 
(see recently Edwards v Boohoo.com UK Ltd  [2025] EWHC 805 (IPEC) and J Mac Safety Systems 
Ltd v Q Deck Safety Systems Ltd [2024] EWHC), the focus on human intellectual effort is reinforced 
through the adopting of the EU “author’s own intellectual creation” standard.  
 
Consequently, for UKUDR the CGD provision collapses under its own logic. If a human being 
exercises sufficient creative control over the relevant aspects of a UKUDR design (for example, by 
selecting parameters, refining outputs, or curating machine-generated forms), then the design is 
not “computer-generated” within the statutory meaning: it is simply a human-created design 
facilitated by computational tools. Conversely, if the process is fully automated, such that no 
human creative contribution can be identified, the resulting design cannot satisfy the statutory 
requirement of originality which is currently defined by reference to human-related 
characteristics.  



 

29 
 

The UKUDR CGD provision can be described as an “empty category”: a provision that offers a 
formal answer but no operative legal effect. It neither expands the scope of protectable subject-
matter nor clarifies the threshold for protection. Instead, it introduces analytical contradictions 
between the human-centred logic of originality and the machine-centred premise of the CGD 
provision. In policy terms, this redundancy generates uncertainty without serving any identifiable 
incentive or fairness function. The provisions therefore represent, at best, a historical curiosity of 
early computer law drafting and, at worst, a conceptual anomaly that risks distorting UKUDR 
coherence.  
 
2)  Conceptual tension with the human-centred foundations of IP. 
 
The retention of computer-generated design provisions for UKUDR and UKRDs sits uneasily with 
foundational principles of IP law (particularly patents, copyright and designs) premised upon the 
recognition and reward of human intellectual creativity. Although the primary rationale for design 
protection in the harmonised EU regime (and thus, also, UKUDR) was the so-called ‘design 
approach’ or ‘marketing approach’, focused on the value of design as a marketing tool, the aim 
was also to encourage and reward design contributions by individual designers. For example, 
Recital 7 of Community Design Regulation 2002 indicated that the EU design regime sought to 
‘promot[e] the contribution of individual designers to the sum of Community excellence in the 
field’ (emphasis added). UK case law has also emphasised that ‘[t]he point of design protection 
must be to reward and encourage good product design by protecting the skill, creativity and 
labour of product designers' (emphasis added) (Samsung Electronics (UK) Ltd v Apple Inc [2012] 
EWHC 1882 (Pat) at [57]). There have also been some arguments that further aspects of UK 
registered design law presume a human designer.68 
 
The overall logic of the UK’s design law framework, whether under the CDPA or the RDA, is rooted 
in incentivising human designers to innovate in the creation of new designs. Against this doctrinal 
background, the CGD provisions, by which authorship or designership is attributed to “the person 
by whom the arrangements necessary for the creation of the work are undertaken” (s.214(2) 
CDPA and s. 263 CDPA and s2(4) RDA), introduces a non-human locus of creativity that erodes the 
normative coherence of intellectual property. The provision assumes that a creative act may occur 
in the absence of a human mind, and that such an act can still give rise to proprietary rights. This 
assumption directly contradicts the long-standing legal and philosophical premise that intellectual 
property exists to reward and encourage human ingenuity (cf. Hegelian and Lockean justifications 
of IP).69 This is also supported by some EU design law travaux preparatoires.70 
 
Academic commentary reinforces this concern. Scholars have argued that IP rights are justified 
only insofar as they serve to stimulate human creative enterprise or prevent misappropriation of 

 
68 See eg Justice Arnold, ‘Artificial Intelligence and Intellectual Property: The Need for Legislative Reform’ at 
the QMIPRI Annual Conference 2024: AI Frontiers in Intellectual Property Law: Navigating the Future (27-28 
June 2024) slide 89, on UKRD ‘design freedom’ (“[s]ection 2(4) is not expressed to be an exception to section 
1B(4). If it is not, how is section 1B(4) to be applied if there is no human author? If it is an exception, how is the 
individual character of a CGD to be assessed”?). See also M Antikainen and H Harkonen, ‘Artificial Intelligence 
and EU Design Law’ in D Beldiman (ed), Design Law – Global Law and Practice (Edward Elgar, 2024). 
69 Hughes, “The Philosophy of Intellectual Property,” 77 Geo. L.J. 287 (1988)) 
70 See eg the Commission Green Paper (1991) which took the position that a protectable design ‘must be the 
result of human activity’ (para 5.6.1.1), and this was said to result from the ‘general principles applicable in the 
field of intellectual and industrial property’ (para 5.6.1.4). Although there are some other indications in the 
travaux that computer-generated designs may have been contemplated, such comments are cursory and the 
issues were not considered fully enough at the time to offer a fully thought-through position, particularly given 
the very different state of the relevant technologies back at the time of the early EU pre-legislative work. 
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human intellectual labour. Where no such labour exists, the normative and economic rationale for 
protection collapses. In this sense, the CGD provisions do not merely fail to achieve their intended 
purpose; they undermine the conceptual coherence of IP by removing protection from its 
justificatory foundation in human creativity. From a policy perspective, maintaining CGD 
provisions risks conflating the legitimate protection of human ingenuity with the mechanical 
generation of forms devoid of human intellectual contribution. It invites the creation of 
proprietary monopolies over designs that lack any human originator, thereby extending exclusive 
rights beyond their natural and economic justifications. While some might argue that there is 
always some human activity in relation to UKRDs – in that a human will be involved in deciding 
which designs to apply for – this is not in itself a sufficient human intellectual contribution.  
 
The CGD provisions also conflict with the international legal framework to which the UK is a party. 
The Berne Convention (Article 2) and the TRIPS Agreement (Article 9) both presuppose that 
“authors” are natural persons. Although design rights are not governed directly by Berne, the 
interpretive consistency of “authorship” and “creator” across IP regimes has been recognised as a 
cornerstone of the UK’s compliance with international standards. The attribution of authorship to 
a legal or nominal “arranger” without creative agency risks placing the UK at odds with this 
consensus. 
 
In short, the CGD provisions represent a departure from the human-centred premises of intellectual 
property law. Their continued presence in the law would signal an unwarranted shift from 
protecting human creativity to commodifying algorithmic production, without adequate theoretical 
or empirical justification. 
 
3)  Practical risks of over-enclosure and market distortion. 
 
The retention of computer-generated design provisions presents significant economic and 
systemic risks by enabling over-enclosure of the design space and its flooding with AI-generated 
designs, potentially distorting innovation markets and undermining the balance between 
protection and competition that underpins UK intellectual property law.  
 
Under the RDA 1949 registered designs confer up to 25 years of exclusive rights (s.8 RDA), while 
UKUDR provides up to 15 years of protection (s.216(1) CDPA). These are substantial proprietary 
monopolies justified only by reference to human creative effort and the need to encourage 
investment in design development. When applied to designs generated autonomously by 
computers or AI systems, these monopolies risk becoming disproportionate in scope and 
duration, extending exclusive control over outputs that required no human intellectual labour. 
 
The combination of AI’s capacity for large-scale, low-cost generation of aesthetic variants and the 
CGD provisions’ attribution of authorship to a nominal “arranger” creates the possibility of 
industrialised rights accumulation. A single entity could, in principle, generate and register tens of 
thousands of designs in a short time, each benefiting from statutory exclusivity. This phenomenon 
(often described as “design trolling” or “portfolio flooding”) risks creating an anticompetitive 
enclosure of visual and functional design space. Comparable concerns have been raised in patent 
and copyright contexts, where mass filings or algorithmically generated works threaten to congest 
the public domain and impose significant clearance burdens on legitimate creators. UKIPO UKRD 
filing fees are low, and do not pose a meaningful barrier to large-scale filing of this kind. Granting 
UKRD protection to machine-generated outputs risks transforming the register into an “archive of 
algorithmic permutations,” detached from the creative marketplace the law is meant to support. 
 



 

31 
 

There are also multiple further adverse impacts which jeopardise the efficiency of the design 
system. Insofar as GCD designs are registered as UKRDs or meet the requirements of UKUDR, the 
registration or awarding of rights to large numbers of AI-generated designs increases infringement 
risk. Furthermore, where AI-generated designs are registered or otherwise placed into the public 
domain, this also increases the pool of prior art designs that later human-created designs have to 
work around in order to be valid. In addition, following the usual rules on UKRD infringement, this 
is likely to result in even those designs which are found to be valid ultimately having a narrower 
scope of protection.71 
 
Economically, this over-enclosure could generate several distortive effects: 
 

• Market concentration and barriers to entry:  Dominant firms with access to generative 
systems and big filing budgets could amass enormous portfolios, deterring smaller 
competitors through the threat of infringement litigation or the need to negotiate costly 
licences. 
 

• Chilling of follow-on innovation: The breadth and volume of registered CGD rights could 
make it prohibitively difficult for genuine human designers to navigate or build upon 
existing designs, contrary to the policy of maintaining a robust public domain. Even where 
human designers are able to find some design space in which to innovate, their own 
designs are also likely to have a narrower scope of protection. 
 

• Administrative congestion: The UKIPO could face an unsustainable influx of applications, 
straining registration processes and enforcement mechanisms. This would compound the 
additional work for the UKIPO that would follow from any change to the approach to 
examination for novelty and individual character in line with the options presented at 
Section A of the present consultation. 
 

• Dilution of legal legitimacy: Granting rights to non-human outputs may erode public 
confidence in the IP system’s fairness and purpose, reducing compliance and increasing 
strategic behaviour. 
 

• Increase in levels of infringement of design infringement generally: Furthermore, 
enabling AI-generated designs also increases the likelihood of protected designs being 
infringed by encouraging greater use of generative AI. It has already been noted in the 
literature that greater use of AI risks more design piracy.72 
 
 

 
71 This is because the assessment of UKRD infringement requires the comparison of the overall impression 
produced by any alleged infringement against the registered design to be conducted in the light of the existing 
design corpus. If a design feature is common in the existing design corpus, it is discounted as unimportant in 
the eyes of the informed user and is therefore not a point of similarity between registered design and alleged 
infringement which will contribute to their producing the same ‘overall impression’. The bigger the design 
corpus gets as a result of more AI designs in the public domain, the more there will be common features in 
that design corpus, and the more it becomes likely that common features between a registered design and 
alleged infringement will therefore be discounted as unimportant in the comparison of ‘overall impression’. 
See further generally eg D Stone, 'More in hope than in fear - the potential (positive!) impact of AI on design 
law' EIPR 2025, 47(7), 379-383. 
72 M Antikainen and H Harkonen, ‘Artificial Intelligence and EU Design Law’ in D Beldiman (ed), Design Law – 
Global Law and Practice (Edward Elgar, 2024), para 19.022. 
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All of this would most likely arise without any corresponding gains for consumers or the 
marketplace. The use of AI to generate designs is unlikely to result in substantially more newly 
designed products actually reaching the market: protecting AI-generated designs is thus likely to 
lead to more by way of designs which are or could be protected in law and a harder IP landscape 
for human designers to navigate, but no corresponding increase in product choice or other real-
world benefits for consumers or the wider public.  
 
In sum, the CGD provisions, by extending proprietary protection to machine-generated outputs, 
create a structural risk of over-protection inconsistent with both economic rationality and IP 
policy coherence. Their removal would restore proportionality between creative effort and 
reward, sustain the openness of design markets, and uphold the principle that exclusive rights 
should serve as instruments of innovation policy, not mechanisms of industrial enclosure.  
 
4) Mismatches of protection, conflicts and legal uncertainties. 
 
The continued presence of CGD provisions in UK law leaves in place scope for considerable 
interpretive uncertainty. In terms of the GCD provisions themselves, the relevant statutory 
formula, attributing authorship or designership to “the person by whom the arrangements 
necessary for the creation of the work are undertaken” (section 9(3) CDPA 1988 for copyright; 
section 214(2) CDPA for UKUDR; s. 2(4) RDA) was drafted in an era of comparatively simple 
automation, where computers functioned as deterministic tools executing pre-programmed 
instructions. In contemporary contexts of machine learning and generative artificial intelligence, 
this phrase has become profoundly ambiguous. 
 
First, the identity of the “person who made the arrangements” is now indeterminate. In a modern 
AI design pipeline, multiple actors may contribute to the eventual output: the software developer 
who trained the generative model; the company that provided the training data and computational 
infrastructure; the designer or user who inputs prompts or selects outputs; and, increasingly, the 
entity that curates or post-edits results. Each of these participants could plausibly claim to have 
“made the arrangements necessary” for the creation of the work. Yet, the statute provides no 
hierarchy or criterion for determining which act is legally dispositive. The provision therefore fails 
to offer a predictable rule of authorship or ownership, undermining one of IP law’s central 
objectives, legal certainty. 
 
Second, the provision’s interaction with established case law compounds this uncertainty. In 
copyright, Nova Productions Ltd v Mazooma Games Ltd [2007] EWCA Civ 219, the Court of Appeal 
held that a video game player’s interaction with software did not make them an author of the 
resulting audiovisual images because the player contributed no creative input “in the nature of 
authorship”. The creative choices resided with the programmer. This case demonstrates that the 
law continues to anchor authorship in human creative causation rather than mere mechanical or 
procedural involvement. By contrast, the CGD provision assigns authorship, regardless of whether 
the designated “arranger” has exercised any intellectual control over the final expression. This is 
doctrinally inconsistent with the Mazooma Games principle and with the broader jurisprudence 
that requires a causal nexus between human creativity and the protectable expression. 
 
Third, by extending protection to outputs where the human contribution is ambiguous or minimal, 
the CGD provisions blur the line between human-assisted and autonomous creation. This 
ambiguity undermines the evidential and procedural clarity necessary for both registration and 
enforcement. Determining whether an allegedly infringing design was “computer-generated” 
would require courts or registries to engage in speculative assessments of technological process 
rather than substantive creative choices. Such uncertainty invites strategic behaviour, as parties 
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may opportunistically invoke the CGD provisions to claim rights in borderline cases, increasing 
litigation and transactional costs across the sector. 
 
The CGD provisions also create mismatches and add to uncertainties and issues of coherence 
across the most closely relevant intellectual property regimes, namely UKUDR, UKRD, UKSUD and 
copyright.  
 
The most obvious mismatch arises between UKRD and UKSUD. UKRDs and UKSUD have the same 
common background based on the EU design regime, yet current UK law contains a CGD provision 
for UKRDs that is not replicated for UKSUD. This matters for reasons going beyond conceptual 
alignment. Community unregistered design protection used to serve two purposes: as a form of 
standalone protection, but also as a ‘safety net’ that would provide some protection against 
copying during the one-year grace period for designs disclosed onto the market (inadvertently or 
otherwise) before a registered design was filed. Post-Brexit, it is UKSUD which now effectively 
fulfils this function. For UKSUD to fit well with UKRD protection in this way, it makes most sense 
for the same designs to be protectable in UKSUD and as a UKRD – including on the issue of 
whether CGD designs are allowed. It also lacks coherence from a policy perspective for AI-
generated designs to be protectable in UKRD but not UKSUD: between these two forms of design 
protection, it is deeply counterintuitive to provide the much stronger and longer absolute 
monopoly rights afforded by UKRDs to designs where there is no human creator.  
 
The UKUDR CGD provision also adds to complexity and uncertainty in terms of the state of the 
current law on UKUDR ‘originality’ and its relationship with copyright. As noted above, there has 
been suggestion that UKUDR ‘originality’ should evolve to follow EU copyright standards. This 
suggestion has been adopted by some courts (Edwards v Boohoo.com UK Ltd  [2025] EWHC 805 
(IPEC); J Mac Safety Systems Ltd v Q Deck Safety Systems Ltd [2024] EWHC). It is by no means clear 
that this is the correct approach, particularly insofar as UKUDR is intended to be able to protect 
wholly functional designs that would be excluded under EU copyright originality: appellate 
clarification of this point is therefore urgently required.73 However, if this line of case law were to 
be ultimately confirmed on appeal, this would lead to copyright and UKUDR having the same 
standard of originality. It is argued above that, even on the ‘old’ UK test for originality, a human 
authorial contribution is required for UKUDR such that there is already conflict with the CGD rule; 
if the EU standard of originality were confirmed for UKUDR, that conflict would become even 
more pronounced. It should also be noted that there is a general scholarly consensus that s.9(3) 
CDPA should be repealed, which is an option under review in the Copyright and AI consultation. 
 
The introduction of the CGD provisions also create potential for disparities in protection between 
UKRDs and UKUDR which are not justified by the substantively different objectives of these two 
forms of design protection in terms of what they aim cover by way of design subject matter. The 
same AI-generated design might fail to qualify for UKUDR but succeed as a UKRD simply because 
simply because a lack of human authorship means that there is no UKUDR originality, rather than 
because of anything substantive in the design subject matter in question. Such asymmetry 
frustrates attempts at maintaining a coherent scheme of protection, adding to disparities 
between different design rights that are not explicable on the basis of their underlying objectives 
for the design subject matter that each regime protects. 
 

 

 
73 See further J Cornwell, ‘Preserving the traditional English approach to originality in the UK UDR’ (2021) 43(8) 
EIPR 483. 
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If the existing computer-generated designs provisions are retained, do you agree that an equivalent 

provision should be introduced for supplementary unregistered design law? 

No 

 

Do you agree that the same approach for protecting computer-generated designs without a human 

author should be taken for registered designs, supplementary unregistered designs and UK 

unregistered designs? 

Yes 

 
All of these forms of design protection should have the same rules. However, for the reasons set 
out above, the policy decision should also be that none of them include any CGD provisions. This 
consultation response does not support any further expansion in terms of the protectability of AI-
generated designs by also allowing them for UKSUD. Removing the CGD provisions across the board 
and returning to a human-centred threshold protects the core policy goods design law pursues: 
rewarding human creativity while preserving a vibrant public domain and competitive markets. The 
recommendations below also provide optional, limited instruments to recognise genuine 
commercial innovation around AI tools without imposing long statutory monopolies that the report 
warns could lock up design space at scale. In short: repeal plus proportional protections give the 
best balance of legal coherence, economic policy, and practical enforceability. 
 

 

Have you ever knowingly relied on the existing computer-generated designs provisions to protect 

your designs? 

As this consultation response is submitted by a group of academics, we do not have direct 
experience of design filing to report here. However, it should be noted that, while the 
consultation document says that the CGD provisions are rarely relied upon, there is no actual way 
of knowing this. The UKRD application form does not include a space for applicants to identify the 
designer of the design applied for. There also no requirement for UKRDs akin to the requirement 
to identify the inventor in patent law. It would not be evident to the UKIPO, or indeed any person 
consulting the register, whether a UKRD claimed an AI-generated design or not. 
 

 

Would you be impacted if the existing computer-generated designs provisions were removed? 

Not applicable to us 

 

If you think you would be impacted by removal of the existing computer- generated designs 

provisions, please provide evidence to support this: 

Not applicable to us 
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Do you think there is conflict between the computer-generated designs provision in UK unregistered 

design law, and the requirement for UK unregistered designs to be original? 

Yes 

As explained more fully in the answers to questions above, there is a clear and fundamental 
doctrinal and conceptual conflict between CGD provision in the CDPA and the requirement that 
UKUDR must be original. The two provisions embody incompatible premises about the nature of 
creativity, the role of human agency, and the justification for intellectual property protection. 
 
1. The legal framework 
Under section 213(1) and (4) CDPA, UKUDR subsists in the “original design” of the shape or 
configuration (whether internal or external) of the whole or part of an article. Subsection (4) 
defines “original” as meaning that the design “is not commonplace in the design field in question 
at the time of its creation”. Judicial interpretation, beginning with C&H Engineering v F Klucznik & 
Sons Ltd (No 1) [1992] FSR 421, makes clear that originality in this context incorporates a human 
element of intellectual creation, requiring that the design result from human ingenuity. 
 
By contrast, section 214(2) CDPA introduces a special rule for computer-generated designs, 
stipulating that “the person by whom the arrangements necessary for the creation of the design 
are undertaken shall be taken to be the designer”. This language is drawn from section 9(3) CDPA, 
which applies to computer-generated works under copyright law. The provision was conceived in 
1988, when “computer-generated” referred primarily to works produced using deterministic, tool-
based computing systems, not to autonomous or generative systems capable of self-directed 
output. 
 
2. The conceptual conflict 
The requirement of originality in UKUDR assumes the presence of a human creative agent. It is the 
designer’s intellectual contribution, through judgement, selection, or arrangement, that renders a 
design “original” and worthy of protection. This conception reflects the long-established human-
centric foundation of UK intellectual property law. 
 
The CGD provision, however, departs from this paradigm by constructing a legal fiction that 
allocates designership to a person who “made the arrangements” for the creation of a design, 
regardless of whether that person exercised any creative judgment over the resulting form. In 
contemporary contexts of machine learning and generative AI, this could include an engineer who 
trained a model, a firm that licensed an algorithm, or a user who input prompts, even though 
none of these acts necessarily embody the intellectual effort or discretion in choice of design 
features that originality demands. 
 
Consequently, the CGD clause and the originality requirement operate on mutually exclusive 
assumptions: 

• Originality presupposes human creative authorship and evaluative choice. 
• Computer-generation, as defined in s.214(2) CDPA, presupposes the absence of such 

authorship. 
 

Where a human exercises sufficient creative control, the design is not “computer-generated” in 
the statutory sense; where there is no human creative input, the originality requirement cannot 
be met. The two provisions therefore cannot coherently apply to the same design. 
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3. Doctrinal implications 
This internal contradiction creates legal uncertainty and doctrinal instability. It leaves courts and 
practitioners unable to determine whether a computer-assisted or AI-generated design falls 
within the scope of UKUDR protection. By allowing protection to attach to designs produced 
without demonstrable human creativity, the CGD clause dilutes the threshold of originality, 
eroding the normative justification for granting exclusive rights. It effectively transforms UDR from 
a reward for creative effort into a form of quasi-property in machine outputs, a result inconsistent 
with both domestic and international intellectual property norms (cf. Berne Convention, Article 2). 
 
4. Policy considerations 
From a policy perspective, this conflict is more than technical: it strikes at the conceptual 
legitimacy of UKDR.  Its purpose is to encourage human innovation by protecting the results of 
human creativity. To extend that protection to designs generated without such human 
contribution would distort this policy rationale and risk over-protection, particularly in light of AI’s 
capacity for high-volume design generation. Maintaining the CGD provision in UKUDR law serves 
no coherent policy purpose. It neither clarifies authorship nor aligns with the creative rationale 
underpinning originality. Instead, it introduces ambiguity that may encourage speculative claims 
and mass rights accumulation without human labour or inventive input. 
 

 

Do you think that the computer-generated designs provisions should be reformed to address this 

issue, or for any other reason? 

Yes 

Please explain your answer, including how the provisions should be reformed if you chose ‘yes’, and 

provide relevant evidence: 

1. The case against retaining or amending the CGD provisions 
The case against retaining or amending the CGD provisions has been set out fully in the answers 
to questions above. 
 
2. Why repeal is the most coherent reform 
For all the reasons set out above, the preferable reform is full repeal of the CGD provisions, 
restoring a consistent human-authorship requirement across copyright and all design regimes. 
Repeal would: 
 

1. Reinforce doctrinal coherence: aligning the UKUDR and UKRD regimes with the settled 
principle that protectable subject matter must originate from human creative effort, and 
removing inconsistency between UKRD and UKSUD. 
 

2. Eliminate redundancy and interpretive uncertainty: removing an obsolete fiction that 
either does nothing (when human input exists) or is inoperative (when none does). 
 

3. Maintain international consistency: ensuring UK law remains in step with the EU, U.S., 
and WIPO positions on how the IP systems interacts with AI, all of which deny copyright 
protection to works lacking human authorship (Thaler v. Perlmutter, No. 23-5233 (D.C. Cir. 
2025) 
 

4. Prevent over-enclosure: avoiding the proliferation of AI-generated designs that could 
overwhelm the register and overall design space, create barriers to entry, and distort 
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competition (a risk highlighted in the report and consistent with the CMA’s 2023 AI 
Foundation Models Update April 2024). 
 

5. Preserve normative legitimacy: reaffirming that IP protection exists to reward human 
ingenuity and skill, not to grant proprietary monopolies over automated processes. 
 

3. Supplementary or transitional measures 
Repeal should also be accompanied by targeted clarificatory and procedural reforms, not by new 
rights for machine outputs. Specifically (and all insofar as compatible with the UK’s international 
treaty obligations): 
 

• Statutory clarification making it explicit that a ‘designer’/’author’ has to be a human 
being for UKUDR, UKRD and UKSUD purposes. For UKRDs, it would be necessary also to 
explore ensuring that there were corresponding grounds for objection and invalidation. It 
would also be necessary for any relevant ground of invalidation to be capable of being 
raised by any party, since for AI-generated designs there would be no competing valid 
owner to bring an entitlement challenge. 
 

• Disclosure requirements in registered design applications where AI tools were materially 
used, ensuring transparency and aiding competition and enforcement. If AI-generated 
designs were not allowed, filing for a design in breach of this rule could be ‘bad faith’ if a 
‘bad faith’ objection were introduced. This could also be tackled by requiring UKRD 
applicants to identify in their application the designer of the design applied for and to 
declare themselves the true owner of the design, along with reintroducing s3(2) RDA.  
 

• Provenance and recordkeeping obligations for AI-assisted design processes, allowing 
clearer attribution and evidential verification of human contribution. 
 

• Periodic review mechanism, enabling the UKIPO to monitor market effects and revisit the 
framework if technological developments materially alter the creative landscape. 

 
These modest measures would preserve clarity and adaptability without compromising the 
human-centred foundation of the design rights system. 
 

 

Should the IPO collect information about the use of AI in the creation of a registered design as part 

of the application process? 

Yes 

If yes, do you think supplying this data should be mandatory? 

Yes 

What information do you think should be collected and why? If you think it should be mandatory to 

supply this information, what would be the appropriate sanction for not supplying it or supplying it 

incorrectly, if any? 

See the comments above. 
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Section E – Miscellaneous changes 

 

No response to this section. 
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Section F – Simplification of unregistered designs and overlap with copyright 

 

Discounted options 

Do you agree that the options above should be discounted (Yes/N/Don’t know) 

If not, which option do you think we should consider further: 

• Abolish SUD and retain design right. (Y/N/Don’t know) 

• Abolish unregistered designs and extend copyright. (Y/N/Don’t know) 

• Keep the system the same and provide improved guidance (Y/N/Don’t know) 

 

Options 

Which of the following is more important to you: No response – this consultation response cannot 

comment on relative importance from a business perspective. 

• Maximum protection [rank] 

• Maximum simplification [rank]  

Rank the options in in order of preference 

• Option 0 - 2 

• Option 1 - 3 - Least preferred 

• Option 2 – 1 - Most preferred  

• Neither  

Would harmonising the following aspects make it easier for you to use the system? No response - 

this consultation response cannot comment on relative ease of use of the system from a business 

perspective. 

• Qualification requirements (yes/no/don’t know) 

• Term of protection (yes/no/don’t know) 

 

Do you agree that a single qualification requirement should apply to both aesthetic and functional 

aspects of a design (Yes/N/Don’t know)  

Do you agree that a single term of protection should apply to both aesthetic and functional aspects 

of a design (Yes/N/don’t know) 

If term of protection is harmonised, how long should it be (please choose preferred option): 

• 3 years 

• 5 years 

• 5 years plus 5 years licence of right 

• 10 years 

• Other (please specify) 
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It is important to flag some points of clarification on the discussion on term of protection in this 
part of the consultation: 
 

• ‘Aesthetic’ vs ‘functional’ designs/’appearance’ vs ‘shape and configuration’: As discussed 
more fully below, this part of the consultation appears to proceed on the basis of two 
particular assumptions: (i) first, that design that is ‘aesthetic’ equates to the notion of 
‘appearance’ in UKSUD, whereas design which is ‘functional’ equates with ‘shape and 
configuration’ in UKUDR; and (ii) second, that ‘appearance’ means something other than, and 
does not, include ‘shape’. For the reasons explained further below, both of these assumptions 
are incorrect. This affects the discussion of the consequences of adjusting unregistered design 
term in this part of Section F. It is, for example, incorrect to suggest that reducing UKUDR to a 
three-year term would necessarily be a reduction of term for all designs consisting of ‘shape 
or configuration’:74 it would be a reduction of term for those designs consisting of the shape 
or configuration of an article that were previously protected in UKUDR, but not for designs 
consisting of the shape of a product that were previously protected via UKSUD. Similarly, it is 
incorrect to suggest that fixing on a five-year term of protection or a period of five years plus 
a licence of right would necessarily be an increase of term for designs consisting of the 
‘appearance’ of a product:75 given that ‘appearance’ includes ‘shape’, such designs could 
already be protected by UKUDR and thus entitled to up to 15 years’ protection in total.  

 

• UKUDR term: The options assessment accompanying Section F presumes that the maximum 
term of UKUDR is 10 years. However, the default position on the duration of UKUDR 
protection is that it lasts for 15 years from the end of the calendar year in which the design 
was first recorded in a design document or an article was first made to the design.76 The total 
UKUDR term drops to 10 years if articles made to the design are made available for sale or 
hire within five years from the end of that calendar year.77 Although this reduction in term will 
be engaged very often in practice, it will not arise in all cases. Thus it cannot be assumed that 
the maximum term of all UKUDR designs is 10 years. Section F of the consultation itself also 
states that the exclusive period of protection for UKUDR five years.78 However, even taking 
into account the operation of s237 CDPA 1988 on licences of right, the default exclusive 
period of protection for UKUDR starts at 10 years not five years, and is reduced to five years 
only if the total UKUDR term is reduced as noted above. It therefore cannot be said that the 
exclusive period of UKUDR protection is only ever five years. 

 
In terms of the options for harmonising unregistered design term, this consultation response 
cannot respond from a business perspective on what would best serve the interests of design 
rightholders. However, there a number of points to be made on each of the different options 
under consideration (all subject to the points noted above) which may need to be weighed up: 
 

• Three years: It has been widely observed that the three-year period of protection for 
unregistered EU designs (and, thus, also UKSUD) is too short. The three-year term may mean 
that there is little sense in litigating; even if proceedings are commenced, a rightholder may 
be unable to act in time to obtain an injunction stopping the infringement and may be limited 

 
74 Consultation, p64, para 36, first bullet point. 
75 Consultation, p64, para 36, second and third bullet points. 
76 CDPA 1988, s216(1)(a). 
77 CDPA 1988, s216(1)(b). 
78 Consultation, p64, para 36, second bullet point. 
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only to a retrospective damages claim.79 Any such claim is in itself may be constrained by the 
short time period for which any UKSUD will have subsisted. 

 

• Five years: One of the advantages of UKUDR for rightholders is its significantly longer term 
than UKSUD. However, this option would substantially cut that down. The potential impacts of 
this are well-illustrated by case law: in a number of recent reported cases, the lapse of time 
between creation of the contested design and the alleged infringing activities was close to five 
years or, in some cases, longer.80 If UKUDR term had been fixed at five years, those claims are 
unlikely to have been made or would have been barely worth pursuing. Fixing on a five-year 
term for all unregistered design rights therefore risks a substantial reduction in protection. If a 
five-year term were the preferred policy choice, it would also be essential to consider 
abolishing or substantially adjusting the UKUDR licence of right provisions at s237 CDPA 1988. 
The consultation says that the option for infringers to take a licence of right would ‘reduce’ 
the total period in which a rightholder could benefit from their design, but this understates 
the impact that licences of right would have in this context: licences of right would be 
available almost from as soon as UKUDR came into subsistence. 

 

• Five years plus licence of right: In relation to this option, licences of right are flagged as a 
point of ‘complexity’.81 However, licences of right are not a mere complication: they have a 
more important and more consequential role, balancing advantages to the rightholder of a 
longer period of protection against the competitor and consumer interests that are served by 
creating a basis for designs that would otherwise infringe to be licensed so that they can enter 
the marketplace. As a UKUDR design moves into the period in which licences of right become 
available, such licences are not automatically either sought or granted – it remains possible 
that the design rightholder may remain the sole supplier to the marketplace of the relevant 
design articles throughout the whole term of their UKUDR. If a licence of right is put in place, 
it will also provide a royalty stream to the design rightholder - thus, even if not the sole 
supplier to the marketplace, the rightholder will get the benefit of some licence income. The 
advantages of the longer overall period of protection conferred by this option should 
therefore not be under-estimated, even when the availability of licences of right are taken 
into account. Indeed, it may present a good balance of interests overall: avoiding undue 
shortening of UKUDR, while only increasing UKSUD term on the condition that some degree of 
controlled competition would become available through the provision of licences of right. 

 

• Ten years: An important factor to consider here is how this longer period of protection relates 
to the consultation’s stated incentive to continue to encourage the use of registered 

 
79 See variously: E Derclaye, 'A Decade of Registered and Unregistered Design Rights Decisions in the UK: What 
Conclusions Can We Draw for the Future of Both Types of Rights' (2013) 3 IP Theory 144, 147; E Derclaye, 
‘CUDR and CRDR post-Brexit from a UK and EU perspective - Will all unregistered design rights become 
history?’ (2018) 13 JIPLP 325-331, 328; S Ashby and C Smith, 'Unregistered design law: the good, the bad, and 
the ugly' (2018) 13 JIPLP 315, 317 (noting the ‘limited’ usefulness of such short protection). 
80 See eg J Mac Safety Systems Limited v Q Deck Safety Systems Limited [2025] EWHC 2241 (Pat) (in which the 
UKUDR-protected designs were created in 2016 but the infringing activities did not start until around 2019-20); 
Edwards v Boohoo.Com UK Ltd [2025] EWHC 805 (IPEC) (in which the UKUDR-protected designs were created 
in around 2011,  but the alleged infringements did not take place until around 2021); KF Global Brands Limited 
v Lead Wear Limited [2023] EWHC 1303 (IPEC) (in which the design for which UKUDR was claimed was created 
in 2015, but not allegedly infringed until 2021); and Shnuggle Limited v Munchkin, Inc [2019] EWHC 3149 (IPEC) 
(in which the UKUDR-protected designs were created in 2014-15, but the alleged infringements did not take 
place until 2019). 
81 Consultation, p64, para 36, third bullet point. 
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designs.82 Ten years is the equivalent of two of the five year sub-periods of UKRD protection. 
The UKIPO’s figures show that the rate at which UKRDs are renewed beyond ten years drops 
off very substantially: in particular, if UKSUD is given a 10-year period of protection, there may 
be risk that, for some businesses, relying on UKSUD may become more attractive than 
applying for a registered design. More reflection is also needed as to whether why such a long 
term should be considered desirable, for UKSUD designs at least: as noted further below, 
following the model of the unregistered EU design, UKSUD was intended for designs with only 
a short commercial life-span or as a one-year stop-gap during the UKRD grace period. Insofar 
as UKSUD protects design features in the form of surface decoration not protectable via 
UKUDR, those design features may also have the benefit of much longer protection via 
copyright – if so, they would not need longer UKSUD protection as well.  

 

 

Other legal considerations 

To what extent should unregistered design be harmonised or consolidated? 

• Harmonise some legal provisions but keep separate regimes (Yes/N/Don’t know). 

 

• Create a single right which is harmonised in some respects but where different provisions 

may apply to aesthetic and functional aspects of a design (Y/No/don’t know) 

 

• Create a single right where the same provisions apply to both the aesthetic and the 

functional aspects of a design (Y/No/don’t know)  

 

Do you agree that the SUD legal framework should apply to a new consolidated unregistered design, 

if introduced (Y/No/don’t know)  

 

Do you agree that the repair/spare parts provisions should be harmonised across all different types 

of design protection? (Yes/No/don’t know) This question cannot be properly considered in the 

absence of a fully-worked up proposal for what a partially or wholly consolidated right would look 

like in all details. 

If yes, we should use the provisions currently used for (tick preferred option):  

• Registered designs 

• Supplementary unregistered designs 

• UK unregistered design right 

 

Do you think that design protection for a component part of a complex product should be limited to 

features which are visible in normal use (Y/N/don’t know). This question cannot be properly 

considered in the absence of a fully-worked up proposal for what a partially or wholly consolidated 

right would look like in all details. 

 

 
82 Consultation, p61, para 17. 
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Do you think that design protection for any product should be limited to features which are visible in 

normal use (Y/N/don’t know). This question cannot be properly considered in the absence of a fully-

worked up proposal for what a partially or wholly consolidated right would look like in all details. 

 

How important to you is the ability to protect the internal configuration of a product (important, 

neutral, unimportant, don’t know). No response – this consultation response cannot comment on 

relative importance from a business perspective. 

 

Are there any elements of the design right regime which you think should be used in a consolidated 

right, rather than going fully with SUD regime?  

 
It is difficult to understand the proposal being put forward at this part of the consultation. It 
appears to be suggesting proceeding with a version of Option 2 (consolidation of UKUDR and 
UKSUD) that would in fact be based solely on UKSUD. In effect, that would amount to abolition of 
UKUDR (ie Option 1). Option 2 cannot be the same as Option 1 in its substance or effect.   
 

 

Please provide any additional comments in relation to simplification of designs here:  

Before commenting on specific issues, a number of points raised in this part of the consultation 
require some clarification: 
 

• ‘Aesthetic’ vs ‘functional’ designs: First, as noted above, the consultation appears to proceed 
on the basis design subject matter falls into two categories – design that is ‘aesthetic’, which 
the consultation equates to the notion of ‘appearance’ in UKSUD; and design which is 
functional, which the consultation equates with ‘shape and configuration’ in UKUDR.83 This 
approach underpins much of the discussion in Section F.   
 
The concept of ‘appearance’ in UKSUD comes from the definition of ‘design’ in the EU design 
regime. That definition deliberately eshewed any distinction between design features that 
were aesthetic/ornamental, functional or a mixture of the two. A UKSUD ‘design’ – and, 
relatedly, the ‘appearance’ of which it consists - can and will cover the full range of design 
subject matter, from the fully aesthetic/ornamental to the fully functional. ‘Appearance’ is not 
limited to ‘aesthetic’ designs. UKSUD (and the EU design regime) tackle issues of functionality 
in other ways, not related to the definition of what constitutes a protectable ‘design’. The 
UKSUD exclusions also only exclude from protection those features of appearance of the 
product which are solely dictated by its technical function: this exclusion is narrow in scope 
and many utilitarian and semi-functional designs will still be protected by UKSUD. It is 
therefore incorrect to assume that functional designs (in the broad sense) cannot be 
protected in UKSUD. 
 
It is also incorrect to proceed on the basis that UKUDR and its concepts of ‘shape and 
configuration’ only protect functional designs. Although the rationale for introducing UKUDR 
was to provide a protection for functional designs, it is not and has never been limited in this 
way in the definition of what may constitute a UKUDR ‘design’. Many UKUDR claims are for 

 
83 Consultation, p63, paras 28-29. 
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items that are largely or even wholly ornamental in nature.84  ‘Shape and configuration’ can 
cover ‘aesthetic’ designs as much as ‘functional’ ones: the terms ‘shape’ and ‘configuration’ in 
UKUDR are directed more to differentiating between two-dimensional design features (which 
UKUDR does not protect) and three-dimensional features (which it does), not between 
aesthetic or functional subject matter. The consultation should therefore not treat ‘shape and 
configuration’ as necessarily equating with functional subject matter. 

 

• ‘Appearance’ vs ‘shape and configuration’: Second, as also noted above, the consultation 
also appears to proceed on the basis that ‘appearance’ is different to ‘shape and 
configuration’, without overlap between them. This is most evident where the consultation 
proposes that that different provisions could apply to the protection of the ‘appearance’ of a 
design compared to those applying to ‘shape and configuration’.85 This is hard to understand: 
by statute, UKSUD ‘appearance’ explicitly includes the shape of a product.86 There is in fact 
considerable overlap between the concepts of ‘appearance’ and ‘shape’. 

 

• Visibility: Third, the consultation adopts the position that the internal configuration of a 
product cannot be protected by UKSUD.87 It is not explained upon what basis this position is 
adopted – it may derive from the decision of the EU General Court in Biscuits Poult.88 
However, that case is widely regarded as wrongly decided – it is suggested that the better 
view is that the only requirement of ‘visibility in use’ in the EU design regime (and thus also 
for UKSUD) is for component parts of complex products.89 It is important not to confuse the 
concept of ‘appearance’ with ‘visibility in use’: any design will have an ‘appearance’ where it is 
capable of being perceived visually, even if it is not visible in use all of the time. The 2024 EU 
design reform package has clarified this issue by adding new recitals to this effect to the EU 
Designs Directive and Regulation.90  

 

• Proprietorship/ownership: The consultation flags proprietorship/ownership as a point on 
which UKUDR and UKSUD could be harmonised. However, essentially the same rules already 
apply to both rights: for both UKUDR and UKSUD the designer is the first owner of any right in 
the design, unless it was created in the course of employment in which case the right vests in 
the employer. The only points of difference are s215(4) CDPA on qualification by first 
marketing (which would be revoked if the outcome of the consultation is to harmonise 

 
84 By way of recent examples, see eg Edwards v Boohoo.Com UK Ltd [2025] EWHC 805 (IPEC) (womens' fashion 
clothing); KF Global Brands Limited v Lead Wear Limited [2023] EWHC 1303 (IPEC) (cargo trousers); Fairfax & 
Favor Ltd v The House of Bruar Ltd [2022] EWHC 689 (IPEC) (high-end ladies boots); Original Beauty Technology 
Company Ltd v G4K Fashion Ltd [2021] EWHC 294 (Ch) (womens' fashion clothing); Freddy SPA v Hugz Clothing 
[2020] EWHC 3032 (IPEC) (jeans). See also P Johnson, 'Design Right - From Investment to Creativity for 
‘Industrial Copyright’' in E Bonadio and P Goold (eds), The Cambridge Handbook of Investment-Driven 
Intellectual Property (Cambridge University Press, 2023), p337 in particular, where he comments on the 
expansion of UKUDR from the functional to cases involving designs for articles such as clothing and jewellery. 
85 Consultation, p63, para 29. 
86 The Designs and International Trade Marks (Amendment etc.) (EU Exit) Regulations 2019, Schedule 1, para 4; 
see also the table on p63 of the consultation, which notes ‘shape’ as a design feature which may constitute 
part of the ‘appearance’ of a product. 
87 Consultation, p62, para 26. 
88 Case T-494/12 Biscuits Poult SAS v  OHIM EU:T:2014:757. 
89 See eg M Howe et al, Russell-Clarke & Howe on Industrial Designs, 10th edn (Sweet & Maxwell, 2022) para 2-
022. 
90 EUDR 2024, Recital 13; DD 2024, Recital 16. See also A Kur, T Endrich-Laimbock and M Huckschlag, 
Substantive Law Aspects of the ‘Design Package’ GRUR International, 72(6), 2023, 557–565, pp557 and 559. 
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qualification between UKUDR and UKSUD) and computer-generated designs (covered in a 
separate part of this consultation).  
 

Specific options under consultation: 
 
Option 1: Retain UKSUD, abolish UKUDR 
 
This consultation response is strongly opposed to Option 1: 
 

• Evidence indicates that UKUDR is important:  Research carried out by Derclaye et al provides 
data on how often UKUDR and, before Brexit, unregistered EU designs (the closest 
comparable right to UKSUD at the time) have been litigated through to a substantive decision 
before the UK courts.91 Their research examined substantive court decisions on all types of 
design right across EU Member States – which included the UK, at the time - from the entry 
into force of the Design Directive/Regulation through to August 2017. Their research found 
that UKUDR claims far outstripped any other kind of design claim: across UK decided cases, 
UKUDR was relied upon 53.2% of the time, compared to UKRDs (19.5%), registered EU designs 
(16.9%) and unregistered EU designs (10.4%). The figure for UKUDR is, considerably higher 
than the number for both UKRDs and REUDs combined; it is also more than five times higher 
than for unregistered EU designs. The high rate at which UKUDR infringement proceedings 
were brought relative to other design claims suggests that UKUDR plays a valuable role in the 
UK design landscape. As the authors flag, UKUDR's popularity over unregistered EU design 
protection may, in particular, arise from its longer term and from the broader scope, in some 
respects, of what may be protected.92 These are advantages which UKUDR also hold overs 
UKSUD. 
 

• Commentary and previous policy work also confirms UKUDR’s value: Other commentary has 
also noted the value of UKUDR, emphasising its ‘versatile nature’ and highlighting UKUDR as a 
‘well-used and effective form of design protection’ that is often available when other IP rights 
are not.93 When the UKIPO last consulted on this issue in 2012-13, the majority of 
respondents were in favour of retaining UKUDR: at the time, the UKIPO's view was also that 
the 'case made for retention was convincing' and that simplification of the UK designs system 
'should not be undertaken blindly', given the useful protection that UKUDR provided for 
industry.94 Calls for simplification of the UK design system have continued since then, but it is 
to be questioned as to what, if anything, in substance has changed in terms of the value and 
role for UKUDR-style protection. 

 

• Impact on what designs could be protected if UKUDR were abolished: The consultation has 
flagged various designs that would no longer be protected if UKUDR were abolished. Among 
these, the abolition of protection for purely functional designs is a potentially major 
consideration: as commentary has noted, UKUDR stands out from all other forms of design 

 
91 O Church, E Derclaye and G Stupfler, 'An Empirical Analysis of the Design Case Law of the EU Member States' 
(2019) IIC 50, 685–719, pp698 and 704 in particular. 
92 Church et al (n 91), pp698-699; see also E Derclaye, ‘CUDR and CRDR post-Brexit from a UK and EU 
perspective - Will all unregistered design rights become history?’ (2018) 13 JIPLP 325-331, 328. 
93 S Ashby and C Smith, 'Unregistered design law: the good, the bad, and the ugly' (2018) 13 JIPLP 315, 315, 
316 and 317. 
94 UKIPO, ‘Consultation on the Reform of the UK Designs Legal Framework Government Response - April 2013 
(https://webarchive.nationalarchives.gov.uk/ukgwa/20140712093446/http:/www.ipo.gov.uk/response-2012-
designs.pdf), paras 20 and 22 in particular. 

https://webarchive.nationalarchives.gov.uk/ukgwa/20140712093446/http:/www.ipo.gov.uk/response-2012-designs.pdf
https://webarchive.nationalarchives.gov.uk/ukgwa/20140712093446/http:/www.ipo.gov.uk/response-2012-designs.pdf
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protection for the fact that it is intended to protect functional designs.95 It is worth noting that 
the producers of such designs – which will be for highly utilitarian articles, the cases having 
included articles such as slurry separators, pig fenders and contact lenses – may not be 
necessarily be as well-represented among respondents to this consultation as designers 
focused on more consumer-oriented or ornamental/aesthetic creations. Although Option 1 is 
flagged as offering ‘maximum simplification’, the consultation indicates that respondents to 
the UKIPO’s previous work did not want simplification at the expense of protection.96 Loss of 
protection for some designs would, however, be an unavoidable consequence of abolishing 
UKUDR. The consultation has rejected the idea of abolishing UKSUD because loss of 
unregistered design protection for surface decoration was considered too substantial a 
change,97 but abolishing UKUDR protection could have consequences which are just as, if not 
more, significant.98 

 

• Impacts on scope of protection against infringement if UKUDR were abolished: There are 
also impacts from abolishing UKUDR that the consultation has not flagged, but which merit 
more consideration – particularly on the scope of protection conferred against infringement. 
Commentary has noted that the test for infringement in UKUDR is generally easier to satisfy, 
given the viewpoint adopted among other considerations; the UK courts’ approach to what 
constitutes a design producing the same ‘overall impression’ (relevant for UKSUD) has also 
been typically narrowly drawn, limiting scope for action against infringers.99 On this basis, 
abolishing UKUDR may narrow the available protection. 
 

Option 2 – Consolidate the unregistered designs framework 
 
Before commenting on the further specific sub-options considered here, some general points on 
Option 2 merit comment: 
 

• ‘Maximum simplification’ vs ‘maximum protection’: The consultation weighs up Options 1 
and 2 in terms of ‘maximum simplification’ and ‘maximum protection’, but these are, it is 
suggested, blunt tools for evaluating the best approach to reforming unregistered designs. As 
noted above, the Option 1 ‘maximum simplification’ approach will result in loss of rights. 
However, the Option 2 so-called ‘maximum protection’ approach also risks loss of balance 
between competing stakeholders interests, including competitors, consumers and the public 
interest. If the aim is to consolidate UKUDR and UKSUD, it is strongly suggested that the 
consultation process must to do more than simply ask what rightholders want: it needs to 
consider, as a matter of public policy and principle, what should be protected and why? The 

 
95 P Johnson, 'Design Right - From Investment to Creativity for ‘Industrial Copyright’' in E Bonadio and P Goold 
(eds), The Cambridge Handbook of Investment-Driven Intellectual Property (Cambridge University Press, 2023), 
p339. 
96 Consultation, p60, para 14. 
97 Consultation, p63, para 33. 
98 Particularly bearing in mind that, for surface decoration, unregistered design protection is not the only 
option - as commentary has noted, surface decoration also be likely to be protected in copyright: E Derclaye, 
‘CUDR and CRDR post-Brexit from a UK and EU perspective - Will all unregistered design rights become 
history?’ (2018) 13 JIPLP 325-331, 328. 
99 See eg E Derclaye, 'A Decade of Registered and Unregistered Design Rights Decisions in the UK: What 
Conclusions Can We Draw for the Future of Both Types of Rights' (2013) 3 IP Theory 144, 146; E Derclaye, 
‘CUDR and CRDR post-Brexit from a UK and EU perspective - Will all unregistered design rights become 
history?’ (2018) 13 JIPLP 325-331, 328. 
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consultation indicates an intention to achieve a balanced system recognising both the needs 
of designers and third parties,100 and more work may be required on this. 
 

• What are the specific problems with unregistered designs, and why are the consultation’s 
suggestions the appropriate response? It is also noted that, beyond general critique that 
current law is unduly complex, there is little by way of specific criticism in the consultation of 
concrete aspects of either UKUDR or UKSUD or explanation of specific difficulties that any 
particular aspects of either form of protection actually pose. Suggestions are also put forward 
for how a consolidated right might be shaped (for example, suggesting using the concepts of 
novelty, individual character and overall impression rather than UKUDR 
originality/commonplace-ness), but without discussing what is perceived as wrong with 
current law (for example, what are the problems with the UKUDR requirements?) or 
addressing the substantive implications of what is proposed (on that point, for example, a 
notable raising of the stringency of the threshold tests for valid protection). Although the 
consultation notes that further detailed work would be done to flesh out Option 2 if that is 
the option that is pursued, it is suggested that, at this stage, the consultation proposals are 
too under-developed to provide anything other than high-level comment.  
 

• What is the purpose of unregistered design protection? It is also suggested that there should 
be more reflection in the consultation on the role(s) that unregistered design protection is 
intended to fulfil, whether those roles are still relevant and, if so, how that should shape 
future action. UKUDR was established as an independent, free-standing right intended 
primarily to afford some degree of protection for functional designs – there should only be 
change to this if and to the extent there is either no further need for such protection or 
UKUDR is no longer performing that role. UKSUD has a dual role: first, as a short-term and 
informal form of design protection right for sectors of industry where designs have a short 
commercial life such that the costs and burdens of registration are unattractive; and second, 
to provide some level of protection during the registered design grace period for designs 
disclosed onto the market without having first filed for a registered design. The consultation 
does not mention this latter role for UKSUD: however, if unregistered designs are to still 
perform the role of providing coverage for designs that are in the grace period pending an 
application for registered protection, then whatever solution is adopted will need to at least 
match the requirements for valid UKRD protection. 

 

• International obligations: The UKIPO also needs to take into account the UK's international 
obligations, particularly under the UK-EU Free Trade Agreement and other FTAs. For example, 
Johnson has argued that the UK has international obligations to maintain UKSUD under Art 
247 of the UK-EU TCA and other FTAs.101  
 

In terms of specific sub-options canvassed at Option 2: 
 
(a) Keep UKUDR and UKSUD separate, but harmonise qualification requirements 
This consultation response is supportive of this option. The objective of the UKUDR qualification 
rules was to induce reciprocal protection in other jurisdictions. However, UKUDR does not in fact 
enjoy reciprocity with any equivalent rights in any other countries.102 The UKUDR qualification 

 
100 Consultation, p61, para 17. 
101 P Johnson, Free Trade Agreements: The United Kingdom and Intellectual Property (Edward Elgar, 2021), 
pp137–39. 
102 S Ashby and C Smith, 'Unregistered design law: the good, the bad, and the ugly' (2018) 13 JIPLP 315, 316. 
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requirements have been criticised as overly stringent and limiting.103 Adopting a UKSUD-style first 
disclosure rule to govern when all forms of unregistered design protection come into subsistence 
offers simplification of the position, provided that a suitable approach is taken to deal with 
current lack of clarity in UKSUD on this point as discussed at Section G of this consultation. It is 
acknowledged in Section G that, at present, the UKSUD rules on first disclosure present 
challenges.  
 
(b) Keep UKUDR and UKSUD separate, but harmonise term 
This consultation response is broadly supportive of harmonising term, and has commented on the 
relevant issues above.  
 
(c) Harmonise other aspects of protection, without full consolidation 
This consultation response is opposed to any wider harmonisation of UKUDR and UKSUD without 
a full preliminary exercise of analysis and consultation on specific detailed proposals. At present, 
this consultation is too under-developed to be able to comment further on this option: it is 
impossible to indicate support for one particular suggestion or another on any given point of 
detail, without having a full understanding of what is proposed as a whole in terms of what would 
be harmonised and what would be left ‘as is’. 
 
(d) Create a fully consolidated single right 
This consultation response is also strongly opposed to the full consolidation of unregistered 
design rights into one single new right, without at least the further work noted above. The 
consultation reports that the most common suggestion for simplification of unregistered designs 
was a single consolidated unregistered right that harnesses ‘the best aspects’ of the current 
system.104 However, it the determinant of what is 'best' is what is perceived as offering maximum 
protection for rightholders, then any new fully consolidated will end up adopting the broadest 
definition of 'design', lowest threshold requirements for validity, narrowest set of exclusions from 
protection, widest scope of infringement and narrowest defences. While that might be perceived 
as a good outcome from a rightholder perspective, it would lose existing protections that have 
been designed to achieve balance with the valid needs of competitors and wider public interests: 
UKUDR and UKSUD each offer, within their own systems, a generally carefully-balanced set of 
checks and balances that it is not possible to replicate by simply plucking the ‘best bits’ from one 
or other system to create a new right. 
 
In order to begin to contemplate a fully consolidated single right, much more preliminary work 
would be needed to establish, as a matter of policy and principle, what should be protected 
through unregistered design rights and how that should be achieved. It is unlikely, it is suggested, 
to be possible to doing this in a way which respects the needs of all stakeholders without also 
having to make some hard decisions about which aspects of current protection should be retained 
and which lost. The consultation appears to suggest adopting UKSUD as the basis for a fully 
consolidated right, but as noted above this seems to be an indirect way of pursuing Option 1 
(abolition of UKUDR). On any view, to create a new fully consolidated single right is a wide-
reaching reform would result in an extended period of legal uncertainty, and would need much 
time for new case law precedents to be established. Such uncertainty would also be incompatible 
with any moves to criminalise unregistered design infringement, as per Section H of this 
consultation. 
 

 
103 See eg Ashby and Smith (n 102). 
104 Consultation, p60, para 29. 
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Consolidation 

Do you find the number of legal instruments relating to design law confusing (Y/No/don’t know/I 

have never looked at them). 

Do you think the government should consider consolidating designs law into a single piece of 

legislation (Y/No/don’t know) 

Please provide any additional comments in relation to consolidation of designs law here 

 
This consultation response does not support consolidating all designs legislation into a single Act: 
it is suggested that practitioners can cope with multiple pieces of legislation, and design 
rightholders do not need necessarily to be able to navigate statute itself, if the overarching 
principles of the law are clear.  
 
However, the way in which UKSUD was introduced into UK law via The Designs and International 
Trade Marks (Amendment etc.) (EU Exit) Regulations 2019 is complex and unwieldy: reforming 
this would be welcome.  
 

 

Overlap with copyright  

Do you think there is still confusion about items protected by copyright and design rights following 

recent case law? Y/N/Don’t know 

Are there other changes to the copyright framework which could be considered under Option 4? 

 
See the section below. 
 

 

Are there exceptions in the copyright framework which could be added, amended or removed to 

provide more balance in the system to add to Option 5? 

 
See the section below. 
 

Do you prefer: 

• Option 3 

• Option 4 

• Option 5 

• None of these 

Please provide any additional comments in relation to copyright here: 

We welcome the opportunity given by this consultation to consider the interaction between 
design protection and copyright. However, this aspect of the consultation necessarily engages 
with core principles of copyright law, namely, the definition of protectable subject matter, the 
originality requirement, and the scope of exceptions and limitations. Given the fundamental 
nature of these issues, it would arguably have been more appropriate for them to have been 
addressed within the context of the parallel copyright consultation rather than being 
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incorporated, almost as an adjunct, into a process focused primarily on the reform of the 
registered design regime. 
 
Subject-matter and the originality requirement 
 
Turning first to the question of subject-matter, section 1(1) CDPA confines copyright protection to 
eight defined categories of work. Historically, that list has been understood as exhaustive, thereby 
limiting judicial capacity to recognise novel forms of expression outside the existing taxonomy. As 
a result, certain forms of creative expressions (although protected in jurisdictions adopting an 
open-ended approach) have been excluded from protection under UK law.105 The well-known 
Creation Records litigation illustrates this well: despite the elaborate arrangement of physical 
objects to create the scene subsequently captured on the Be Here Now album cover, the 
composition itself did not fall within any of the statutory categories.106 It was neither an artistic 
work nor a dramatic work, and the claim failed accordingly. The decision demonstrates the 
constraining effect of a closed statutory list, particularly where the work in issue does not 
comfortably map onto traditional statutory categories. 
 
This position has come under sustained pressure from recent jurisprudence of the CJEU. While the 
relevant EU Directives provide little express guidance on what constitutes a “work”,107 the Court 
has treated the term as an autonomous concept of EU law.108 Drawing together the originality 
provisions across multiple Directives, as well as principles in international copyright instruments, 
the Court has articulated a three-part test requiring that a work be:  

(i) the author’s own intellectual creation,  
(ii) the expression of that creation, and  
(iii) identifiable with sufficient clarity and precision.  

Each limb has been the subject of further elaboration: the originality element excludes, for 
example, football matches or other events lacking free and creative choices;109 the expression 
requirement excludes ideas, procedures, and methods of operation;110 and the identifiability 
requirement, developed in Levola Hengelo,111 excludes subject matter whose perception is 
inherently subjective, such as taste or smell. In contrast, conventional and even unconventional 
creative forms of expression (e.g. a foldable bike) will satisfy these criteria. 
 
The CJEU’s insistence that any subject matter meeting this test must be protected necessarily 
challenged the continued validity of exhaustive categories existing in the UK. The Court’s 
reasoning in Cofemel112 in particular (explicitly rejecting aesthetic criteria and suggesting that no 
additional national filters are permissible) casts serious doubt on the legitimacy of the CDPA 
categories as restrictive gateways pre-Brexit. This continues to create practical difficulties as 
demonstrated by judicial decisions since Brexit. Critiques of this jurisprudence have rightly 
highlighted the conceptual elision between the definition of a work and the assessment of 

 
105 E. Bonadio and N. Lucchi (eds), Non-Conventional Copyright (2018). 
106 Creation Records v. News Group [1997] EMLR 444. 
107 E.g. Directive 2001/29/EC of the European Parliament and of the Council of 22 May 2001 on the 
harmonisation of certain aspects of copyright and related rights in the information society OJ L 167, 22.6.2001, 
pp. 10–19. 
108 C-310/17, Levola Hengelo BV v Smilde Foods BV, (2018) ECLI:EU:C:2018:899. 
109 C-406/10, SAS Institute v. World Programming [2012] 3 CMLR (4) 55, [66]. 
110 TRIPS and WCT. 
111 Ibid, at 40. 
112 C-683/17, Cofemel—Sociedade de Vestuário SA v. G-Star Raw CV, (2019) EU:C:2019:721. 
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originality; more significantly, however, the approach risks removing any principled limits to the 
scope of copyright protection.113  
 
At least two English courts have acknowledged that exclusion from the CDPA categories does not 
necessarily preclude copyright protection, thereby undermining the very purpose of an exhaustive 
list.114 Furthermore, the expansion of protectable subject matter under EU law inevitably calls into 
question the continuing functional role of the statutory categories, especially in areas where 
rights and limitations have been harmonised. 
 
Against this background, the potential for design articles to obtain protection as engravings115  or 
sculptures is limited.116 The more significant question is the continuing role and scope of the 
category of “artistic craftsmanship”.117 Section 4(1)(c) CDPA requires that the work be both 
“artistic” and the product of “craftsmanship”. Courts have struggled to articulate a coherent test, 
and the leading authority, Hensher v Restawile,118 remains deeply problematic. The House of Lords 
adopted divergent and, in some respects, irreconcilable approaches as to the applicable test: Lord 
Reid emphasised public appreciation, Lord Morris looked to expert consensus, Lord Kilbrandon 
prioritised the creator’s intention, Viscount Dilhorne relied on judicial evaluation of artistic 
quality, and Lord Simon focused on the nature of craftsmanship itself. The effect has been 
prolonged doctrinal uncertainty. 
 
Subsequent decisions (ranging from Lucasfilm119 to Response Clothing and Waterrower) have 
continued to apply inconsistent criteria, variously requiring aesthetic appeal, artistic intention, 
expert endorsement, or something “beyond eye appeal”. However, in Cofemel – Sociedade de 
Vestuário SA v G-Star Raw CV,120 the CJEU held that the artistic or aesthetic effect produced by a 
design is irrelevant to the question of copyright subsistence. The Court confirmed that an article 
may be classified as a “work” for the purposes of EU law only where it can be identified with 
sufficient precision and objectivity and, in addition, constitutes the author’s own intellectual 
creation, reflecting the exercise of free and creative choices. This represents a significantly less 
determinate and potentially broader standard than that traditionally applied in the United 
Kingdom. 
 

 
113 J. McCutcheon, ‘Levola Hengelo BV v. Smilde Foods BV: The Hard Work of Defining a Copyright Work’ (2019) 
82 MLR 936; J. Pila, ‘The Authorial Works Protectable by Copyright’, in E. Rosati, The Routledge Handbook of 
EU Copyright Law (Routledge, 2021), 63. 
114 Response Clothing Ltd v. The Edinburgh Woollen Mill Ltd [2020] EWHC 148 (IPEC), [2020] FSR (25) 635, [63]; 
Waterrower (UK) Limited v Liking Limited (T/A Topiom) [2024] EWHC 2806 (IPEC). 
115 section 4(1)(a) CDPA; Wham-O v. Lincoln Industries, [1985] RPC 127. 
116 [1995] FSR 77, 94 but not in [1995] FSR 77, 94 but not in Lucasfilm v. Ainsworth [2008] EWHC 1878 (Ch), 
[141]; aff’d on point [2009] EWCA Civ 1328, [87]; aff’d [2011] UKSC 39, [2012] 1 AC 208. while some 
industrially produced artefacts might count as ‘sculptures’, others might not. Indeed, both the toy 
Stormtroopers and the Stormtrooper helmet at issue in Lucasfilm were not treated as sculptures, the former 
because the primary purpose of the design was to facilitate ‘play’, the latter because the design was developed 
for use as a prop in developing a film, not as an artistic work in its own right. 
117 Bently p 85; Hensher v. Restawile Upholstery (Lancs) [1976] AC 64, 77; Merlet v. Mothercare plc [1986] RPC 
115; Bonz Group v. Cooke [1994] 3 NZLR 216, 222; Vermaat (t/a Cotton Productions) v Boncrest Ltd (No.1) 
[2001] FSR 5; Response Clothing Ltd v Edinburgh Woollen Mill Ltd [2020] EWHC 148 (IPEC); Waterrower (UK) 
Limited v Liking Limited (T/A Topiom) [2024] EWHC 2806 (IPEC); Equisafety Limited v Woof Wear Limited 
[2024] EWHC [2478] (IPEC). 
118 Hensher v. Restawile Upholstery (Lancs) [1976] AC 64. 
119 [2011] UKSC 39; [2012] 1 AC 208. 
120 See above, fn 8. 
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Judge Hacon therefore observed that full adherence to the Cofemel approach would effectively 
dispense with any requirement that a work possesses aesthetic appeal, rendering it incompatible 
with the domestic concept of artistic craftsmanship as articulated in earlier case law. Applying the 
established UK test to the facts before him, he concluded that Response’s wave-fabric design did 
constitute a work of artistic craftsmanship. It is, however, far from clear that other designs would 
satisfy that threshold. As a result, one practical consequence of Brexit has been the emergence of 
a more fragmented and, in some respects, narrower regime of copyright protection, with a 
correspondingly more selective and uncertain application of the artistic craftsmanship category. 
Waterrower is particularly noteworthy for its explicit acknowledgement that EU law and the 
domestic requirement of “artistic craftsmanship” are irreconcilable. The court recognised that, 
under the CJEU’s approach, originality alone may suffice, whereas the CDPA imposes additional 
qualitative filters that EU law appears to prohibit. However, WaterRower is only a first instance 
decision from the IPEC and it was highly fact specific. It does not set a general rule that works of 
applied art are not protectable by copyright in the UK and many may still be considered to be 
works of artistic craftmanship or some other category of works protected by UK copyright law 
(most notably sculptures). And, crucially, the decision does not affect the ability to enforce 
copyright in the EU, even if that is harder to do (or potentially not possible) in the UK. That said, it 
poses an unnecessary hurdle for protection within creative industries and weakens Britain’s future 
position as a global design powerhouse. 
 
A moveaway from an implicit artistic requirement is evident in the Opinion of the EU Advocate 
General in Joined Cases C-580/23 and C-795/23 Mio/Konektra.121 In that Opinion, the Advocate 
General underscores that the assessment of originality must be calibrated to the specific nature of 
the work under consideration. He notes that, in contrast to other categories of works, utilitarian 
creations cannot rely on any presumption of creativity.122 He further cautions against the use of 
terms such as “aesthetic” or “artistic” when describing an author’s choices, as these terms may 
suggest creative input without necessarily capturing its legal significance. As he explains: 
“I must add a final remark of a terminological nature. Indeed, it seems to me that a risk of 
confusion arises when the terms ‘artistic’ or ‘aesthetic’ are used to characterise the choices made 
by the author of a work or the result of his or her creation. It is true that, in certain senses, those 
terms may be understood as synonymous with ‘creative choices’. It is also true that, through the 
use of language, we are talking of works of applied art. However, the term ‘artistic’ evokes a value 
judgment in the sense of a relatively high degree of artistic success. Yet such judgments are not 
relevant in copyright law: protection is in no way conditional on the artistic (or other) quality of 
the work, including in the case of works of applied art. As for the term ‘aesthetic’, it may be 
understood as referring to all the creator’s choices that are not linked to technical or functional 
constraints. However, not every aesthetic choice necessarily reflects the personality of the creator 
and therefore not every aesthetic choice confers originality. It is thus more prudent, in my view, 
to stick to the words ‘free and creative choices reflecting the personality of the author’.”123The 
second limb, craftsmanship, has proved no less difficult. Although Hensher contains dicta 
suggesting that craftsmanship implies hand-made production, other authorities, including the 
influential Australian decision in Coogi,124 have rejected that view, warning against imposing a 
Luddite constraint inconsistent with modern creative practice. UK courts have since endorsed the 
principle that machine-assisted production or mass manufacture does not preclude a finding of 
artistic craftsmanship. Further complexity arises where different individuals contribute the artistic 

 
121 ECLI:EU:C:2025:330. The decision in these joined cases will be handed down on December 4th, 2025. 
122 At 42. 
123 At 43. 
124 Coogi Australia Pty Ltd v Hysport International Pty Ltd (1998) FCA 1059, where the judge in effect endorsed 
the real element of aesthetic quality judged by the intention of the creator but which should be assessed 
objectively, excluding functional elements. 
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and craft elements respectively; Bonz Group125 held that both need not reside in a single author, a 
position that seems both principled and consistent with contemporary collaborative practice. 
The judge held that the WaterRower was original, notwithstanding functional constraints, because 
its designer had scope to exercise free and creative choices. However, he found that it did not 
qualify as a work of artistic craftsmanship under the CDPA: although aesthetically appealing and 
produced by a craftsman, it lacked the artistic motivation required by Hensher, having been 
created primarily for commercial reasons. Copyright therefore did not subsist. The decision leaves 
the law on artistic craftsmanship unsettled. Future appeals could either restore a narrower, 
traditional approach, prompt a broader reinterpretation aligned with CJEU jurisprudence, or result 
in a more limited reversal adopting the “conciliatory” reasoning in Response Clothing, thereby 
prolonging uncertainty. 
 
One approach is to amend the definition of artistic works, pursuant to s 4(1), as non-exhaustive by 
replacing the term ‘means’ with ‘includes’.126 This would provide the necessary flexibility to for 
copyright law to cover designs falling outside the scope of works of artistic craftsmanship, 
reducing indirect discrimination based on subject matter within the CDPA. 
 
Exceptions and limitations 
 
Importantly, the tension between copyright protection for designs and the broader regulatory 
landscape must also be acknowledged. If copyright is interpreted (either through expansive 
domestic interpretation or through residual influence of EU law) to protect a wide range of 
designs already covered by registered or unregistered design rights, there is a pressing need to 
ensure that the exceptions and limitations applicable under copyright law are aligned with those 
in the specialist design regimes. In particular, the absence of a robust “right of repair” within 
copyright law risks undermining carefully calibrated mechanisms within design law that permit 
the manufacture and sale of spare parts for legitimate repair purposes. As commentators have 
observed,127 it would be anomalous (and counterproductive in sustainability terms) if the 
expansion of copyright were to impede repair activities explicitly permitted under design 
legislation. 
 
In the EU, the lack of flexibility within the design system has been felt since the Nintendo case128 
and partly addressed in the recent EU design reform. The case concerned the defendants’ use of 
images of the applicant’s Nintendo designs, specifically various remote controls and the “Balance 
Board”, in the course of marketing accessories intended for use with those products. The CJEU 
adopted a permissive approach, emphasising that preventing a trader from deploying visual 
depictions of existing products for legitimate explanatory or demonstrative purposes when 
promoting newly developed compatible goods could operate as an impediment to innovation. The 
Court therefore construed the citation exception broadly so as to encompass the uses complained 
of, subject always to the subsequent assessment of the additional conditions set out in the 
relevant provision. 

 
125 [1994] 3 NZLR 216. 
126 Uma Suthersanen, 'Designs' (UCL Laws, 2022) 
<https://www.ucl.ac.uk/laws/sites/laws/files/suthersanen_designs_slides.pdf> accessed 24 November 2025. 
127 E. Derclaye, ‘A Model Copyright/Design Interface: Not an Impossible and Undesirable Task?’, in Derclaye 
(2018), ch. 12; A. Kur, ‘Unité de l’art is Here to Stay—Cofemel and its Consequences’ (2020) 15(4) JIPLP 290; 
See Annette’s Kur argument building on the C-337/95, Dior v Evora available at 
https://www.ip.mpg.de/fileadmin/ipmpg/content/personen/annette_kur/brussels_cumulation_082.pdf ; see 
also A. Kur, ‘From ‘‘Local Privilege’’ to ‘‘Global Standard’’: Facilitating Design and Copyright Protection for Non-
EU Product Shapes’ (2025) 56 IIC 970. 
128 Joined Cases C-24/16 and C-25/16, Nintendo, ECLI:EU:C:2017:724. 

https://www.ip.mpg.de/fileadmin/ipmpg/content/personen/annette_kur/brussels_cumulation_082.pdf
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The EU Recast Directive and the new Regulation also include a parody exception. The UK would be 
well-advised to engage closely with these developments. The recognition of the cumulation of 
intellectual property rights aligns with the recent jurisprudential trajectory of the CJEU and 
reflects broader shifts in design history, wherein the aesthetic form of a product, particularly in 
the case of three-dimensional designs, has become increasingly inseparable from the product 
itself. This evolution also corresponds with a marked movement away from traditional industrial 
settings, with designers assuming more prominent roles as participants in wider social and 
cultural discourse. Moreover, these developments acknowledge the progressive democratisation 
of design, recognising that creative practice is no longer the exclusive domain of professional 
designers but now encompasses non-professional actors who personalise garments, refurbish 
furniture, and engage in other forms of everyday design activity.129 The introduction of a parody 
exception into design law would recalibrate the balance between the prerogatives of right-holders 
(protected under Article 1 of Protocol No. 1 to the ECHR, Article 27(2) of the UDHR, and Article 
15(1)(c) of the ICESCR) and the competing interests that underpin freedom of expression, artistic 
and scientific freedom, and the right to participate in cultural and scientific life, as reflected in 
Article 10 of the ECHR, Articles 19 and 27(1) of the UDHR, and Articles 15(1)(a)–(b) of the ICESCR. 
Such an exception would mark a more robust commitment to these expressive and cultural 
freedoms than that embodied in the current legal framework. 
 
Enabling parodic uses of designs contributes significantly to public discourse, particularly as design 
increasingly carries cultural and symbolic meaning. Parody not only provokes humour but also 
facilitates critique of dominant social, political, and cultural narratives. The Simple Living case 
illustrates this function: although Louis Vuitton initially secured provisional relief against Nadia 
Plesner for reproducing elements of its Audra bag in works highlighting the Darfur crisis, the 
Amsterdam court ultimately held that Plesner’s Article 10 ECHR freedom of expression 
outweighed Louis Vuitton’s design property interests.130 A design-parody exception would 
therefore support critical design practices, which often aim to expose rather than solve problems. 
Such an exception also has creative and innovative value.131 Parody, pastiche, and related 
practices can challenge design conventions and stimulate new ideas.132 Economically, a parody 
exception would enhance market efficiency in industries (such as fashion) that depend on 
iterative creative dialogue, while still respecting rights holders’ legitimate interests.133 It also 
anchors the copyright system more closely to the intended balance between access and 
protection in light of recent case law more squarely focused on the reputational and economic 
harm of a reuse.134Introducing a parody exception would also mitigate problems arising from 
overlapping IP rights. Harmonising the design-parody exception with the copyright parody 
exception would reduce incentives for strategic reliance on more rigid rights, as seen in Simple 
Living, where design rights were invoked because alternative regimes included more flexible 
defences. Ultimately, while such an exception would strengthen freedom of expression, it must be 
framed consistently with the international three-step test to ensure that it does not conflict with 

 
129 S. Jacques & E. Derclaye, ‘The parody exception in EU design law: a catalyst for creative evolution, 
innovation and cultural discourse’  (2024) 46(5) EIPR, 285. 
130 Lucie Guibault, ‘The Netherlands: Darfurnica, Miffy and the Right to Parody’ (2011) 2 J. Intell. Prop.Info. 
Tech. & Elec. Com. L., p.236. 
131 S. Jacques & E. Derclaye, ‘The parody exception in EU design law: a catalyst for creative evolution, 
innovation and cultural discourse’  (2024) 46(5) EIPR, 292. 
132 Ramia Mazé, Occupying Time: Design, Technology, and the Form of Interaction (Axl Books, 2007), p.211. 

133 Lucrezia Palandri, ‘Fashion as art: rights and remedies in the age of social media’ (2020) 9(9) Laws, p.12. 
134 See, Samherji HF v Oddur Fridriksson [2024] EWHC 2892 (Ch); Shazam Productions Ltd v Only Fools in the 
Dining Experience Ltd [2022] EWHC 1379.  
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normal exploitation of the work or unduly prejudice right-holders.135A refreshed approach to 
exceptions and limitations, additionally provides space for discussion on the role of access as 
fulfilling broader socio-cultural aims within creative practice such as sustainability. inclusion and 
well-being.136 Further, the pending Pelham II referral on pastiche,137 underlines the necessity of 
implementing a design parody exception in a manner that stretches beyond a narrow 
understanding of humour.138 
 
Conclusion 
 
In conclusion, we contend that the catalogue of copyright-protected subject matter should be 
removed altogether, or at the very least, barriers within s 4 CDPA should be removed, and that 
exceptions and limitations should be harmonised across intellectual property regimes. Such 
alignment would reduce the scope for strategic litigation and prevent the manipulation or 
overextension of particular rights to circumvent the operation of a regime in which an applicable 
defence would otherwise render the use non-infringing. 
 
 
 

 

  

 
135 S. Jacques & E. Derclaye, ‘The parody exception in EU design law: a catalyst for creative evolution, 
innovation and cultural discourse’  (2024) 46(5) EIPR, 294 
136 Sanna Marttila and et al, ‘The relational becoming of a participatory design commoner’ (2025) in E. Brandt 
and et al (eds) Nordes 2025: Relational Design (2025). 
137 C-590/23, CG, YN v Pelham GmbH, SD, UP, (2025) ECLI:EU:C:2025:452. See, AG Emilio’s reflection that 
pastiche is simply unable to cover all forms of creative reuse at para [48]. 
138 For more on this interpretation of the parody exception, see S. Jacques, The parody exception in copyright 
law (OUP, 2019) chapters 1& 3. 
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Section G – Post-Brexit issues relating to unregistered designs 

 

No response to this section. 
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Section H – Call for evidence on criminal sanctions for design infringement 

 

For the infringement of registered designs rights, what has been your experience of the typical costs, 

duration, remedies sought, and outcome associated with pursuing an infringement dispute? 

Costs of proceedings: No response 

o £1000 – 5000 

o £5000 – 10,000 

o £10,000 – £25,000 

o £25,000 – £50,000 

o Above £50,000 

o Other (please specify) 

Duration: No response 

o Under 6 months 

o 6-12 months 

o 12-18 months 

o Longer than 18 months 

o Other (please specify) 

Remedies sought (tick all that apply): No response 

o Damages 

o Account of profits 

o Delivery up or destruction of infringing items 

o Final injunction to prevent infringement in the future 

o Interim remedies 

o Criminal sanctions 

o Other (please specify) 

Outcome: 

This consultation response is submitted by a group of IP academics and cannot offer direct 
experience on the questions immediately above. However, courtesy of research carried out by 
Derclaye et al, there is data on how often UK registered designs (‘UKRDs’) and, before Brexit, 
registered EU designs (‘REUDs’) have been litigated through to a substantive decision before the 
UK courts.139 Their research examined substantive court decisions on all types of design right 
across EU Member States – which included the UK, at the time - from the entry into force of the 
Design Directive/Regulation through to August 2017.  In the UK, their research found that UKRDs 
were relied upon in 19.5% of UK decided cases and REUDs in 16.9%: together, registered designs 
accounted for 36.4% of all litigated designs in their UK dataset. In terms of outcomes, their 
research established that 71.4% of UKRDs and 41.6% of REUDs were found to be infringed. The 
authors caution against drawing firm statistical conclusions because of the small UK case sample; 
data on decided outcomes also represents only the ‘tip of the iceberg’ in terms of all infringement 
cases brought (not all of which will be pursued to trial and judgment). This data is also now a few 
years old. Nonetheless, the reported UKRD success rate is higher than some criticism of the 
enforceability of UKRDs in civil proceedings would generally tend to suggest. 

 
139 O Church, E Derclaye and G Stupfler, 'An Empirical Analysis of the Design Case Law of the EU Member 
States' (2019) IIC 50, 685–719, pp698 and 704 in particular. 



 

58 
 

Have you experienced or made any changes in business practices since the introduction of criminal 

sanctions for the infringement of registered designs? (Y/N/Don’t know) No response - this 

submission is unable to comment on the business perspective. 

 

If yes, has this been (radio button): No response 

o Change in staff numbers, 

o Changes in profit/loss 

o Change in business strategy 

o Other notable changes (please specify) 

Please provide further information if possible. 

 

Have criminal sanctions for the infringement of registered designs been providing an effective 

deterrent effect, in your experience? To allow government to assess impacts, please provide 

evidence to support your answer. 

(Evidence could include analysis of caseloads or enforcement costs before and after the 

introduction of criminal sanctions for registered designs, and/or international comparisons of 

legislative regimes with criminal sanctions for registered designs and infringement rates.) 

Evidence of the criminal sanctions at s35ZA RDA 1949 being deployed in practice is hard to come 
by. As at 2019, commentary reported that neither CIPA nor CITMA were aware of any relevant 
prosecutions.140 As at May 2020, further commentary recorded that there had only been a small 
number of prosecutions in relation to registered designs,141 In terms of reported cases, this 
consultation response can only identify one further prosecution under the RDA 1949, also 
involving parallel claims under the TMA.142 It is premature to consider expanding criminal 
sanctions into unregistered designs without a clear understanding of exactly how many charges 
and prosecutions there have been under s35ZA RDA, and the outcome of those cases.  
 

 

Have you experienced any negative impact linked to the introduction of criminal sanctions for the 

infringement of registered designs? (Y/N/don’t know) No response - this submission is unable to 

comment on the business perspective. 

If yes, please provide supporting evidence. 

 

Do you have evidence or experience of the current prevalence of unregistered design infringement? 

(Y/N/Don’t know) No 

The prevalence of unregistered design infringement is very difficult to quantify, and the UKIPO 
should be mindful of the severe challenges in doing so. There is no objective or comprehensive 
data on either the subsistence or infringement of unregistered designs, and the situation is 
rendered even more complex by the fact that both UKUDR and UKSUD can subsist in designs for 
part of an article/product. Many such ‘partial’ designs may subsist in one article/product, each 

 
140 A Instone, 'Design reform' CIPA Journal 2019, 48(12), 11-12. 
141 N Caddick et al, Copinger and Skone James on Copyright, 19th edn (Sweet & Maxwell, 2024), para 25-50. 
142 Iqbal v City of Wolverhampton Council [2025] EWCA Crim 498. 
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covering different design features either on their own or in different combinations; this may 
include ‘partial designs’ that are very small in terms of what they cover relative to the 
article/product as a whole. There can thus be a large ‘bundle’ of such designs all subsisting in the 
same article/product. Critically, such ‘partial’ designs do not have to be identified by a rightholder 
in advance of making an infringement claim. As a result, there is an inherent flexibility in 
unregistered design subject matter that means that it is simply not possible to put a number on 
either the number of unregistered designs that may exist, or how many of them may be infringed, 
at any given time. There can also be great complexity in determining whether UKUDR or UKSUD 
actually subsists, particularly for ‘partial’ designs, with courts having to work their way at length 
through the relevant threshold requirements for protection and exclusions from protection for 
each claimed design. For all of the reasons, it is suggested that attempting to quantify the number 
of unregistered designs that exist or that are infringed is a near-impossible exercise. The options 
assessment accompanying Section F of the consultation states that the total number of 
unregistered designs produced each year is ‘entirely unknowable’. 
 
It is also respectfully suggested that the UKIPO should also exercise great caution in interpreting 
any data or evidence submitted to it on this question that is based simply on designers’ 
experiences of incidents in which they believe their designs to have been copied. It is a feature of 
policy work in the design sphere that designers are surveyed as to their experiences of copying 
without cross-checks to ascertain whether (i) their designs would indeed have been entitled to 
protection or (ii) whether the copying complained of would in fact have been an actionable 
infringement. The reality is that designers may feel aggrieved about conduct which, for good 
reason, is not a legal wrong. Particularly when consulting on matters as serious as introducing new 
criminal sanctions, the UKIPO must ensure that the data and evidence that it relies upon is robust 
and reliable.  
 
In any event, it is argued that, for the purposes of this consultation, the focus should not be on 
unregistered designs in general, but specifically on those unregistered designs which are not 
already covered by existing criminal sanctions by reason of overlap with other forms of IP 
protection. Current Ministry of Justice guidance on introducing new criminal penalties commits to 
avoiding the proliferation of unnecessary new offences and asks whether there are existing 
offences which already cover the targeted behaviour.143 In the context of unregistered designs, 
existing offences may already provide overlapping coverage. UKURD and UKSUD may subsist in 
designs which are also protected by UK design registration: in such cases, s35ZA RDA 1949 already 
provides criminal sanctions. Unregistered designs may subsist in subject matter that is also a 
copyright work, in which case s107 CDPA 1988 may be called upon. Some unregistered designs 
may also be protected by registered trade marks, in which case s92 TMA 1994 would apply. In 
appropriate cases, there may also be grounds for grounds for prosecution under non-IP-specific 
legislation.144 
 

 

 

 

 

 
143 Ministry of Justice, Guidance - Introducing or amending criminal offences or penalties (4 September 2025) 
https://www.gov.uk/government/publications/making-new-criminal-offences/introducing-or-amending-
criminal-offences-or-penalties).  
144 See eg S Miles, 'Anti-counterfeiting and your intellectual property rights' Ent LR 2025, 36(1), 19-23, 20. 

https://www.gov.uk/government/publications/making-new-criminal-offences/introducing-or-amending-criminal-offences-or-penalties
https://www.gov.uk/government/publications/making-new-criminal-offences/introducing-or-amending-criminal-offences-or-penalties
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How do you currently address infringement disputes for unregistered designs? No response - this 

submission is unable to comment on the business perspective. 

Legal proceedings: 

o Intellectual Property Enterprise Court’s small claims track 

o Intellectual Property Enterprise Court’s multi-track 

o High Court Chancery Division 

Out of court: 

o Mediation 

o Arbitration 

o Negotiation 

Other (please specify) 

 

What are the typical costs, duration, remedies sought, and outcome in currently available litigation 

routes for an infringement of unregistered designs? 

Costs: No response 

o £1000 – 5000 

o £5000 – 10,000 

o £10,000 – £25,000 

o £25,000 – £50,000 

o Above £50,000 

o Other (please specify) 

Duration: No response 

o Under 6 months 

o 6-12 months 

o 12-18 months 

o Longer than 18 months 

o Other (please specify) 

Remedies sought: No response 

o Damages 

o Account of profits 

o Delivery up or destruction of infringing items 

o Final injunction to prevent infringement in the future 

o Interim remedies 

o Other (please specify) 

Outcome: 

As noted above, this consultation cannot offer evidence from direct experience on these matters. 
However, the research by Derclaye et al does provide data on how often UK unregistered designs 
(‘UKRDs’) and, before Brexit, unregistered EU designs (the closest comparable right to UKSUD at 
the time) were litigated through to a substantive decision in the time period covered by their 
research.145 Their research found that UKUDR claims far outstripped any other kind of design 
claim: across UK decided cases, UKUDR was relied upon 53.2% of the time, compared to UKRDs 
(19.5%), registered EU designs (16.9%) and unregistered EU designs (10.4%). The figure for UKUDR 
is, in particular, considerably higher than the number for both UKRDs and REUDs combined.  In 

 
145 O Church, E Derclaye and G Stupfler, 'An Empirical Analysis of the Design Case Law of the EU Member 
States' (2019) IIC 50, 685–719, pp698 and 704. 
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terms of outcomes, UKUDR designs were found valid more often than other forms of design, but 
were found to be infringed less often, although the same caveats as noted above are to be borne 
in mind given the small UK case sample size. Either way, the high rate at which UKUDR 
infringement proceedings were brought relative to other design claims suggests that, if anything, 
UKUDR may be easier, not harder, to sue on in civil proceedings compared to other forms of 
design protection. This would be no surprise given the inherent flexibility in unregistered design 
subject matter, particularly in relation to ‘partial’ designs. 
 
It should also be noted that civil law sanctions for UKUDR infringement can include a punitive 
element through the award of additional damages at section 229(3) CDPA 1988. These mirror 
additional damages in copyright law. In the copyright context, the Court of Appeal confirmed in 
PPL v Ellis that additional damages may be partly or even wholly punitive and that they have 
‘valuable deterrent effect both on the infringer in the particular case under consideration; and 
also more widely in that they send the general message that infringement does not pay’.146 Their 
utility is well illustrated in the unregistered design case of Original Beauty v G4K in which the High 
Court awarded £300,000 in additional damages, representing an uplift of 200% on the award of 
standard damages also made. The award of additional damages was intentionally to ‘punish the 
Defendants in a way that is effective, proportionate and dissuasive’ bearing in mind the 
seriousness and flagrancy of their infringement.147 
 

 

If a criminal offence is introduced for infringement of unregistered designs, should any adaptations 

to that offence be made to reflect the different context of unregistered designs?  

 
The consultation does not indicate explicitly but, insofar as this question refers to 'adaptations' to 
an existing offence, it is assumed that this refers to s35ZA RDA 1949. The actus reus of the offence 
under s35ZA(1) RDA consists of:  
 

(i) copying; 
(ii) without consent; 
(iii) in the course of business; 
(iv) of a registered design; 
(v) so as to make a product: 

o exactly to that design; or 
o with features that differ only in immaterial details from that design. 

 
It is also defence under s35ZA(5)(b) RDA that the defendant did not infringe the design. 
 
The consultation offers no details of what might be under consideration as the actus reus for any 
criminal offence involving unregistered designs. It does not indicate whether both UKUDR and 
UKSUD are in the frame, but for present purpose it is assumed that both forms of unregistered 
designs are relevant here. For reasons noted further below, this consultation response opposes 
the introduction of new criminal sanctions. However, if a new criminal offence were to be 
introduced, items (i)-(iii) could be carried across from s35ZA(1) and item (iv) could be 
appropriately adjusted. On item (v):  
 

 
146 Phonographic Performance Limited v Andrew Ellis Trading as Bla Bla Bar [2018] EWCA Civ 2812, [37]-[38]. 
147 Original Beauty Technology Company Ltd v G4K Fashion Ltd [2021] EWHC 3439 (Ch), [153]. 
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• Making a product: UKUDR is infringed not only by reproducing a protected design for 
commercial purposes by making articles to that design, but also by making a design document 
recording the design for the purpose of enabling such articles to be made.148 UKSUD is 
infringed by any use of the relevant design that results from copying.149  However, it is 
suggested here that, for both UKUDR and UKSUD, criminal liability should only attach to the 
‘making’ of an infringing article/product in line with s35ZA(1) RDA, along with any 
corresponding ‘dealing’ equivalent that caught by to s35ZA(3) RDA 1949. Criminal liability 
should not attach to other acts that would fall within the scope of civil infringement of either 
right, including the making of design documents under s226(1)(b) CDPA 1988.  

 

• Identity to the design: The scope of UKUDR extends to articles made ‘exactly or substantially’ 
to the protected design.150 UKSUD covers any infringement which produces the same overall 
impression.151 However, given the general intention to focus criminal sanctions on only the 
most blatant and blameworthy conduct, it is suggested here that, in line with s35ZA(1) RDA, 
criminal liability should only arise where the infringement is identical to or only immaterially 
different to the unregistered design. 

 
There are also further points that would have to be taken on board in framing the actus reus of 
any new offence: 
 

• Given the very challenging difficulties of lack of prior notice posed by practice by that fact 
that 'partial' UKUDR and UKSUD designs do not need to be identified before launching a 
claim (as discussed further below), it is suggested here that it should be part of the actus 
reus for any new offence that the prosecuting party must show that notice has been given 
to the alleged infringer of the specific design(s) relied upon, with sufficient time having 
elapsed for the defendant to have taken advice and acted thereon. If the proposal to 
criminalise unregistered design infringement is intended to be focused only on the most 
blatant infringing conduct, then it should be part of the actus reus for the prosecuting 
party also to prove flagrancy. 
 

• Given the further very substantial complexities (also outlined further below) that may 
arise in establishing the subsistence of valid unregistered design rights and their 
infringement, it is suggested that the balance of justice requires that it should be a 
positive element of the actus reus of any new offence (ie not just a defence) requiring the 
prosecuting party to show that the design relied upon subsisted, was in force and was 
infringed. 

 

• Any new offence would also need to provide that, insofar it was a UKUDR design relied 
upon, there could be no criminal liability for any acts committed during the period when a 
licence of right under s237 CDPA 1988 was available. It is suggested here that it is 
fundamentally incompatible with the rationale underpinning licences of right for criminal 
sanctions to be available during any time period when a licence of right could be sought. 
 

• The extent of criminal liability would also have to accommodate s236 CDPA 1988. This 
provides that where copyright subsists in a work which consists of or includes a design in 

 
148 CDPA 1988, s226(1)(a) and (b).  
149 The Designs and International Trade Marks (Amendment etc.) (EU Exit) Regulations 2019, Schedule 1, para 
17.  
150 CDPA 1988, s226(2).  
151 The Designs and International Trade Marks (Amendment etc.) (EU Exit) Regulations 2019, Schedule 1, para 
9.  
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which UKUDR subsists, it is not an infringement of UKUDR to do anything which is an 
infringement of the copyright in that work. In effect, this means that, in civil proceedings, 
there is no claim for UKUDR infringement where there is a claim for copyright in the same 
subject matter. It should not be possible to bring a criminal prosecution in relation to a 
UKUDR design in circumstances in which s236 CDPA applies. 
 

A point would also need to be taken on board in relation to item (i) above (proof of copying) for 
UKUDR-based claims in particular. Because UKUDR protects designs which are wholly or partially 
functional in nature, there may be legitimate reasons relating to common functional requirements 
that lie behind any similarity between a protected design and other products on the marketplace. 
The courts have emphasised that, in terms of establishing copying, this means that the usual 
process of inference established in copyright cases requires modification: courts must be alive to 
the reality that similarity may arise from common functional considerations, rather than because 
of copying.152 It would be essential to ensure that this was reflected in the approach taken to 
proof copying in the criminal context, and indeed in the decision on whether to charge or 
prosecute in the first place. 
 

 

What conditions of intentional copying do you believe would be necessary for a criminal offence? 

The mens rea of the offence at s35ZA(1) RDA 1949 consists of intentional copying, knowing or 
having reason to believe that the copied design is a registered design. It is a defence under 
s35ZA(4) to show that the defendant reasonably believed that the registered design was invalid. It 
is also a defence under s35ZA(5)(b) RDA to show that the defendant reasonably believed that they 
did not infringe the design.  
 
If the mens rea requirements of s35ZA(1) were transposed directly into the context of 
unregistered design infringement, prima facie criminal liability would be established where there 
was intentionally copying of the design relied upon, knowing or having reason to believe that that 
design was a design protected by UKUDR or UKSUD. In the particular context of unregistered 
designs, it is submitted this does not provide sufficient protection for legitimate businesses.  
In terms of the first mental element of s35ZA(1), even with the criminal standard of proof ‘beyond 
reasonable doubt’, the requirement for intentional copying does not in and of itself serve as 
meaningful filter in terms of differentiating between conduct that does or does not merit criminal 
sanction. In the specific context of unregistered designs, there is also the additional complexity 
that, because unregistered design rights can subsist in very small ‘parts’ of an article/product and 
because third parties have no way of knowing in advance how any such ‘partial’ unregistered 
design claim may be formulated, third parties risk being found to have intentionally copied some 
form of small ‘partial’ free-standing unregistered design even where they have produced an 
overall non-infringing product. As explained further below, this is a feature of unregistered design 
protection that is already well-recognised as facilitating the manipulation of civil infringement 
claims.  
 
 

 
152 Farmers Build Ltd (In Liquidation) v Carier Bulk Materials Handling Ltd [2000] ECDR 42, at 64 ('Substantial 
similarity of design might well give rise to a suspicion and an allegation of copying in cases where substantial 
similarity was often not the result of copying but an inevitable consequence of the functional nature of the 
design... Copying may be inferred from proof of access to the protected work, coupled with substantial 
similarity. This may lead to unfounded infringement claims in the case of functional works, which are usually 
bound to be substantially similar to one another'). 
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It is suggested here that the ‘reason to believe’ threshold at s35ZA(1) RDA is also too low in terms 
of knowledge of the subsistence of relevant rights. The 'reason to believe' test is the same as for 
secondary infringement in UKUDR and copyright.153 A defendant may believe, even on legal 
advice, that no rights exist or that there has been no infringement, yet still have the requisite 
knowledge:154  
 

'A mistaken belief that in law an act is not an infringing act does not serve to deprive the 
defendant of knowledge under s.227, provided the defendant is aware of all the relevant 
facts. This includes a mistaken belief of law that the claimant has no enforceable design 
right, inferred from the facts'.  

 
As has been noted of similar provisions in copyright, it is at least arguable that the mere 
notification of an assertion of infringement may be sufficient ‘reason to believe’ to make the 
defendant prima facie criminally liable, even if the defendant also has a legitimate belief that 
there are good reasons for contesting that assertion155 This position has also been adopted in 
UKUDR case law.156 However, as explained further below, in the context of unregistered design 
infringement, there is plentiful scope for bona fide dispute over whether unregistered design 
rights subsist and, if so, what they actually subsist in. These are matters fraught with complexity 
and it is suggested here that it would be unjust to set any s35ZA(1)-style knowledge threshold too 
low. In such circumstances, it may also also unjust, as per s35ZA(4) and (5) RDA, to shift onto the 
defendant the burden of demonstrating a ‘reasonable belief’ that unregistered design protection 
did not validly subsist or that they did not infringe.  
 
For these reasons, if a new criminal offence were to be introduced in relation to the copying of an 
unregistered design (which this consultation response opposes), it is suggested the burden of 
proof should lie on the prosecuting party to prove that copying was:  
 

(i) intentional; and  
(ii) carried out: 

(a) in the knowledge that unregistered design rights were claimed in the specific 
design feature or features in which unregistered design rights are alleged to 
subsist; and 
(b) with no basis for any reasonable belief that the relevant design was or might 
be invalid; and 
(c) with no basis for any reasonable belief that there was, for any other reason, no 
infringement.  

 
Consideration should also be given to providing that receipt of legal advice indicating that the 
design in suit may not be valid or that it may not be infringed would be sufficient to demonstrate 
that the defendant had a reasonable belief that the design was invalid and/or not infringed. The 
same points would need to be factored into the mens rea for any ‘dealing’ offence equivalent to 
s35ZA(3) RDA 1949.  
 

 
153 Action Storage Systems Ltd v G-Force Europe.com Ltd [2016] EWHC 3151 (IPEC), [83]. 
154 Action Storage Systems Ltd v G-Force Europe.com Ltd [2016] EWHC 3151 (IPEC), [88], point 8; see also [84]-
[87]. 
155 M Howe et al, Russell-Clarke & Howe on Industrial Designs, 10th edn (Sweet & Maxwell: 2022), para 6-101. 
156 See eg KF Global Brands Limited v Lead Wear Limited [2023] EWHC 1303 (IPEC), at [50] commenting that ’in 
many cases’ a cease and desist letter will be sufficient to fix a Defendant with "reason to believe" for the 
purposes of s 227, assuming that the relevant goods are in fact infringing). 
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Please provide any further evidence and/or information on the prevalence of unregistered design 

infringement and its impacts. No response 

 

Do you have evidence from other jurisdictions that having criminal sanctions for the infringement of 

registered or unregistered (or equivalent) design protection reduces instances of infringement? 

 
EU law does not require Member States to impose criminal sanctions for IP infringement (see Arts 
2(3)(b)-(c) of Directive 2004/48/EC of 29 April 2004 on the enforcement of intellectual property 
rights). It should also be recalled that attempts to introduce a directive dealing specifically with IP 
criminal measures was withdrawn. 
 
 

 

Do you have any concerns about the possible introduction of criminal remedies for unregistered 

designs? Y/N/Don’t know? Yes 

If yes, please provide further information 

 
This consultation response is strongly opposed to the introduction of criminal sanctions for 
unregistered designs, for the following reasons: 
 
Given the civil law reforms to unregistered designs considered in Sections F and G of this 
consultation, it is premature to consider criminalisation of unregistered design infringement: As 
noted above, the consultation does not specify whether its proposals relate to both UKUDR and 
UKSUD. Either way, Section F envisages significant reform of unregistered design protection. 
Section G also contemplates significant reform to the rules on when UKSUD comes into 
subsistence. To consider introducing criminal sanctions at the same time as a potentially radical 
recalibration of unregistered design protection is both premature and fraught with risk for 
businesses and their advisers. On any view, it should first be established how unregistered design 
rights are to be reformed and whether those reforms in fact assist businesses in protecting their 
designs more effectively. It cannot be said that there is a need for criminal law intervention until 
all civil law reforms to unregistered designs have been fully implemented and it has become clear 
how far they have or have not improved ease of enforcement in the civil context. The substantive 
detail of any new criminal offences would also depend very much on the policy choices made in 
terms of reforming UKUDR/UKSUD.  
 
The flexibility inherent in defining unregistered design subject matter makes it fundamentally 
unsuited for criminal law sanctions: UKUDR can subsist in the whole or part of an article, and 
claimants can strategically ‘trim’ their claims to try to match what they believe the defendant has 
taken. It is typical for UKUDR cases to involve claims to multiple ‘designs’ for ever-smaller ‘parts’ 
of the claimant’s article. Although the UKDR definition of ‘design’ was amended in 2014 to try to 
address this problem, the impact of those amendments is still uncertain and has been limited.157 
‘Trimming’ of UKUDR claims is still very much possible, as recent case law demonstrates: striking 

 
157 See eg the discussion in Shnuggle Ltd v Munchkin Inc [2019] EWHC 3149 (IPEC) at [80]-[92]. See also A 
Instone, 'Design reform' CIPA Journal 2019, 48(12), 11-12, commenting on the unresolved uncertainties that 
remain in terms of the impact of this amendment. 
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examples include the six increasingly small UKUDR designs claimed in Shnuggle v Munchkin and 
the ‘perimeter-only’ design claimed in only the edge element of the contested article in J Mac v Q 
Deck:158 

 
 

Shnuggle Ltd v Munchkin Inc [2019] EWHC 3149 (IPEC) – six claimed UKUDR designs (claimed  
designs are for the elements not shown in pink) 

 

 
 

J Mac Safety Systems Limited v Q Deck Safety Systems Limited [2025] EWHC 2241 (Pat) - 
‘perimeter-only’ design (claimed design is for the elements not shown in pink) 

 
The impact of this in the civil context is that, unlike for registered design claims, a defendant will 
not know in what specific ‘design’ any unregistered rights are said to subsist until receiving a 
cease and desist letter or being served with proceedings. As J Mac v Q Deck  also demonstrates, it 
is very possible that - taking inspiration from an existing product - a defendant may implement 
workarounds in the design of their own product such that they avoid liability for their product as a 
whole, yet may still infringe some smaller ‘part’ in which a standalone UKUDR ‘design’ is 
claimed.159 The same issue arises for UKSUD.  
 
UKUDR and UKSUD are uniquely flexible among IP rights in the latitude that they leave 
rightholders to define as they choose the subject matter protected by their rights. While this may 

 
158 Shnuggle Ltd v Munchkin Inc [2019] EWHC 3149 (IPEC), concerning designs for a baby bath; J Mac Safety 
Systems Limited v Q Deck Safety Systems Limited [2025] EWHC 2241 (Pat), concerning panels for safety decking 
systems - the claimant claimed several UKUDR designs, in their panels as a whole and also just for their 
perimeter element. 
159 In J Mac Safety Systems v Q Deck Safety Systems [2025] EWHC 2241 (Pat) the claimant’s panels were the 
starting point for the development of the defendants’ product, but they ultimately did not infringe the whole-
panel designs: these were on the ‘right side of the line’ in having developed a sufficiently different overall 
product. However, the defendants did infringe the perimeter-only designs: focusing just on that partial design, 
any differences were immaterial. 
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be acceptable in a civil enforcement context, it cannot be right to impose criminal sanctions in 
unregistered designs cases where there is no prior way for third parties to know what ‘part’ of an 
article/product might be singled out for a freestanding unregistered design claim. It has been 
noted that the law ‘must be such that those subject to it can reliably be guided by it’, including to 
avoid violating it.160 There must also be predictability and fair warning in terms of what 
constitutes an offence.161 This would not be the case in the event of criminalisation of either 
UKUDR or UKSUD infringement. The uncertainties inherent in pinning down unregistered design 
subject matter also raise questions as to how public officials tasked with enforcement would be 
able to monitor for unregistered design infringement, given that they too cannot have any prior 
notice of how exactly a rightholder might choose to formulate any ‘partial’ unregistered design 
relative to their article/product as a whole. 
 
Unregistered designs give rise to legal issues which are fundamentally uncertain, difficult for 
affected parties and unsuited to determination in the criminal legal system: For UKUDR in 
particular, the definition of what constitutes a ‘design’ and exclusions at s213 CDPA 1988 are 
notoriously difficult to apply.162 As noted in Section F of the consultation, the case law on UKUDR 
originality is also currently in flux.163 The difficulties posed by these challenges are, again, 
illustrated by recent case law: in J Mac v Q Deck, it took the judge over 100 paragraphs to work 
through originality, commonplace-ness and statutory exclusions to decide which specific details of 
each ‘design’ were actually protected.164 The judge himself commented on the risk of an almost 
‘metaphysical’ analysis.165 On UKUDR subsistence, it also took the judge a lengthy analysis and 
review of evidence to establish UKUDR term.166 There are also such difficulties surrounding 
UKSUD first disclosure and subsistence that a whole section of this consultation (Section G) is 
directed to finding a solution that improves the state of the law. These are all points of complexity 
which pose serious challenges for affected parties, which are best dealt with even in the civil law 
context by specialist IP judges and which are profoundly unsuited to determination in a criminal 
law context.167 Recent criminal appeal case law on s35ZA RDA 1949 supports concern that criminal 
courts are poorly positioned to deal with design matters: in Iqbal v Wolverhampton City Council, 
both the trial judge and appeal court repeatedly (and erroneously) described the s35ZA RDA 1949 
offence as involving copyright.168 

 
160 J Gardner, 'Introduction' in H Hart (ed) Hart, Punishment and Responsibility, 2dn edn (Oxford University 
Press, 2008), xxxvi. 
161 J. Child et al, Simester and Sullivan's Criminal Law : Theory and Doctrine (Bloomsbury Publishing, 2022), 28. 
162 See eg the comments of Jacob LJ on s213 CDPA in Dyson Ltd v Qualtex (UK) Ltd [2006] EWCA Civ 166 at [14]: 
'It has the merit of being short. It has no other. Jonathan Parker J considerably understated the position, when 
he said, "regrettably, the drafting of section 213 leaves much to be desired"... It is not just a question of 
drafting (though words and phrases such as "commonplace" "dependent", "aspect of shape or configuration of 
part of an article" and "design field in question" are full of uncertainty in themselves and pose near impossible 
factual questions). The problem is deeper: neither the language used nor the context of the legislation give any 
clear idea what was intended. Time and again one struggles but fails to ascertain a precise meaning, a meaning 
which men of business can reasonably use to guide their conduct. The amount of textbook writing and 
conjecture as to the meaning is a testament to its obscurity... The absence of any clear policy, as to where the 
line of compromise was intended to run, means that brightline rules cannot be deduced'.  
163 See eg Edwards v Boohoo.com UK Ltd  [2025] EWHC 805 (IPEC) and J Mac Safety Systems v Q Deck Safety 
Systems [2025] EWHC 2241 (Pat). 
164 J Mac Safety Systems v Q Deck Safety Systems [2025] EWHC 2241 (Pat), [57]-[164]. 
165 J Mac Safety Systems v Q Deck Safety Systems [2025] EWHC 2241 (Pat), [131] and [207]. 
166 J Mac Safety Systems v Q Deck Safety Systems [2025] EWHC 2241 (Pat), [174]-[192] discussing when articles 
made to the claimed designs were made avialable for sale or hire for the purposes of s216 CDPA 1988. 
167 See eg IP Federation, 'Intellectual Property Bill 2013-14: Clause 13' CIPA Journal 2013, 42(10), 560-562, 
making a similar point in relation to registered design infringement. 
168 Iqbal v City of Wolverhampton Council [2025] EWCA Crim 498. 
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Criminalising unregistered designs will bring unwanted chilling effects for legitimate business, 
consumers and competition: As is clear from the comments above, the introduction of criminal 
sanctions for unregistered design infringement will add a new layer of risks for businesses in 
navigating the landscape of design law. It involves a set of risks that are particularly complex to 
quantify and advise on, as well as being difficult to work around with confidence. As the UKIPO’s 
previous work on criminalising unregistered designs has noted, this is likely to chill design 
innovation.169 Larger companies and retailers may become wary of being pitched designs by 
individual designers and SMEs.170 This stands in conflict with the ethos of encouraging a culture of 
design innovation, with adverse consequences for consumers, the diversity of new design 
reaching the marketplace and the public interest. As design is often a creative and expressive 
endeavour, it may also adversely inhibit freedom of expression. There may also be chilling effects 
on the provision of non-OEM spare parts and aspects of new intended to improve competition 
and choice through interoperability.171 The UKIPO’s previous consultation indicated that it was not 
the intention to criminalise functional designs,172 and the reasons to avoid doing so remain. 
 
It should also be emphasised that any new criminal offence will not, and cannot, be drafted in 
terms that easily limited its scope and application to ‘pirates’ or counterfeiters: as experience has 
shown with other IP rights, legitimate businesses can also find themselves on the end of criminal 
prosecution.173 Indeed, it has been part of campaigning on this issue that ‘big business’, including 
retailers, should intentionally be legitimate targets of criminal enforcement in relation to 
unregistered designs.174 It is also entirely possible that small businesses could also be pursued. 
Private prosecutions would be possible, removing the filters by which unmeritorious cases are not 
pursued by public prosecuting bodies. As has been noted in relation to copyright criminal 
offences, criminal offences are also potentially 'capable of abuse' particularly since they could be 
deployed against retailers or others trading in allegedly infringing goods, thereby removing goods 
from market without challenging the manufacturer directly.175 It has been suggested that 
businesses are generally less aware of unregistered design rights, which may elevate the risk of 
infringement; on any view, they are harder to 'design around' than registered design rights.176 
 

 
169 Impact Assessment BIS0376 (12 February 2013), p7. 
170 IP Federation, 'Intellectual Property Bill 2013-14: Clause 13' CIPA Journal 2013, 42(10), 560-562. 
171 Such as in J Mac Safety Systems v Q Deck Safety Systems [2025] EWHC 2241 (Pat) where the ’perimeter-
only’ design claimed the features necessary for the relevant safety panels to fit together within their own 
system and with others. See also the concerns expressed in relation to s35ZA RDA and spare parts/functional 
designs in A Instone, 'Design reform' CIPA Journal 2019, 48(12), 11-12. 
172 UKIPO, Consultation on the Reform of the UK Designs Legal Framework (July 2012), para 10.11. 
173 See eg the private prosecution brought by the Design and Artists Copyright Society against art book 
publishers Thames & Hudson Ltd and its directors discussed in A Richardson, 'Copyright' Ent LR 1994, 5(5), E91-
92 and comments thereon in Thames & Hudson Ltd v Design and Artists Copyright Society Ltd [1995] FSR 153 
at 160 ('No qualification appears in the statute limiting the types of offender capable of committing the 
offence to “pirates”'). Note also J Kinnier-Wilson, 'Criminal copyright offences under sections 107 and 110 UK 
CDPA 1988' EIPR 1995, 17(1), 46-50, 46 ('The increasing use of section 107 CDPA 1988 against possible 
infringers of copyright shows how this section is now being used against "white-collar' infringers rather than 
the "pirates' it was used against initially'); M Howe et al, Russell-Clarke & Howe on Industrial Designs, 10th edn 
(Sweet & Maxwell: 2022), para 6-101 ('These offences are very widely drawn and extend far beyond such 
people as record pirates who were their primary target'); N Caddick et al, Copinger and Skone James on 
Copyright, 19th edn (Sweet & Maxwell, 2024), para 29-09. 
174 See eg the comments to this effect in Impact Assessment BIS0376 (12 February 2013). 
175 M Howe et al, Russell-Clarke & Howe on Industrial Designs, 10th edn (Sweet & Maxwell: 2022), para 6-101. 
176 O Church, E Derclaye and G Stupfler, 'An Empirical Analysis of the Design Case Law of the EU Member 
States' (2019) IIC 50, 685–719, p705. 
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A subset of unregistered designs may already be covered by existing IP criminal sanctions: In 
any event, only a sub-set of unregistered designs will be currently unprotected by criminal 
sanctions. As noted above, UKURD and UKSUD may subsist in designs which are also registered 
and thus subject s35ZA RDA 1949; unregistered designs may also subsist in subject matter which 
is also protected by copyright and may be protected by registered trade marks, such that 
(respectively) s107 CDPA 1988 or s92 TMA 1994 would apply. Ministry of Justice guidance 
stipulates that officials should only consider the introduction or amendment of a criminal offence 
if the behaviour is not already covered by existing offences, and there are no other measures 
available to achieve the policy objective.177  
 
Many owners of unregistered designs could also take steps to bring their designs within the 
existing scheme of criminal sanctions for registered designs: In practical terms, the cost to 
rightholders of bringing their unregistered designs into the scope of the existing criminal sanctions 
at s35A RDA 1949 is low: the current UKRD filing fee £50 or less per design for applications filed 
online.178 Provided that rightholders move appropriately to register their designs within the grace 
period and provided that their design meets the requirements for design registration, there is 
relatively little by way of financial or other obstacle stopping rightholders securing access to 
existing criminal enforcement mechanisms through registered design protection. Insofar as there 
is a need for criminal enforcement, the policy objective of protecting designs via criminal 
sanctions can be achieved by further work to encourage designers to register their designs.  
 
Expanding criminal sanctions to unregistered designs also undermines one of the justifications 
for introducing s35ZA RDA 1949: An important plank of the case for introducing criminal 
sanctions in relation to registered designs was that it would encourage uptake of the registered 
designs system. The Government’s April 2013 consultation response noted: 179   
 

‘Criminalising copying of registered designs will also have a positive effect on encouraging 
companies to register their designs rather than relying (often as a result of having no IP 
protection strategy) on UK unregistered design rights that offer less protection. This will 
create a culture where designers actively promote their designs as valid and registered; 
and suppliers and manufacturers, as they should now, ensure the designs they 
commission and market are original and validly registered’. 

 
This incentive to register, and encouragement to suppliers and manufacturers, will be removed if 
criminal sanctions are also extended unregistered designs. 
 
Proportionality, the public interest and deterrence: Working to encourage designers to make 
better use of the registered design system (and thereby access its existing criminal law offences) is 
also a more proportionate course of action than introducing a new criminal offence, particularly in 
circumstances where it is not self-evident that there is a public interest need for criminal 
sanctions in relation to unregistered designs. Crimes are 'public wrongs' in the sense that the 
public as a whole has an interest in their prevention and prosecution: conduct is criminalised 
because it directly and seriously threatens the security or well-being of society, and because it is 

 
177 Ministry of Justice, Guidance - Introducing or amending criminal offences or penalties (4 September 2025) 
https://www.gov.uk/government/publications/making-new-criminal-offences/introducing-or-amending-
criminal-offences-or-penalties).  
178 See: https://www.gov.uk/government/publications/design-forms-and-fees/design-forms-and-fees#apply-
for-a-registered-design. Even with the forthcoming fee increases in 2006, filing fees will remain relatively low. 
179 UKIPO, ‘Consultation on the Reform of the UK Designs Legal Framework Government Response - April 2013 
(https://webarchive.nationalarchives.gov.uk/ukgwa/20140712093446/http:/www.ipo.gov.uk/response-2012-
designs.pdf), para 83; see also Impact Assessment BIS0376 (12 February 2013), p7. 

https://www.gov.uk/government/publications/making-new-criminal-offences/introducing-or-amending-criminal-offences-or-penalties
https://www.gov.uk/government/publications/making-new-criminal-offences/introducing-or-amending-criminal-offences-or-penalties
https://www.gov.uk/government/publications/design-forms-and-fees/design-forms-and-fees#apply-for-a-registered-design
https://www.gov.uk/government/publications/design-forms-and-fees/design-forms-and-fees#apply-for-a-registered-design
https://webarchive.nationalarchives.gov.uk/ukgwa/20140712093446/http:/www.ipo.gov.uk/response-2012-designs.pdf
https://webarchive.nationalarchives.gov.uk/ukgwa/20140712093446/http:/www.ipo.gov.uk/response-2012-designs.pdf
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not safe to leave to be dealt with only by compensation of the injured party injured.180 Criminal 
sanctions should thus respond to an injury to society as a whole, not simply to alleviating the costs 
of private enforcement of private rights. The consultation offers no evidence that introducing 
criminal sanctions for unregistered designs is needed to counter any broader societal harms (eg 
counterfeiting that risks consumer safety, or involves organised crime). There is also no 
assessment offered in terms of whether adding unregistered designs to the remit of Trading 
Standards and other relevant authorities may even risk diverting resource away from such more 
serious forms of IP wrongdoing.181 Considering the costs to the public purse and burdens on public 
officials of introducing a new criminal offence, there must be legitimate questions as to whether 
state-backed criminal enforcement should be available in those instances where a design 
rightholder has not been prepared to pay the UK’s low filing fees and pursue the currently quick 
and easy UKRD application process in order to obtain some form of registered design protection. 
Encouraging more businesses to register their designs would also be bolstered if registered 
designs were added to the IPEC small claims track, as per Section I of this consultation. When the 
UKIPO last consulted on the issue of criminal sanctions in relation to designs, it firmly rejected 
their suitability for unregistered designs.182 It is submitted here that nothing has changed to alter 
that previous assessment. 
 

 

 

 

 

 

  

 
180 J. Child et al, Simester and Sullivan's Criminal Law : Theory and Doctrine (Bloomsbury Publishing, 2022), 2. 
181 The UKIPO’s consultation in 2012 assumed that there would be no additional public funds to support the 
introduction of what is now s35ZA RDA 1949, and the same assumption seems more than reasonable now: see 
further UKIPO, Consultation on the Reform of the UK Designs Legal Framework (July 2012), para 10.5. 
182 UKIPO, ‘Consultation on the Reform of the UK Designs Legal Framework Government Response - April 2013 
(https://webarchive.nationalarchives.gov.uk/ukgwa/20140712093446/http:/www.ipo.gov.uk/response-2012-
designs.pdf), para 82. 

https://webarchive.nationalarchives.gov.uk/ukgwa/20140712093446/http:/www.ipo.gov.uk/response-2012-designs.pdf
https://webarchive.nationalarchives.gov.uk/ukgwa/20140712093446/http:/www.ipo.gov.uk/response-2012-designs.pdf
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Section I – Call for evidence on inclusion of claims made under the Registered Designs Act 1949 

within the Intellectual Property Enterprise Court’s small claims track 

 

Since 2020, have you been involved in a dispute, or considered launching a dispute, in relation to a 

registered design that you consider would have been suitable for the Intellectual Property Enterprise 

Court’s small claims track, if it heard these types of cases? No response 

(Y/N/Don’t know/Prefer not to say) 

 

Have you been a party to a dispute at the IPEC concerning an unregistered design where the validity 

of the design right has been challenged? (Y/N/Don’t know/Prefer not to say) No response 

If yes 

How often this has occurred: 

Was the case(s) able to be heard within the IPEC SCT (Y/N/Don’t know). 

 

Do you have any evidence from other jurisdictions to indicate that lower cost dispute procedures 

are/are not appropriate forums for registered designs cases? (Y/N) No response 

If yes, please provide details of the evidence and the jurisdiction(s). 

Evidence 

Country/Location 

 

Do you support the inclusion of registered designs cases within the IPEC SCT? Yes 

(Y/N/Don’t know) 

 

Question 5 – Do you think that most registered designs cases are suitable for the IPEC SCT? 

(Y/N/Don’t know) Don’t know 

If not, why not: 

 

If there is a risk that registered designs cases could be moved from the IPEC SCT to the multi-track 

would this deter you from launching proceedings at the SCT? (Y/N/Don’t know) No response 

 

If registered design cases were included within the IPEC SCT, are there any other additional 

measures that could be taken to ensure these cases were handled effectively? (Y/N/Don’t know) No 

response 
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Are there any alternatives to the inclusion of registered designs cases in the IPEC SCT that would 

improve access to justice for individual designers and SMEs? (Y/N/Don’t know) No response 

 

Please provide any additional information or evidence or case studies to support your responses: 

Section I: Call for evidence on inclusion of claims made under the Registered Designs Act 1949 
within the Intellectual Property Enterprise Court’s small claims track 
 
The decision whether to add registered designs disputes to the small claims track (SCT) should 
depend on stakeholders’ responses to the questions proposed by the UKIPO. However, as further 
discussed below, given the purpose for which the SCT was introduced and the available evidence 
concerning small value registered design disputes, the introduction of the SCT for registered design 
cases should be beneficial for stakeholders by improving access to justice for individual designers 
and SMEs in appropriate cases and, more widely, supporting legal certainty for the industry by 
encouraging design registration.  
 
Rationale for SCT and typical SCT disputes at the IPEC 
 
First, there is evidence that some small value registered design disputes could fit into the type of 
disputes for which the SCT was introduced. The SCT was established in response to the unmet need 
for justice identified in the Jackson report.183 The report recommended the establishment of small 
claims track at the Patents Country Court (PCC) for claims below £5,000. This would enhance access 
to justice for, e.g., a journalist whose articles have been reprinted without permission might have a 
claim for a few hundred pounds or of a photographer whose photographs have been downloaded 
from the internet and reproduced without permission might have a claim for a few hundred 
pounds.184 Similarly, in the Explanatory Memorandum to the Civil Procedure (Amendment no. 2) 
Rules 2012 2012 No. 2208 (L.8), which implemented the SCT within the IPEC, it is stated that the 
SCT ‘is expected to benefit those claimants currently deterred by the cost of bringing such a claim 
within the court system’. The SCT would support copyright, unregistered design and trade mark 
claims by individual litigants and small and medium enterprises/entrepreneurs with straightforward 
claims, e.g., the use of photographic material without consent. Thus, the typical claims initially 
envisaged as suitable for the SCT were those in which no contentious or complex points of law arose 
and in which the parties would generally not require legal representation.  
 
Available evidence suggests that similar types of disputes that could fit into this mould have been 
considered by the IPEC in relation to registered designs. In Barber v Wakefield, the claim was started 
in the SCT but subsequently transferred to multi-track due to its being about a registered design.185 
The case did not involve a validity challenge and the parties appeared for themselves without legal 
counsel. HHJ Hacon expressed sympathy for the case having been started in then SCT, saying that 
‘[b]oth sides are litigants in person and I could see why the case had been launched by Mr Barber 
in the small claims track’.186 Because the alleged infringement was only about a prototype, it is also 
unlikely the value of the claim exceeded the SCT limit. In Lutec (UK) Limited v Cascade Holdings 
Limited,187 while the parties were represented, due to the fact no evidence was presented, the trial 
was completed within only an hour. Although Lutec may not have come within the SCT’s limits on 
the claim values, it does demonstrate that, in appropriate cases, registered designs disputes can be 

 
183 Lord Justice Jackson (2010), Review of Civil Litigation Costs.  
184 Ibid, 255. 
185 [2024] EWHC 3058 (IPEC).  
186 [3].  
187 [2021] EWHC 1936 (IPEC).  
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disposed of with the evidential and procedural efficacy envisaged for the SCT. It appears, therefore, 
that registered design cases do not have to necessarily involve substantial complexity that would 
preclude them from being allocated to the SCT. 
 
A concern underpinning the exclusion of registered designs cases from the SCT has been the 
likelihood of registered design validity challenges, and the complexity and evidence they entail. 
However, whether there is a dispute over validity does not constitute in itself one of the criteria of 
the SCT track allocation. The only criteria under CPR, rule 63.27 are the type of the IP right, the 
value of the dispute and the declarations of the parties.188 The general rules on track allocation are 
focused on complexity, not the formal categorisation of the type of issues (CPR, rule 25.13).189 Trade 
mark and copyright claims may be just as complex as registered designs cases, but are included for 
consideration in the SCT on the understanding that the track allocation rules will satisfactorily 
ensure that more complex cases proceed in the IPEC multi-track and more straightforward cases in 
the SCT: the same approach could also be taken for registered designs. Additionally, in response to 
UKIPO’s Question 2, there have been cases where the validity of unregistered designs was 
questioned.190 While the presence of legal counsel suggests the cases were not in the SCT, the  cases 
demonstrate that also unregistered design disputes, for which the SCT is available, may involve 
validity challenges – again, it is the rules on track allocation that serve to ensure that cases proceed 
in the most appropriate track, not categorisation by IP subject matter per se.  
 
For these reasons, registered designs disputes could fit into the category of cases for which SCT was 
established.  
 
Safeguards  
 
The CPR already include several safeguards to ensure allocation of disputes to the appropriate track. 
First, there are the case allocation criteria under CPR, rule 26.13, which have been presented above. 
The correct application of this provision is ensured through judicial control. Judges at the IPEC are 
expected to be skilled in case management and will generally pick up cases which should be 
allocated to another track. In Makeality Ltd v City Doggo Ltd, the Court of Appeal dismissed a 
claimant’s appeal against a case management order, in which the IPEC judge allocated a trade mark 
infringement dispute to the SCT.191 According to the court, the judge was entitled to transfer the 
case to the SCT, even though the parties were represented. This is because the approach adopted 
by the parties does not bind the court for the purposes of track allocation. What is more, the 

 
188 CPR, r. 63.27 (1) A claim started in or transferred to the Intellectual Property Enterprise Court will be 
allocated to the small claims track if– (a) rule 63.13, but not rule 63.2, applies to the claim; (b) the value of the 
claim is not more than £10,000; (c) it is stated in the particulars of claim that the claimant wishes the claim to 
be allocated to the small claims track; and (d) no objection to the claim being allocated to the small claims 
track is raised by the defendant in the defence. 
189 The provision introduces the following allocation criteria: 1)  When deciding the track for a claim, the 
matters to which the court shall have regard include-(a)  the financial value, if any, of the claim;(b)  the nature 
of the remedy sought; (c)  the likely complexity of the facts, law or evidence; (d)  the number of parties or likely 
parties; (e)  the value of any counterclaim or additional claim and the complexity of any matters relating to it; 
(f)  the amount of oral evidence which may be required; (g)  the importance of the claim to persons who are not 
parties to the proceedings; (h)  the views expressed by the parties; and (i)  the circumstances of the parties. 
190 Edwards v Boohoo.Com UK Limited [2025] EWHC 805 (IPEC): [47]  The Defendants objected to the subsistence 
of the design as a matter of principle; Fairfax & Favor Limited v The House of Bruar Limited [2022] EWHC 689 
(IPEC) with the defendant’s attack focused on the UKUDR being ‘commonplace’; Freddy SPA v Hugz Clothing 
Limited, CC Liverpool Limited, Christopher Kavanagh, [2020] EWHC 3032 (IPEC), with a number of validity 
objections; Shnuggle Limited v Munchkin, Inc., Lindam Limited [2019] EWHC 3149 (IPEC); Action Storage Systems 
Ltd v G-Force Europe.Com Ltd [2016] EWHC 3151 (IPEC).  
191 Makeality Ltd v City Doggo Ltd [2025] EWCA Civ 400.  
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claimant failed to show evidence that the value of the dispute exceeded £10,000. Finally, the court 
found that given the judge’s experience, there was no reason to question his assessment that the 
trial would last longer than one day, what is appropriate for SCT.192  
 
Additionally, under CPR 26.18(1), the court may reallocate a case to another track on application or 
on its own. Also in this respect, the court will exercise control to prevent exploitative behaviour by 
the parties. For example, an application by a party to reallocate the case to the SCT in an attempt 
to minimise its exposure to damages and costs may be one of the elements that the court could 
take into account when considering abuse of process.193 
 
Another safeguard is established under CPR 27.15(1), which states that where a claim initially 
allocated to the SCT is reallocated to another track, the costs which may be allowed are those 
applicable to the track to which the claim is reallocated, as if the claim been allocated to that track 
at the outset. Therefore, the risk that a party would try to draw the other into a lengthy litigation 
without the ability to recover costs is limited.  
 
Positive response to SCT from stakeholders  
 
Available studies indicate that the establishment of the SCT at the IPEC met with a generally positive 
response from stakeholders, who commented that the SCT increased access to justice for litigants 
who had not been able to afford it.194 One comment has been made that SCT may be abused by 
artificially lowering the value of the dispute in order to draw the other party into proceedings where 
they would not be able to claim costs.195 This concern was not, however, reflected in other 
comments. Moreover, CPR 27.15(1), which permits the retrospective recovery of costs following 
the transfer of a claim from the SCT to the multi-track, could operate as a safeguard against such 
potential abuse. Finally, as explained above, the court will exercise control over allocation of 
disputes, even if parties have already adopted legal counsel. In the Makeality case the court decided 
to keep the case in the SCT, regardless of the parties’ hiring of the legal counsel, arguing that the 
SCT was introduced to ensure that low value claims of lesser complexity are litigated at 
proportionate cost, and that litigants are not deterred from litigating due to the fear of adverse 
costs orders.196 
 
Overall, while the available evidence relates mostly to copyright claims,197 there is no reason to 
assume it would not apply to other IP rights. Copyright claims for which the SCT is particularly useful 
involve individuals making a living in creative industries, for whom enforcement would not make 
economic sense without the cost-efficient recourse offered by SCT.198 Such individuals exist also in 
the design industry and could benefit from the introduction of the SCT for registered designs.  

 
192 [50]. 
193  Link UP Mitaka Limited v Language Empire Limited [2018] EWHC 2728 (IPEC) while the court accepted that 
the claimants’ application for specific disclosure, their attempts to reallocate to the Small Claims Track and 
their low settlement offer are, without more, insufficient to lead to a finding of abuse, when combine with 
other unreasonable behaviour, like indulging in dishonest and obfuscatory conduct both at trial and during the 
inquiry process hindered the court's attempts to fairly and justly assess damages.  
194 C Helmers, Y Lefouili, L McDonagh, ‘Evaluation of the Reforms of the Intellectual Property Enterprise Court 
2010-2013’, UK: UK IPO, p9. 
195 Ibid, 9.  
196 Makeality, [37]. 
197 C Helmers , Y Lefouili, B J Love, L McDonagh, ‘Who Needs a Copyright Small Claims Court? Evidence from 
the U.K.'s IP Enterprise Court’, Berk.Tech.L.J. Comm. 1 (2018).  
198 P Samuelson, K Hashimoto, ‘Scholary Concerns About a Proposed Small Copyight Claims Tribunal’, 
Berk.Tech.L.J. Comm. (Nov. 28, 2017), 11-12. 
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Summary 
 
While the final decision in the matter should be guided by stakeholders’ responses, on the basis of 
the evidence presented above there are no reasons why the SCT should not be introduced for 
registered designs. First, there are examples of registered designs disputes that could fit into the 
categories of cases for which the SCT was established. Second, many registered design disputes, 
especially those initiated by SMEs, will not differ from similar disputes over copyright or trade 
marks. As there is already evidence of SMEs benefiting from the time- and cost-effective SCT at the 
IPEC in copyright disputes, it appears advisable to offer a similar opportunity to registered design 
holders. At the same time, effective safeguards exist to prevent abuse.  
 
The introduction of the SCT for registered designs would support and facilitate effective civil 
enforcement of design rights, especially for smaller litigants. At the same time, it would encourage 
creators to register their designs, which would improve legal certainty for the industry without 
undue costs for individual creators. 
 
 

 

 


